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PART I 


MERCHANDISING VALUE OF TRADE-MARKS 
By Pope F. Brock* 


The trade-mark is a symbol, but it is more than just another 
symbol. Its habitat is the civilized world, and its adventures 
exceed a thousand times the travels of Marco Polo. 


In the Mishawaka opinion Justice Frankfurter observed that “If it is true that 
we live by symbols it is no less true that we purchase goods by them.” He could 
have added that there is scarcely a social custom, or a generally recognized rule of 
conduct, or a basic principle of literature, law or philosophy that is not frequently 
associated with, or interpreted by, or made more effective through, some well- 
known symbol. 

If you doubt it, come along with me while I call the roll of a few of them which 
have long since become renowned. 

At the top of the list, the Cross of the Christian Church before which billions 
of people have bowed in the last 1900 years. 

The Sickle and the Crescent, emblem of the faith of 250 million followers of 
Mohammed who twice a day turn their faces toward Mecca to offer up a prayer. 

The Golden Bough, with its countless suggestions of superstition, of fear, of 
spiritual yearning, and of tragic ignorance. 

The Red Cross, with its promise of relief and of mercy. 

The flag of every country, with all that each means to the citizen or subject 
in terms of patriotism, national ambition and desire of security. 

The Lion of Great Britain, the Bear of Russia, the Lily of France, the Eagle of 
the United States, the G.O.P. elephant, the Democratic donkey and the picture of 
Uncle Sam, each synonymous with a whole library of human history and human 
experience. 

The blind goddess balancing the scales of justice, the laurel wreath on the brow 
of the victor, the crown of royalty with its uneasy glory. 

The Episcopalians speak of a sacrament as “An Outward and visible sign of 
an inward and spiritual grace,” and the Catholic Church with its numerous devotees 
leans mightily on symbolism—perhaps more so than any other contemporary organ- 
ization. Baptism and communion and countless more remind us that we do, indeed, 
live by symbols, and that as far back as we have been able to find out about our 
ancestors it has always been so. 

No wonder the Egyptians and Chaldeans imprinted a sign on their bricks, 
or that the Greeks marked their pottery, or that the artisans who built it left their 
characteristic sign on the stones of Solomon’s Temple, or that the Romans and 
Etruscans made them familiar companions of the work of the craftsman. Admit- 
tedly, the beginning of commercial symbols is hidden in the long past, but they 
are of “ancient lineage” and boast “a long pedigree.” 

In the use of trade-marks the businessman has merely imitated what all have 


* Counsel, The Coca-Cola Company. Reprinted by permission of The Red Barrel maga- 
zine published by The Coca-Cola Company. 
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done in all fields of activity. An illiterate person went into the leather business and 
made an “X” as a substitute for his signature, and the combination of this “X” 
and the man’s name came to be “Mark Cross,” the best known of all of the manu- 
facturers of leather goods. 

A bookkeeper in a drugstore searched for a name for a new beverage, wrote 
the compound word “Coca-Cola” in a flourishing script, and gave to commerce the 
mark which was to travel oftener and farther than any other word mark known 
to man. 

“His Master’s Voice,” “Kodak,” “Smith & Wesson,” “Ivory Soap,” “Win- 
chester,” “Frigidaire,” “Old Dutch Cleanser,” “Waltham,” “Arm & Hammer,” 
“Steinway,” “Coca-Cola,” and “Green’s Fuel”; these and 400,000 more daily 
chaperone fifty million shoppers to the marts of trade in North America. At least 
850 of them now serving our economy have been with us continuously for more 
than 50 years. 

Powerful factors in sustaining our industrial production and distribution, they 
supply a vital part of that marvelous competitive energy which makes our wheels 
of commerce hum. On the basis of performance these symbols belong in the com- 
pany of enlightened business, wherever it may be. 

Much has been written about the legal characteristics having to do with “The 
Value of Trade-Marks from a Merchandising Standpoint,” but before this boon 
to the trader came of age in the sight of the law it had established itself with the 
manufacturer and merchant. The law concerns itself with brands because of their 
availability and their special usefulness in expanding and conserving consumer good 
will. 

Any discussion points to the conspicuous and currently emphasized function 
of trade-marks—their performance and their promise in advertising and sales 
promotion. 

Prior to the middle ages, these marks served only to identify the product of 
the particular workman or of his group. 

The 12th and 13th centuries discovered new reasons for putting them on manu- 
factured products. Merchants earmarked their wares to provide evidence of owner- 
ship in case of shipwreck or loss. The guilds required their members to place the 
adopted seal on the output of their labor to fix responsibility for faulty work. These 
brands were the forerunners of the merchant’s and the manufacturer’s marks of 
today, but at that time the one served only as evidence of title to property and the 
other insured the liability of the careless craftsman. Here we come upon the basis 
of the modern theory that a trade-mark distinguishes the origin or ownership of 
goods—the manufacturer’s mark pointing to the origin and the merchant’s mark 
connoting ownership. 

In England such marks had become quite common as early as Edward III. 


Notable among these were the swan marks, the printers’ and Publishers’ devices, 
the cloth marks, and the marks in the cutlery trades. 


Not until 600 years later did the businessman in the western world wake up 
to the selling qualities of brand names and marks, and they acquired stature only 
with the arrival of the power machine. When factories began to turn out goods 
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in volume they generated the necessity for mass consumption, since the mill had 
to find more and more buyers if it was to keep on running. 

The trade-mark of the 20th century has matured into an indispensable servant 
of our fabulous production and distribution of goods, a direct response to a practical 
need; a utility in great demand in this latest phase of the industrial revolution. 

Try for a moment to visualize the influence of these commercial tools on the 
economy of the United States of North America. Around the clock, 365 days in 
the year, hundreds of thousands of them are heard over the air and are seen in the 
papers, in the magazines, on the billboards and over television. 

Five billions of dollars yearly are spent by American business to tell us about 
its wares, and the most potent device to carry this message is the trade-mark, the 
brand name. 

One authority has described them as “The cornerstone of the multi-billion- 
dollar advertising business, the foundation of marketing policies in consumer goods 
industries, a powerful influence on the buying habits and cultural pursuits of people 
all over the world, and a force to be reckoned with in evaluating the state of our 
competitive economy.” 

Edward S. Rogers, the ablest of our lawyers in this field, considered them a 
necessary support of a free economy; observing “that ‘free enterprise’ rests on the 
practice of identity and personal responsibility on the part of the producer for the 
goods he sells,” which are documented by his marks and brands. He did not believe 
“we can have competition if we do not distinguish the competing goods and give 
the purchasers a chance to choose between them.” ““Trade-marks stake the reputa- 
tion of the seller on the character of his goods,” and underwrite his responsibility 
to the purchasing public. 

It’s time we turn to the hows and whys of trade-marks for the man who has 
goods to sell. 

With what techniques and consistent with what principles may trade-marks be 
utilized to the best advantage? 

What pitfalls are to be avoided to prevent the loss or dilution of their appeal 
to the shopper? 

Wherein does society at large share in the economic gain which flows from a 
wide and intelligent utilization of marks and brand names by manufacturers and 
sellers of goods? 

These marks we have already observed distinguished the origin or the owner- 
ship of what is being offered for sale. Herein lies the foundation of legal protection 
against unfair competition. A would-be commercial pirate is not permitted to place 
on his goods a brand that would likely confuse the public or lead to successful passing 
off. The remedy is granted to the owner, but the purchaser is thereby shielded 
from fraud. 

In some sense a brand serves as a guarantee of the quality of the goods to 
which it is attached; but it is not so much a legal warranty as it is a moral repre- 
sentation that the goods are of equal merit as those before purchased under the 
same name, and that their identity is vouched for by the owner of the mark. 
These symbols also act their part in advertising; indeed, they perform an invalu- 
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able advertising function. The famous mark “Coca-Cola” has played its most re- 
warding role in this character. 

Mr. Callmann speaks of them as “a species of advertising to fix the article and 
the producer in the minds of those who see the advertisement, so that they may 
use this knowledge and spread it to other potential customers.” 

The highly profitable service commercial marks are performing for American 
business is in the field of institutional and merchandising publicity intended to 
enlarge and intensify mass good will, with bigger sales as the ultimate target. When 
properly cast in advertising, the mark becomes a lodestone, an effective psychological 
pull that brings buyers to the owner’s place of business. The trade-mark has been 
called the “silent salesman,” but in fact it speaks with decisive voice everywhere in 
our commercial life. 

The dealer, the distributor and the factory look to advertising to bring cus- 
tomers. The nexus, the spark of the advertising matter is the trade-mark. It is 
the reflector of reflectors of the good will, of the popularity of the merchandise, 
and of the reputation of the company. As the institution and its product acquire 
a good name, the mark somehow gathers to itself this public approval and becomes 
a magnet to would-be buyers. 

Frank S. Moore, in his analysis of business good will, insisted that: 

“A trade-mark is but a species of advertising, its purpose being to fix the 
identity of the article and the name of the producer in the minds of the people 
who see the advertisement. . . . 

. . . The spread of an advertisement among people is like ever-spreading 


ripples from a pebble thrown into still water. The ripples go out and out in an 
| 
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ever increasing circle from a common center long after the pebble is lost to 
sight, and although the ripples become fainter and fainter, the original center 
can always be found until the water’s surface is again at rest. Throwing pebbles 
into water is child’s play, but knowledge of a trade-mark through advertising and 
as carried by the people is an important valuable business asset gained at much 
expense.” 

In the typical advertisement, the mark is the first object seen—last to be 
forgotten, a bull’s eye for the public attention. 

Every business which depends on public patronage is constituted of three parts, 
a sort of trinity, as it were, of essential elements: capable and responsible manage- 
ment, the product, and that body of efforts and activities which shapes the public 
| relations of the institution. What shall it profit an enterprise if it is directed by 
outstanding management and manufactures a superior product, if this information 
ea is not brought home to the people it wishes to do business with? The message to 
| Garcia would not have been important had it not been delivered. A company may 
deserve ever so much good opinion and yet little advantage come of it if someone 
does not tell its story in our homes and shops. 

Responsible management and quality product are cornerstones of sound public 
relations; but the third element must come into play before that valuable intangible 
asset known as good will can be crystallized, consolidated arid turned into divi- 
dends. This good will expresses itself in the fact that the business holds its 
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customers—plus the favorable report these customers circulate about it in the 
community. This expectation that former customers will also be future customers 
may for a particular company acquire a huge value. The good will of The Coca- 
Cola Company has for long been worth several times as much as all of the 
tangible assets it owns. 

We in Coca-Cola take some credit for what has happened, and we are sure 
that the company puts out the right product; but neither of these things alone, 
nor the two together, could have written this miraculous financial saga if there 
had not at the same time been a superlative job done in the field of public relations. 

Advertising has been relied on primarily to carry the message for Coca-Cola 
to its dealers, consumers and potential consumers. The trade-mark “Coca-Cola” 
has for 65 years dominated this advertising in whatever media it appeared and 
whatever form it took. It served as the prism to bring together and then to reflect 
abroad whatever there has been that is good and worthy in the history of Coca- 
Cola’s operations. Like the spectrum, it has served as the faithful revealer of 
public acceptance and public approval of the product and of the institution. Not 
only is it the focus of a huge good will, but somehow it has at one and the same 
time held firmly in its grip and simultaneously has disseminated over the globe 
the magnetic qualities of that good will. 

What the Coca-Cola business has done has been repeated in one degree or 
another by every other successful business that looks to the public for customers. 
Everyone recognizes the essential part played by advertising, but not everyone 
appreciates the work done by the trade-mark, especially in getting sales and hold- 
ing fast to customers. 

These devices possess certain attributes that make them exceptionally con- 
venient and available in the competition for buyer attention; strong but brief— 
the idioms of the advertising vernacular, often more effective than 20 lines of the 
best copy. In the advertisement they are rifle bullets, not birdshot; “they trigger 
an idea.” 

It has been remarked that advertising is what we say about ourselves, but 
that reputation is what other people say about us. The sensitive merchandiser 
shrinks from extravagant praise of his goods, but his mark suggests to the consumer 
the reputation of the goods and of the owner, and leaves the reader to do his own 
flattering thinking. The mark invites everyone to remember all the agreeable 
things he knows or has heard about the business it represents, and this is not only 
modest advertising but it is the most effective of all advertising—that is, if the 
business and the product back of the mark have deserved well at the hands of 
the customers. 

A trade-mark will bear endless repetition without becoming stale and without 
losing its selling power with the market-goers. 

Washington Irving once said that a woman’s tongue is the only edged tool 
that grows sharper with constant use, but he was not familiar with the hardy 
qualities of commercial marks. The more often they are seen and heard, the more 
likely they are to increase their productiveness. Some of the best point-of-purchase 
signs in our day carry nothing but the word mark, and in situations where the 
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public is well acquainted with a product and its brand name little copy is required. 
In business algebra, marks and brands equal good will; good will equals the 
inclination of customers to return for more of the same goods or services; and 
these repeaters equal a profitable going business; but this equation becomes a 
reality only when the virtues of the company and its product have been trans- 
mitted into customer acceptance through skillful appeals to the public. 

Wherever a mark appears in a paper, in a magazine or on a poster, it 
should be given a prominent place. It rates a high seat, and can use profitably all of 
the light, color and sparkle you can give it. 

The mark should link the goods it speaks for with the proprietor it speaks 
for. “Green’s Fuel” says to all that the merchandise it identifies comes from 
Green’s Fuel, Inc. This brand should always point straight to the product of 
your company;—yes, so straight that a wayfarer, though a fool, can’t be misled. 
Only in this way can you preserve the strength, the pointedness, the punch of 
your mark. 

But what shall we say of the consumer who, at last, is the arbiter of the utility 
and the acceptability of all merchandising practices? Does he share in this gain? 
Or is he merely exploited? 

The grade labelers, the consumers’ leaguers, and the innocent tools of the 
promoters of state socialism are striving to discredit trade-marks and brand names 
in the minds of the masses. Their argument implies that our shoppers are 
incapable of choosing intelligently between competing goods and that our marks 
and brand names are a hindrance to smart purchasing. They would place all of 
us in the hands of a government employee who would tell us where, when and 
what to buy, through grade labels which are to be substituted for human experience 
and individual preference as the one basis for the buyer’s choice. 

This prejudicial propaganda is compounded in part of the empty theorizing 
that too often emanates from our academic halls; in part of that crackpot 
mentality strangely found among us in ever-increasing quantity with expanding 
literacy; and in part of the calculated scheming of the promoters of the totalitarian 
state. 

The common sense of our people has rejected this effort to deliver us into the 
hands of these, our self-appointed guardians. 

In the community where I was born the landowner, the tenant, the clerk in 
the store recognized J & P Coats, Arm & Hammer, Old Hickory, Henry Disston, 
and 20 more, as readily as he did the name of his postoffice. The ladies sewed 
with Coats thread and cooked with Arm & Hammer soda. The men hauled their 
crops in an Old Hickory wagon and sawed with a Henry Disston saw. These 
brands enabled them to select the goods they had tried and found to be satisfactory. 

The housewife could not discover how good a spool of thread might be 
merely by looking at it, and she couldn’t test the soda by cooking biscuits at the 
store. The farmer might inspect the wagon before he bought it, but he was not 
mechanic enough to know if it was sound and workmanlike in all respects. He 
was not trained to judge how well a saw would cut or whether it would be a 
durable tool merely by looking at it or by fingering it. 
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But these rural folk well knew what they were doing when they bought these 
articles, for they had tried this thread and this soda, these wagons and these saws. 
In their direct way, they associated the brand with their actual experience with the 
merchandise, and inasmuch as this experience was good they returned to buy 
these things again and again. 

If by chance a would-be buyer had not himself made actual trial of these 
articles he knew people who had used them more than once; and these neighbors 
had given a reputation to these manufacturers which corresponded with the results 
they had obtained in the use of them. No one was forced to buy a pig in a poke. 
Individual and community experience and individual and community report were 
available to all. 

The advantages to these farmers were very real. They were able to buy what 
they knew they wanted, thanks to the effective utilization of brand names. They 
were assured of the quality they expected, and were not forced to depend on a 
legal warranty that was in fact worthless because of the expense necessary to 
enforce it. The moral assurance that any new Henry Disston saw would come from 
the same company and would be of the same merit as those that had been sold 
before in that community was a far more substantial and effective protection than 
the law afforded the purchaser. 

The value of these famous marks rested on the fact that the manufacturers 
which owned them produced goods worthy of the confidence of those who came 
back more than once to buy them, and on the further fact they knew how to 
make their brands an effective bridge between the consumer and the merchandise. 
No mark can possess a character superior to the goods it sells, and the reputation 
of both mark and goods must be supported by true worth. Such a mark acquires 
a just fame and becomes a real convenience to the buying public, a sign they can 
trust, a badge of a successful business. The dealer and the distributor share with 
the owner the impressive merchandising advantages of the mark, with the con- 
sumer favor that follows it, and the selling power of the good will it symbolizes. 


* ¥ * 


The trade-mark of the 20th century has matured into an 

indispensable servant of our fabulous production and dis- 

tribution of goods, a direct response to a practical need; a 
utility in great demand. 
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ADVERTISING PRACTICES IN USE OF TRADE-MARKS, 
INCLUDING POLICING THEREOF* 


By Melvin E. Mensor** 


My presence on this rostrum can best be described in four words—cruel and 
unusual punishment. All that I did to merit this was to respond to a request for 
suggested topics for discussion at this symposium. I now find myself in the position 
of the proverbial lamb being led to slaughter. Under the circumstances, I am going 
to take ten minutes or less of your time. Rather than a question and answer period 
following this discussion, I am hopeful that there will be some answers without 
question. The problems embraced in this topic are ones with which I frequently 
come to grips in the course of approving the advertising copy of California Packing 
Corporation featuring its “Del Monte” trade-mark. Thinking that perhaps others 
are similarly bothered, I was hopeful that I might sit back and learn whether my 
apprehensions were largely groundless or well founded; and, if the latter, what 
could be done about them. 

The aspect of the problem which I wish to explore is not the time-worn one of 
avoiding the fate of such erstwhile trade-marks as “aspirin,” “shredded wheat” 
and “cellophane,” wherein a trade-mark was applied to a product without accom- 
panying it with the generic name of the article. I am concerned with the warning 
signals which have been advocated by recognized authorities as a result of the 
catastrophes which befell those once famous trade-marks. 

To pose the problem in the proper perspective take, for example, “Del Monte” 
on canned fruits and vegtables or “Sunbeam” on electric appliances. Can the owners 
of these trade-marks completely ignore the warning signals which I will shortly 
develop; and, if not, to what extent should they be observed? Obviously, there is 
no danger of consumers going into the corner grocery seeking a can of peaches and 
asking for a can of del monte nor would they go into an appliance store seeking 
a pop-up toaster and ask for a sunbeam. 

These warning signals have been sounded in such articles as: 

“The Proper Typographical Treatment for Trade-Marks,” released by the 

Editors’ and Publishers’ Information Committee of The United States Trade-Mark 

Association as part of its educational program on the proper typographical treatment 


of trade-marks.1 
“A Manufacturer’s Trade-Mark Policy” by Henry B. King.2 
“What Export Advertisers and Their Agencies Should Know About Trade- 


Marks” by Frederick Moeller. 
“How to Handle Trade-Marks in Advertising” by Casper W. Ooms.4 
“The Importance of Trade-Marks to Publishers” by Edgar S. Bayol.5 
“Some Suggestions to Publishers About Trade-Marks” by Edward S. Rogers. 


*Address before Patent, Trade-Mark and Copyright Law Section of American Bar 
Association, Symposium on Trade-Marks, at San Francisco, Cal., on September 14, 1952. 
**Member of California Bar. 
39 T. M. R. 3. 
39 T. M. R. 11. 
39 T. M. R. 14. 
39 T. M. R. 516. 
41 T. M. R. 397. 
36 T. M. R. No. 7. 
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ADVERTISING PRACTICES 







Paraphrasing the words of these writers, we find the following admonitions: 


1. Use trade-marks as trade-marks. Capitalize them like proper names, for 
they are proper names. 


2. If trade-marks are used in general literature as if they were not trade- 
marks, they may cease to be trade-marks. 

3. The Lanham Act has the effect of requiring trade-mark owners to protest 
misuse of their marks, lest they lose distinctiveness and become abandoned. 

4. Trade-marks should always be employed with the descriptive name applicable 
to the goods. 

5. Since under the Lanham Act acts of omission can result in the mark becom- 
ing abandoned, trade-mark owners should act when others use the mark improperly. 

6. Is your advertising tending to make your trade-mark descriptive of the 
product rather than the brand? 

7. If a trade-mark becomes so well known through advertising as to mean a 
particular type of article as well as brand, there is danger of the mark becoming 
generic. 


8. Your trade-mark should be capitalized or placed in quotes and you should 
not use it as a verb or adjective. 


These and other like admonitions sound dire in their consequences. It is over- 
simplifying the problem to say that owners of marks applied to a single product must 
beware them all, whereas owners of marks used on a wide line of products may 
ignore them all. Wherein does the answer lie to the problem of that great segment 
of American industry which falls into the latter category? Is it sufficient to be 
reasonably alert? And, if so, what constitutes being reasonably alert? 
Some of the instances in which this problem arises are: advertising copy, cor- 
respondence, publicity releases, promotional pieces, price lists and cooperative 
advertising with dealers. How diligently must the use of trade marks in these forms 
be policed? 
How about use of your trade-marks in the advertising and promotional pieces 
of your wholesale and retail distributors? Must you impose any or all of these broad 
rules upon them? 
Believe me, these problems are not academic. It does not suffice to sit back and 
say these rules must be observed. If it is critical, then that is all there is to it; but, 
if not, then the trade-mark owner should not be subjected to these limitations. 
Advertising departments and advertising agencies will be the first ones to tell you 
that following these rules makes ad writing difficult and the copy awkward and 
stilted. As an illustration, frequently in one or more places in an advertisement or 
promotional piece it is desirable and economical to print the trade-mark and the 
name of the product in block letters of the same size, style and colors. This would 
seem to violate rules 1 and 8 previously mentioned. We tolerate this in our adver- 
tising in part because we think it is common sense. I submit that if in a one page 
ad, or a double spread for that matter, in a national magazine, the trade-mark 
owner indicates at least once that the word is a trade-mark, that should suffice. 
Whether he does this by showing the word “brand” immediately following or im- 


There have also been numerous articles by laymen in advertising journals 
sounding similar warnings. 
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mediately below the trade-mark, or whether he does so by an ®, or by distinctive 
manner of writing, or otherwise, why does he need to do more? In other words, if 
any fool can see that “Blurp’s beer” is a particular brand of beer, why does he have 
to be reminded every time he reads the word “Blurp’s” in the same ad that it is 
still a trade-mark? 

In a recent address before the 74th annual meeting of The United States 
Trade-Mark Association, entitled ‘“Trade Marks and the Advertising Profession,”’7 
Robert F. Carney, Chairman of the Board of Foote, Cone & Belding (Mr. Carney is 
also an attorney), comments on this situation. Mr. Carney makes the observation 
that in some printed advertisements the trade-mark is so well protected by asterisks, 
etc. as to interrupt the message which is sought to be accomplished. He states as his 
belief that whereas he knows of no hard and fast rules, the problem is susceptible to 
good judgment and taste. 

With respect to company correspondence, price lists, sales contracts and com- 
pany magazines, the observing and policing of these rules is no way to win friends 
and influence people. Those whose job it is to sell our goods or sell our company to 
our employees, stockholders and the trade do not relish having their efforts subjected 
to “dotting i’s” and “crossing t’s.” When you tell them that they must not abbreviate 
the trade-mark, must not initial cap the name of the product following an initial 
capped trade-mark, must not use letters of the same size, style and color, etc., etc., 
they sometimes look at you as though you have been working too hard and too long 
and are suffering a mental disturbance. Then, if you try to explain to them the 
reasons for the rules, they are sure that you are off your rocker. It perhaps is just 
as well that only on rare occasions is there called to my attention the newspaper and 
other advertising of our trade marked products by wholesalers and retailers. Such 
instances usually involve a rather serious misuse of our trade-mark and an intelligent 
request to avoid future misuses can be made. I shudder to think what the reaction 
would be were I to have to write to Safeway Stores, for example, and request that 
hereafter they please distinguish “DEL MONTE” in their newspaper advertising by 
in each instance of its use showing the same in capital letters, quotation marks or 
distinctive type. Yet we are told that under the Lanham Act acts of omission can 
result in the mark becoming abandoned and so trade-mark owners should act when 
others use the mark improperly. I submit that you need act only in the event of 
gross misuse of your mark by others and that this does not amount to such misuse. 

Since commencing work on this paper, there have come to hand three bulletins 
from The United States Trade-Mark Association bearing dates of July 16, 18 and 28 
reproducing articles from “Editor and Publisher,” “Du Pont Magazine” and 
“Esquire,” respectively. These articles are all in the same vein as those previously 
mentioned. Our organization is a member of The United States Trade-Mark 
Association, and I have every respect for the outstanding service which that Associa- 
tion renders to the benefit of the United States trade-mark system. Be that as it 
may, these articles do nothing for me except to emphasize the confusion which 
besets me. There is one qualification to my last statement. The Du Pont article, 
entitled “When is a Trade-Mark not a Trade-Mark?”, suggests one possible answer 


7. 42 T. M. R. 484, 488. 
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to the dilemma in which I find myself. Perhaps it is the chemical companies and 
the drug manufacturers who are largely responsible for the warnings which have 
been sounded without restriction. Such companies are plagued with technical 
product names, such as “tetrafluorethylene resin,” to use Du Pont’s example. With 
a name like that, no one would buy it. So what does Du Pont do but create a trade- 
mark for it which the public can pronounce and remember. In effect the trade-mark 
becomes the common name for the article. To prevent its becoming—as a matter 
of law—the generic name, Du Pont must meticulously observe the warnings herein 


> Oak 


discussed. Otherwise, it risks the same fate as befell “aspirin,” ‘‘cellophane” and 
others. But, I submit in closing, “It Can’t Happen Here” to “Sunbeam,” “Del 
Monte” or any other trade-mark used on a wide line of goods. I would like to think 
that I am right and that simple, intelligent use, obviously as a trade-mark is all that 
is required, and let the advertising departments and agencies go back to advertising 
the goods without fearing these vague and undefined horrors that we are told lie 
in wait for us. 


What do you think? 
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THE FIFTH YEAR OF ADMINISTRATION OF THE 
LANHAM TRADE-MARK ACT OF 1946* 


By Walter J. Derenberg** 


PART I. THE LANHAM ACT “COMES OF AGE.” 


On July 6, 1952, the Lanham Act had been in effect five years. While the 
dearth of judicial interpretation which the Act has received thus far may give rise to 
the belief that enforcement of the Act is still in its infancy and that no new era of 
trade-mark protection has yet commenced under it, the forthcoming sixth year may 
well constitute a crucial period with regard to the administration and practical effect 
of the new Act. As pointed out in the observations of John Merchant, Head of 
Trade-Mark Operations of The United States Patent Office, at the annual meeting 
of The United States Trade-Mark Association,' the end of the first five years will 
bring into play some of the most important provisions of the New Act, which, until 
now, have been only the subject of administrative planning on the part of the 
Patent Office and speculation on the part of the Trade-Mark Bar. Thus, the end 
of the first five-year period will confront trade-mark owners with the necessity of 
taking affirmative action to preserve the continued validity of their registrations by 
filing an Affidavit of Use, under Section 8 of the Act, and, at the same time, will 
offer them the opportunity of filing with the Patent Office the so-called “Incontes- 
ability Affidavit,” under Section 15. It may not be amiss, therefore, to devote the 
first part of this report briefly to a review of the advisability or necessity of taking 
one of three major steps during the forthcoming year: (1) the filing of the Affidavit 
of Use under Section 8; (2) the filing of the Incontestability Affidavit; and (3) the 
advisability, now, to republish existing registrations under the 1905 Act in the light 
of actual experiences during the first five years since the enactment of the Act of 
1946. I shall briefly review each of these steps separately. 


1. The Affidavit of Use Under Section 8 of the Act. 


Every certificate of registration issued under the new Act contains a notice, at 
the bottom of the second page, advising the registrant that the registration will be 
cancelled at the end of six years unless within the sixth year an affidavit is filed 
showing that the mark is still in use or showing that its nonuse is due to special 
circumstances excusing such nonuse and not due to any intention to abandon the 
mark. As has often been pointed out in the past, this “use” affidavit is entirely 
different from any other affidavit provided for in the Act in that it is subject to 
examination on the merits by the Office and may be rejected if, for instance, an 
appropriate showing of special circumstances is not presented. (Section 8(c).) Such 
rejection is subject to appeal to the Commissioner and even to administrative or 
judicial review under Section 21 of the Act. While, at the time of this report, no 


* Reprinted by special permission from September 13, 1952, issue of Patent, Trade-Mark 
and Copyright Weekly Reports, published by The Bureau of National Affairs, Inc., Washington 
’ 
** Member of New York Bar. 
1. Merchant, “Five Years,” 42 T. M. R. 499 (1952). 
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specific administrative rulings have been handed down regarding the Section 8 
affidavit, the following observations may be offered: 


(a). Contrary to the Republication affidavit of Section 12(c), the Section 8 
affidavit does not require any reference to the specific goods on which the mark is 
still in use. It may, therefore, be properly filed if the mark is in use on any of the 
products which are covered by the original registration. This applies to a Section 8 
affidavit filed with regard to a republished Act of 1905 registration, as well as to 
registrations originally secured under the new Act. It also applies to registrations on 
the Supplemental Register, since Section 8 is not one of the provisions specifically 
excluded by Section 26 of the Act. 


(b). The filing of the Section 8 affidavit is mandatory but the affidavit cannot 
be filed prior to the actual expiration of the fifth year. This is the only point which 
has already been passed upon by the Office. In order to discourage the filing of 
premature Section 8 affidavits, a notice was published in the Official Gazette of 
February 12, 1952,? advising the Bar that a Section 8 affidavit filed before the com- 
mencement of the sixth year could not be accepted by the Office. The notice states: 


“Since the registrant must show, during the sixth year, that the trade-mark is still 
in use, the affidavit must not be executed before the sixth year begins.” 


(c). The question is occasionally asked whether the Patent Office may be 
expected to question the allegations of the Section 8 affidavit in connection with the 
use of the trade-marks. Since these statements are to be made under oath, it would 
seem that the Office will probably limit its review under Section 8 to cases in which 
an affidavit of nonuse due to special circumstances is submitted. The question 
whether a sufficient “showing” of special circumstances has been made will be care- 
fully examined by the Office, but a showing that the mark still is in use is probably 
no more subject to administrative scrutiny than the allegation of use filed with the 
original application, provided, of course, the affidavit as submitted satisfies all other 
technical and formal requirements of the Rules and Regulations. 


(d). Ever since the new Act was passed, there has been speculation as to what 
may be the proper interpretation of the words “still in use.” This is the only place in 
the entire Act where no reference is made to “use in commerce” and the question has 
been raised, therefore, whether a purely local use or a use only in a foreign country 
will be sufficient to satisfy the purpose of Section 8(a) and (b). While the legislative 
history of the Act provides no guidance on this point, I am inclined to believe that 
the words “in commerce” were left out inadvertently and should be read into the 
Act. This would not be the first time that these words are read into a statute by 
administrative or judicial interpretation. It will be recalled, for instance, that 
Section 2(e) of the Robinson-Patman Act,* contrary to Section 2(a) and (d) of the 
same Act, is not expressly restricted to persons engaged in commerce and to price 
discriminations in the course of such commerce. In Elizabeth Arden, Inc. v. Federal 
Trade Commission,‘ the court held that, in order to save the constitutionality of the 


2. 655 O. G. 298, 92 U. S. P. Q. No. 8, p. IIl. 
3. 49 Stat. 1526, 15 U. S.C. A. 13 (1936). 
4. 69 U.S. P. Q. 476, 156 F. 2d 132 (C. C. A. 2d 1946). 
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section and carry out the Congressional intent as evidenced by the remainder of the 
Robinson-Patman Act, the words “engaged in commerce” should be read into Sec- 
tion 2(e). There would appear to be no valid reason why, for instance, Section 9 of 
the Act of 1946 should make it a prerequisite for renewal that the registration sought 
to be renewed must refer to a mark “still in use in commerce,” while the affidavit 
under Section 8 need include no such requirement of use “in commerce.” Moreover, 
while a purely local use may be sufficient to form a basis for the acquisition of com- 
mon law rights in a trade-mark, it does not furnish a proper foundation for regis- 
tration under the Federal Trade-Mark Act without use in commerce as defined in 
Section 45 of the Act of 1946. 

I submit, therefore, that a registrant, who, during the sixth year, is unable to 
make a showing of use other than a purely local or foreign use, will have to set forth 
special circumstances explaining the nonuse “in commerce” in order to avoid can- 
cellation of the registration at the end of the sixth year by the Commissioner of 
Patents. It may well be, on the other hand, that the Commissioner will take the 
opposite view and give a purely literal interpretation to Section 8. An administrative 
determination of this important question may be expected some time during the 
forthcoming year. 

(e). It is not subject to doubt that the filing of the Section 8 affidavit is not 
limited to United States registrants. It is sometimes suggested that foreign registrants, 
who may have secured a U.S. registration even in the absence of use in this country 
or in commerce with this country, may be similarly privileged with regard to the 
affidavit of continued use under Section 8. Such a view would be a misconception 
of the scope of Section 44(e) of the Act, which, in accordance with Article 6 of 
the Paris Convention,® permits an applicant, whose mark has been originally regis- 
tered in one of the Convention countries, to rely on the foreign registration for the 
purpose of securing a US. registration; however, there is nothing in the Convention 
or Article 44 which would exempt foreign registrants from the duties which Section 8 
or Section 9 (the “renewal” section) impose upon all registrants with regard to the 
preservation of their registrations. On the contrary, the provision in Section 45, to 
the effect that nonuse for two consecutive years shall be prima facie abandonment, 
applies to the mark of a foreign registrant as well as to that of a United States 
registrant, and a foreign-owned United States registration will be subject to cancella- 
tion by the Commissioner after the expiration of the sixth year unless the foreign 
registrant will either file the “Use” affidavit or make a showing of special circum- 
stances excusing the nonuse. This would be in entire conformity with Article 5 C. (1) 
of the International Convention, which provides as follows: 

If in a country the use of a registered mark is compulsory, the registration cannot 

be cancelled until after a reasonable period and then only if those interested cannot 

justify the causes of their inaction.’’6 


The two-year period provided in Section 45 would certainly seem to be “a rea- 
sonable period” under Article 5 C. (1). 
5. Convention of the Union of Paris of March 20, 1883, for the Protection of Industrial 


Property, 613 O. G. 23 (August 3, 1948). 
6. Ibid. at p. 302. 
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(f). The purpose of the Section 8 affidavit is, of course, to rid the Patent 
Office Register of “dead wood”, and it will be interesting to observe throughout 
the next few years how many casualties, viz., automatic cancellations by the Com- 
missioner of Patents, may accrue. According to Mr. Merchant, estimates of the 
number of registrations which will be cancelled range from twenty to forty percent 
of all registrations issued under the new Act, including republished registrations.” 


2. The “Incontestability Affidavit”. 


With regard to the affidavit under Section 15 (3), we do not, of course, have 
the same battle cry for action during the sixth year which is sounded by Section 8. 
On the contrary, it is entirely optional with registrants under the new Act, including 
the owners of republished marks, to take advantage of the privilege of filing this 
affidavit with the Patent Office, provided there has been no adverse decision con- 
cerning the registration during the initial five-year period, and provided further 
that there is no proceeding involving the mark pending in the Patent Office at the 
time of filing of the affidavit under Section 15 (1) and (2). This affidavit, too, has 
certain peculiarities which it may not be amiss briefly to summarize here: 


(a). Contrary to the Section 8 affidavit, this affidavit is not subject to review 
or appeal. It will be accepted and filed by the Patent Office merely as a ministerial 
function. 


(b). Contrary to the Section 8 affidavit, this affidavit may be filed at any time 
after the expiration of five years, but must set forth “those goods or services stated 
in the registration on or in connection with which such mark has been in continuous 
use for such five consecutive years and is still in use in commerce.” It should 
be noted that not only must the specific goods or services be recited, but there 
must be an allegation of “continuous use” during five years, together with an 
allegation of use “in commerce” at the time of the filing of the affidavit. Conse- 
quently, if the mark is only in use on a few of the goods or services with regard 
to which it originally issued, it may be better to postpone the filing of this affidavit 
until such time when its coverage would be sufficient to include the majority of the 
goods or services which were enumerated in the registration certificate. 


(c). It is perhaps not always realized that the filing of the incontestability 
affidavit in the Patent Office does not give the registrant any additional legal pro- 
tection with regard to future ex parte or inter partes proceedings in the Office, 
with the single exception that a registration which has acquired the status of 
incontestability may not be made the subject of an interference between it and 
a subsequent application. (Section 16.) In all other respects, a registration under 


7. - See note 1, supra. There is apparently a widespread belief that 1905 Act marks, 
which have been renewed under Section 9 of the Act of 1946, thereby become subject to the 
requirement of filing the “use affidavit” under Section 8. In order to dispel this miscon- 
ception, the Commissioner in his Notice of February 12, 1952 (see note 2, supra), specifically 
pointed out that Section 8 affidavits are not required in the case of trade-marks registered 
under the Acts of 1881 and 1905, even though those registrations may have been renewed 
under the provisions of Section 9 of the new Act. It is clear that renewal under the require- 
ments of the new Act is not tantamount to republication under Section 12(c) and that, 
consequently, even the renewed mark will remain governed by the provisions of the Acts of 
1905 or 1881, unless, in addition to the renewal, a republication affidavit under Section 
12(c) is filed. 
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the new Act or a republished registration partakes of the benefits and exceptions 
of the cancellation provisions in Section 14, whether the incontestability affidavit 
has been filed or not. In other words, such registrations will no longer be subject 
to cancellation “at any time” unless one of the exceptions of Section 14 applies 
(such as, for instance, fraud, abandonment, etc.). It is clear, therefore, that in order 
to be protected against cancellation in the Patent Office, a registrant under the 
Act of 1946 need take no particular action under Section 15 at all; any attempt 
on the part of a third party, after the expiration of the first five years, to challenge 
his registration on technical grounds (such as descriptiveness, geographical sig- 
nificance, etc. or on the ground of lack of priority) will fail even if the incon- 
testability affidavit is not submitted. 

This, however, does not mean that there would be no purpose in securing 
the benefit of incontestability under Section 15. On the contrary, these benefits may 
become highly important outside the Patent Office if the registration should become 
involved in litigation. According to Section 33(b), the certificate of a registered 
mark, which has become incontestable under Section 15, will be conclusive evidence 
of the registrants’ exclusive right to use of the mark (with certain exceptions stated 
in Section 33). This may prove of very definite advantage to the owners of well- 
known trade-marks, who, in the past, were often confronted with defensees attack- 
ing the technical validity of their marks or their original title thereto. Such attacks 
will be precluded in the future in any infringement proceeding involving a registered 
trade-mark for which the incontestability affidavit has been filed after five years. 

While the full significance of this benefit may not be finally determined until 
our federal courts have judicially ruled upon the status of an “incontestable” regis- 
tration in an infringement suit, it can be safely predicted that, notwithstanding the 
various defenses enumerated in Section 33, a plaintiff relying on such a registration 
will be in an immeasurably stronger position than the owner of a mark which has 
remained “contestable.” Moreover, since there are no apparent disadvantages 
connected with the filing of the Section 15 affidavit, it can be expected that the 
great majority of registrants under the new Act will take advantage of securing 
the status of incontestability at some time after the expiration of the first five- 
year period following registration or republication. 


3. Section 12(c) of the Act: The Question of Republication. 

My previous comments suggest a review during the sixth year of the most 
crucial problem with which trade-mark owners have had to wrestle ever since 
the effective date of the new Act, July 5, 1947: Should existing registrations under 
the 1905 Act be “republished” under Section 12(c), or are the benefits to be gained 
thereby not of sufficient importance to outweigh certain disadvantages which may 
result from republication? There is no need here to review in detail the various 
pros and cons with regard to republication.* It appears as true today as it was in 
earlier years that the number of republished 1905 Act trade-marks has remained 
surprisingly small thus far. As reported by Mr. Merchant,® the estimate of all repub- 








8. These were considered in my previous reports, 38 T. M. R. 831 (1948); 40 
T. M. R. 914, p. 935 (1950); 41 T. M. R. 893 (1951), and specifically in “The Lanham 
Act of 1946 in Operation,” 38 T. M. R. 628 (1948). 

9. See note 1, supra. 
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lished 1905 Act trade-marks, as of the end of this year, will be in the neighborhood 
of 38,000, which will be but a fraction of the then-existing 1905 Act registrations. 
As pointed out previously, 1° the principal reasons why there has been considerable 
reluctance to republish existing registrations were these: 


1. Republication may be had only with regard to the specific goods on which 
the mark is in use at the time of the filing of the affidavit under Section 12(c). 
This distinct disadvantage of republication will, it is believed, be cured by the enact- 
ment of the Wiley Bill’! recently introduced in Congress, which seeks to eliminate 
this requirement. This is one of the amendments which has been frequently dis- 
cussed before the Patent, Trade-Mark and Copyright Section of the American Bar 
Association and was approved at its St. Louis meeting.!* 


2. In the absence of republication, the “use affidavit” under Section 8 need 
not be filed. In some instances, this may be an advantage to a registrant under the 
old Act, although as previously pointed out, two years consecutive nonuse creates 
a presumption of abandonment regardless of the filing of the affidavit under 
Section 8. It would seem, therefore, that the temporary boon of not having to file 
the Section 8 affidavit would, in most instances, prove to be only a pseudo-benefit and 
possibly lull a registrant under the 1905 Act, particularly if he should be a foreign 
registrant, into a false sense of security. 


3. Probably most frequently heard during the initial period of the new Act 
as an argument against republication was the fear that the jurisdiction of the 
Federal Trade Commission to apply for cancellation of registered trade-marks is 
limited to marks registered or republished under the new Act. However, in 1950, 
the Commissioner of Patents ruled that the jurisdiction of the Commission extended 
only to trade-marks originally registered under the Act of 1946 and not to registra- 
tions under the 1905 Act after republication.1* The Commission took no appeal 
from the Commissioner’s ruling, so that as of the present time, the owner of a mark 
registered under the Acts of 1881 or 1905 need not fear any intervention on the 
part of the Federal Trade Commission upon republication of his mark. Should 


10. See note 8, supra. 

11. S. 1957, 82d Cong., ist Sess., introduced August 6, 1951. 

12. In the meantime, the Commissioner, in one important ruling, has come to the 
aid of those who wish to republish 1905 Act trade-marks but are unable to refer in the 
application to the exact way in which the list of goods was defined in the original registration. 
In Ex parte F. B. Chamberlain Company, 90 U. S. P. Q. 143, 41 T. M. R. 889 (C. P. 1951), 
it was held for the first time that an applicant is entitled to republication even though the 
ingredients of the goods (in that case, a pancake flour) may have been to some extent 
modified. The Commissioner said: “It is believed correct to say that modifications and 
changes in certain ingredients and in the proportions of pancake mixes may be and most 
likely are made at will by manufacturers from time to time without changing the essential 
nature of the product. Whether the ‘self-raising pancake flour’ contains ‘ground rice’ or 
‘soy flour’ and ‘dextrose’ without regard to their relative proportions is a matter of little 
or no importance in a product of this kind. The principal consideration here is that the 
product is essentially a pancake flour, as I see the situation. It is therefore my conclusion 
that the petitioner is entitled to republication under the provisions of section 12(c) of the 
Act of 1946 since the affidavit sets forth the goods stated in the registration, a self-rising 
pancake flour, on which the mark is in use in commerce.” (at p. 144.) 

13. Federal Trade Commission v. Elder Mfg. Co., 84 U. S. P. Q. 429, 40 T. M. R. 252 
(C. P. 1950). Cf. also, “The Third Year of Administration of the Lanham Trade-Mark Act 
of 1946,” 86 U. S. P. Q. No. 10, Part II, 40 T. M. R. 914, p. 935 et seg. (1950). 
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the now-pending Wiley Bill become the law, the jurisdiction of the Federal Trade 
Commission would be eliminated from the Act altogether. 

4. Almost as unfounded, in my opinion, are the widespread fears that repub- 
lication of old trade-marks will subject them to the so-called “antitrust defense” 
of Section 33(b) (7). I suggest that it has become clear in recent years, both in the 
domestic and international fields, that the Government in antitrust proceedings will 
combat misuse of trade-marks, as it has misuse of patents, regardless of whether 
the trade-mark may be registered under one or the other Act or may be registered 
at all.!* It is highly encouraging to note that, in respect to patents, the Codification . 
Act,!® recently signed by the President contains important restrictions of the patent 
misuse doctrine in Section 271 and seeks to revitalize the traditional doctrine of con- 
tributory patent infringement. If the principle embodied in Section 271(d). of the 
Patent Codification Act would be equally applied to trade-marks, there would be 
little, if any, room for fear that republication of old trade-marks may have disad- 
vantages from an antitrust point-of-view. Here, again, it may be mentioned that the 
Wiley Bill, if enacted, would specifically eliminate Section 33(b) (7) from the Act. I 
may add that even if Section 33(b) (7) were eliminated from the Act, this would not, 
in my opinion, preclude infringers from pleading trade-mark abuses on the part of the 
plaintiff, regardless of whether the mark involved is registered under the Act of 1905 
or under the Act of 1946. Thus, in a recent case involving the infringement of the 
well-known “Forstmann” trade-mark,!® the defendant by way of counterclaim 
sought an adjudication to the effect that the plaintiff’s trade-mark had been abused 
in violation of the antitrust laws and that, for that reason alone, plaintiff was not 
entitled to equitable relief.17 

5. The conclusion appears justified, therefore, that as a result of five years 
experience, a great deal of the apprehension originally voiced about republication 
may prove unjustified, and that the forebodings about the Federal Trade Com- 
mission’s jurisdiction and the antitrust provision in Section 33 can be more readily 
dispelled at this time than at the beginning of the initial period of the Act’s adminis- 
tration. 

14. Timken Roller Bearing Co. v. United States, 341 U. S. 593, 71 S. Ct. 971, 89 U. S. 
P. Q. 462, 41 T. M. R. 672 (1951). 

15. Patent Codification Act, passed by the House May 19, 1952; passed by the Senate 
July 4, 1952. The text of the Act is published in 94 U. S. P. Q. No. 2, Part II, July 12, 1952. 


16. Forstmann Woolen Co. v. Alexander's Department Stores, Inc., 89 U. S. P. Q. 183 
(S. D. N. Y. 1951). 

17. In its counterclaim, the defendant alleged, inter alia, “That by reason of the premises 
plaintiff had been guilty of a misuse of such rights as it may have had under the Copyright 
Act and under the Trade-Mark Act, and by reason of such misuse Plaintiff is not entitled 
to any protection under the said acts and the Defendant is entitled to damages by reason of 
such misuse.” Defendant’s prayer for relief asked for treble damages and injunctive relief 
against plaintiff’s alleged illegal act. The case has not yet been tried. (See also Forstmann 
Woolen Company v. J. W. Mays, Inc., 85 U. S. P. Q. 200, 41 T. M. R. 433 (E. D. N. Y. 
1950).) It is not stated in the report of the case whether the trade-mark or marks involved 
had been republished under the new Act, but even if they had been republished, they cannot, 
of course, have acquired the status of incontestability thus far and there seems to be just as 
little likelihood in this case for a ruling that the antitrust defense is limited to incontestable 
trade-marks as there was in the adjudicated case of Forstmann Woolen Company v. Murray 
Sices Corporation, 10 F. R. D. 367, 86 U. S. P. Q. 209, 41 T. M. R. 830 (S. D. N. Y. 1950), 
in which Judge Medina has already ruled to the contrary. (Cf. “The Fourth Year of Admin- 
istration of the Lanham Trade-Mark Act of 1946,” (hereinafter referred to as “The Fourth 
Year”), 90 U. S. P. Q. No. 8, Part II, p. 19, 41 T. M. R. 893, at p. 917.) 
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6. However, a very recent decision by the Examiner-in-Chief, if affirmed, may 
well give those who presently contemplate republication of their 1905 Act registra- 
tions some cause for new and additional concern along a different line.1® As dis- 
cussed in last year’s report,!® the Court of Customs and Patent Appeals held in 
the well-known Graphol case,”° that registration both under the old Act and under 
the new Act now constitutes “constructive notice” in the sense that the mere existence 
of such registration over a number of years will be sufficient to defeat a cancellation 
proceeding against a registered mark on the ground of what may be called “con- 
structive laches.” The Court of Customs and Patent Appeals had said in the 
Graphol case: 

“It is our opinion that appellants’ registration constitutes constructive notice to 
appellee, and that appellee, having stood idly by some ten years during which time 
appellants innocently conducted and built up their business until it was larger than 


that of appellee, is now precluded by laches from obtaining cancellation of appellants’ 
trade-marks.” 21 


In the Graphol case, cancellation was sought of the registered trade-marks “Grafo” 
and “Grafolube” by the registrant of “Graphol,” although the marks sought to be 
cancelled had been registered without the actual knowledge of the petitioner for 
over ten years. Since the time of that decision, the Commissioner has held in numer- 
ous similar cases that petitions for cancellation of registrations which had been in 
existence for a considerable number of years should be denied on the ground of laches 
whether or not the petitioner had actual notice thereof.2? However, in his recent 
decision in the Lowell Needle Company case, the Examiner-in-Chief held the doc- 
trine of the Willson case inapplicable in a cancellation proceeding involving a 1905 
Act registration, which has been republished under the new Act. The Examiner had 
dismissed the petition for cancellation on the precedent of the Willson case, holding 
that the 1905 Act registration constituted “constructive notice” from the date of 
registration, viz., August 11, 1942. The Examiner had so ruled, although the ques- 
tion of laches had not even been raised in the answer. In reversing that decision, the 
Examiner-in-Chief said: 

“The registration involved was republished under the provisions of Section 12(c) of 

the Trade-Mark Act of 1946, prior to the filing of the petition for cancellation. 

With respect to such a registration the statute provides that any party having the 


appropriate interest may apply to cancel the registration within 5 years from the 
date of the republication. Laches is ordinarily not deemed applicable when the 





18. Lowell Needle Co., Inc. v H. & A. Selmer, Inc., 92 U.S. P. Q. 387, 42 T. M. R. 
435 (1952). The same ruling was made in Vestal Laboratories, Inc. v. Hillyard Chemical 
Co., 92 U. S. P. Q. 289 (PO ChEx. 1952). 

19. “The Fourth Year,” see note 17, supra, at p. 902 et seq. 

20. Willson v. Graphol Products Co., Inc., 39 U. S. P. Q. 382, 188 F. 2d 498, 41 
T. M. R. 591 (C. C. P. A. 1951). 

21. The decision is criticized by Callmann in “Constructive Notice and Laches: A Study 
on the Nature of Legal Concepts,” 42 T. M. R. 395 (May 1952). In its most recent case, 
The Lightnin Chemical Company v. Royal Home Products, Inc., 94 U. S. P. Q. 178, 41 
T. M. R. 481 (C. C. P. A. 1952), the Court (Judge O'Connell dissenting) reaffirmed its 
ruling in the Willson case and again held that the existence of the registration for 18 years 
was sufficient to sustain a defense of laches in a cancellation proceeding involving such regis- 
tration, regardless of the petitioner’s actual knowledge thereof. 

22. Cf., for instance, note 83, infra. 
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statute gives a definite period within which to take ‘action and action is taken within 
the period specified by the statute.”23 


If this ruling were affirmed, the result would be that under the Willson case—unless 
that decision, too, were overruled—the registrant of an unrepublished Act of 1905 
trade-mark may, after the passing of several years from the date of the registration, 
face any cancellation proceeding brought against him with the confident expectation 
that the petition will be dismissed on the ground that it should have been instituted 
within a reasonable time after the issuance of the registration, regardless of whether 
the petitioner knew about the registration or not; the registrant of a republished 
mark, on the other hand, would have to give up this advantage for at least a five- 
year period under the rule of the Needle Company case. Personally, I find it diffi- 
cult to believe that a statute, which was intended to encourage trade-mark owners 
to seek its advantages, should be so interpreted as to result in such a decisive dis- 
advantage for all those who are otherwise inclined to seek its benefits. Under the 
Needle Company case, the period of repose created by the Willson decision for those 
who have owned registrations under the Act of 1905 for many years may now be 
rudely interrupted by the mere act of republication. I would be more inclined to 
suggest that, under Section 19, the defense of laches may also be raised—provided 
always that the Willson doctrine remains the law—during the five-year period after 
republication, although it must be conceded that the literal text of Section 14 does 
not bear out a distinction between newly registered and republished marks in this 
respect. The related question raised in last year’s report?4 as to whether the laches 
defense may conceivably be applied even before the end of the first five-year period 
after registration under the new Act, has not yet been answered and may not even 
have been raised thus far. There is some doubt that the Willson rule may ever be 
held applicable during the first five-year period after registration since those five 
years may be considered a reasonable time within which to file a petition for can- 
cellation, but in no event should it be so applied as in effect to discriminate against 
registrants under the Act of 1905 as a consequence of republication of their marks 
under Section 12(c) of the Act. 

As matters stand at this moment, I consider the ruling in the Lowell Needle 
Company case as the only really important consideration against seeking the benefits 
of the Act of 1946 for registrations under the Acts of 1881 and 1905.75 


23. 92 U.S. P. Q. 387, at p. 388, 42 T. M. R. 435, at p. 437. 

24. “The Fourth Year,” see note 17, supra, at p. 903. 

25. It may be of considerable significance, however, to stress at this point that in its 
most recent decision (The Lightnin Chemical Company v. Royal Home Products, Inc., see 
note 21, supra), the Court of Customs and Patent Appeals applied the rule of the Willson case 
even in a case involving a republished 1905 Act mark. According to the fact findings in the 
Lightnin case, the mark sought to be cancelled had been republished on July 6, 1948 and it 
came to the attention of the petitioner only at that time, after having been registered for 18 
years. There is no indication in the Court’s decision that the Willson rule might not apply 
in a case involving a republished mark. Apparently, the theory developed by the Examiner-in- 
Chief in the Lowell Needle Company case was not considered by the Court at all. It was, in 
all probability, not even raised by the petitioner. It remains to be seen whether, if at some 
future time the issue should be squarely presented to the Court, the latter will follow the deci- 
sion of the Examiner-in-Chief in the Needle Company case and limit the applicability of the 
Willson doctrine to registrations under the Acts of 1881 and 1905 which have not been repub- 
lished under Section 12(c). 
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PART II. PROBLEMS OF REGISTRABILITY. 


1. Tue PrincipaAL REGISTER 


1. Trade-Marks and Trade Names. 


Since the Court of Customs and Patent Appeals affirmed the Commissioner’s 
decision denying registration to the notation “Lyndale Farm, Floydada, Texas,”?® the 
distinction between trade-marks and trade names has become still more firmly estab- 
lished. Recent Commissioner’s decisions now make it clear that the distinction is 
equally applicable in the case of service marks. Not only was the notation “Incentive 
Bank of America 1516 South Wabash—Chicago 5, IIl.” rejected on that ground?7 
but since that time the Commissioner has refused to register the notation “Pacific 
Coast Aggregates, Inc.” as a service mark.?® One of the reasons for the refusal was: 

“A trade name, used as such, is not registrable either as a trade-mark or as a service 

mark unless it is used as such and has acquired trade-mark or service mark signifi- 

cance. The terms ‘trade name’ and ‘commercial name’ are defined in section 45 as 
including firm names and trade names used by manufacturers and others to identify 


their business, as distinguished from the identification of goods or services, as con- 
templated under the definitions ‘trade-mark’ and ‘service mark’ in section 45.”29 


2. The Corporate Name Clause. 


It has not been contended until recently that the corporate name clause of the 
Act of 1905 may still be the law for the purpose of trade-mark opposition proceed- 
ings. However, Judge O’Connell, in his dissenting opinion in the recent case of The 
Alligator Company v. Larus & Brother Company, Inc.,°° seems to advocate that 
view. In the Alligator case, an opposition had been filed by The Alligator Company, 
owner of the well-known composite word-and-picture trade-mark “Alligator” for 
rainwear, against registration under the new Act of another composite mark includ- 
ing the word “Alligator” for tobacco and tobacco products. In view of the wide 
difference in goods, the Commissioner had dismissed the opposition and was affirmed 
by a majority of the Court of Customs and Patent Appeals. In sustaining the Com- 
missioner’s decision, the Court of Customs and Patent Appeals emphasized that 
under the Act of 1905, the result would have been different because of the corporate 
name clause, which would have protected the Alligator Company against registration 
of the word “Alligator” by a third party on any other product, no matter how un- 
related. In his dissenting opinion, Judge O’Connell characterizes the majority’s 
decision as enunciating the “novel doctrine” that 

“compared with the Act of 1905, the Trade-Mark Act of 1946 provides a positive 


sanction for the complete, overnight appropriation of a long-established mark and 
well-known trade name previously used in the United States by another, and not 





26. In re Lyndale Farm, 88 U. S. P. Q. 377, 41 T. M. R. 244 (1951). Cf. also “The 
Fourth Year,” see note 17, supra, at p. 894. 

27. Ex Parte Belnap & Thompson, Inc., 90 U. S. P. Q. 123, 41 T. M. R. 886 (1951). 
Cf. “The Fourth Year,” at p. 894. 

28. Ex Parte Pacific Coast Aggregates, Inc., 91 U. S. P. Q. 210, 41 T. M. R. 1132 
(C. P. 1951). 

29. Ibid, at p. 213, p. 1136. 
30. 93 U. S. P. Q. 436, 42 T. M. R. 562 (C. C. P. A. 1952). 
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abandoned, provided the appropriated mark or trade name under the Act of 1946 is 
applied by the applicant for registration to unrelated goods.’”’3! 


This is the first time that it has, in effect, been contended that cases such as this 
should be decided on the basis of the principle of the now-abolished corporate name 
clause. I submit, however, that the majority correctly held that under the facts of 
this particular case, there could be no likelihood of confusion as a matter of law and 
that the appropriation of part of another’s corporate name no longer serves either 
as the basis for ex parte rejection nor, ordinarily, as a sufficient allegation of damage 
in an opposition proceeding.®* 


3. Advertising Slogans. 


Since last year’s report, the first court decision passing upon the registrability of 
advertising slogans has been handed down. In American Enka Corporation v. 
Marzall,?> Judge McGuire held, without giving any reasons for his conclusion, that 
a composite trade-mark including the slogan “The Fate of a Fabric Hangs By a 
Thread” complies with the definition of a trade-mark under the new Act and was, 
therefore, registrable on the Principal Register without a disclaimer of the slogan. 
The Commissioner was directed to register the composite mark without disclaimer. 


It would probably be premature to conclude that the American Enka decision 
opens the pages of the Principal Register widely to the registration of advertising 
slogans. As far as trade-mark registration is concerned, the Commissioner had an 
opportunity, shortly after the American Enka case, to limit that case to the specific 


facts there involved.*4 In the Goodrich case, the Commissioner had refused to 
register the notation “best in the long run,” for pneumatic tires before the American 


31. Ibid. at p. 441. In its most recent decision, in The Pep Boys v. The Edwin F. Guth 
Company, 94 U. S. P. Q. 158 (1952), the Court of Customs and Patent Appeals reaffirmed 
the position taken in the Alligator case and held, with Judge O’Connell again dissenting, that 
the owner of the trade-mark “Cadet” for storage batteries could not oppose registration of the 
identical word for electric light fixtures. It was held that these goods were not associated in 
use and not handled by the same type of dealers or sold in the same manner. 

32. While the majority does not expressly discuss the possible applicability of the “dilu- 
tion” theory to opposition proceedings under the new Act, it is worthy of note that at least 
one eminent trade-mark lawyer has expressed the opinion that, even under the new Act, there 
is no room for the application of that theory in Patent Office inter partes proceedings. Cf. 
George E. Middleton’s “Some Reflections on Dilution,” 42 T. M. R. 175 (March 1952). But 
see the recent infringement case of John Walker & Sons, Ltd. v. Tampa Cigar Co., Inc., 93 
U. S. P .Q. 392, 197 F. 2d 72, 42 T. M. R. 539 (5th Cir. 1952), in which the Court of 
Appeals for the Fifth Circuit reversed the lower court’s order to dismiss the complaint in a 
case in which the owner of the famous trade-mark “Johnnie Walker” for whiskey sought to 
enjoin defendant from using the same name on cigars. It was there said: “We are in no 
doubt that the complaint states a claim upon which relief could be granted. The argument 
that the public is not apt to believe that Johnnie Walker whiskey and Johnnie Walker cigars 
have a common source of origin and that it has not taken the trade-mark Johnnie Walker with 
the intention of trading on the goodwill of the plaintiff’s trade-mark, overlooked the point 
that the motion to dismiss accepts as true all facts well pleaded and, indeed, exemplifies the 
necessity for a trial in this case. Certain it is, this suit for trade-mark infringement may not 
be dismissed on motion where there is presented a factual issue as to whether defendant’s 
use of the name Johnnie Walker is likely to cause confusion or mistake or to deceive pur- 
chasers as to the source of origin of such goods.” (at p. 393). 

33. 92 U.S. P. Q. 111, 42 T. M. R. 106 (D. C. D. C. 1952), reversing 81 U. S. P. Q. 
476, 39 T. M. R. 640 (C. P. 1949). 

34. Ex parte The B. F. Goodrich Company, 91 U. S. P. Q. 293, 42 T. M. R. 79 (C. P. 
1951). 
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Enka case had been decided by the court. The slogan was held incapable of dis- 
tinguishing the applicant’s goods. It was—to quote the Commissioner: 


“nothing more than a laudatory phrase which is incapable, in and of itself, of dis- 
tinguishing the applicant’s goods from those manufactured or sold by others. Alone, 
it is incapable of distinguishing or identifying the tires of any particular manufac- 
turer, since it merely indicates that the tires sold by applicant are the best, all things 
considered.”’35 


When a petition for reconsideration was filed, after the District Court’s decision in 
the American Enka case, the Commissioner adhered to his previous decision and 
held that, even in the light of the American Enka decision, the slogan “‘best in the 
long run,” as used by Goodrich, was incapable of trade-mark significance and merely 


suggested the quality of the goods.*® This point-of-view was reiterated by the Com- 
missioner in the case of Ex Parte San Francisco Brewing Corporation, in which the 
applicant sought to register the legend “A Truly Fine Pale Beer.”*? It was held that 
this notation was not even registrable on the Supplemental Register, although Sec- 
tion 23 of the Act includes slogans among registrable material for the purpose of the 
Supplemental Register. The slogan here involved was held to be ‘“‘an expression of 
opinion which others may employ with equal right to express their sound belief in 
the quality of the product sold.” 

While Section 45 of the Act specifically includes slogans among registrable 
service marks, it has now become more firmly established that even for that purpose, 
a slogan must be at least capable of distinguishing the specific services involved. In 
refusing registration of the slogan “The Music You Want When You Want It” as 
a service mark, the Commissioner said, inter alia: 

“Tt seems to me that the degree of aptness of the slogan is not so much of impor- 
tance as is the function it performs to qualify it as a service mark in terms of the 


statute, but the question of aptness of the mark as it is used may well be considered 
in determining whether the mark identifies goods or services.”38 


As will be pointed out; hereafter,®? registration was denied not only on this ground 
but primarily on the ground that the slogan was not used to advertise services but 


the applicant’s goods. 


4. Surname and Family Name Problems. 


The Court of Appeals of the District of Columbia recently held, after extended 
litigation, that the trade-mark “Kimberly Clark” was not registrable on the Principal 
Register in the absence of an allegation of acquired distinctiveness under Section 
2(f).4° The court thus affirmed the Commissioner of Patents and the District Court. 
In its unanimous opinion, the court said: 


“The appellant cites no judicial authorities in support of its proposition that a 
registrable mark can be formed by combining two surnames which are separately 


35. Ibid. at p. 293, and 79. 

36. 92 U.S. P. Q. 148, 42 T. M. R. 267 (C. P. 1952). 

37. 92 U.S. P. Q. 286 (C. P. 1952). 

38. Ex parte Radio Corporation of America, 92 U.S. P. Q. 247, at p. 249 (C. P. 1952). 

39. See Section 7, “Service Marks,” infra. 

40. Kimberly-Clark Corporation v. Marzall, 93 U. S. P. Q. 191, 192, 42 T. M. R. 543, 
545 (C. A. D. C. 1952). 
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unregistrable, and we have found no such authority. It is pointed out that many 
years ago the Commissioner of Patents permitted registration of the trade-marks 
‘Crew-Levick’ and ‘Penn-Allen.’ These rulings were prior to the decision in the 
Midy Laboratories case. It is noteworthy that, after that opinion came down, the 
Commissioner of Patents (74 U. S. P. Q. 309) followed it in refusing to register 
‘Bendix-Weiss,’ a mark formed by combining the names of two individuals.” 


If this case is compared with the line of Patent Office rulings culminating in the 
decision in the Dallioux case,*1 the present practice may be summarized by stating 
that a name such as “Kimberly-Clark” could be registered if “Kimberly” were 
“Clark’s” first name (in accordance with the rule of the “Andre Dallioux” case), but 
may not be registered without an allegation of distinctiveness under Section 2(f) if 
both “Kimberly” and “Clark” are surnames. However, to come within the rule of 
the Dallioux case, the Christian name and the surname must be used equally promi- 
nently. If the Christian name is not so used, the name will be considered primarily 
merely a surname and rejected on that ground. This happened, it will be recalled, 
in the case of an application to register “J. C. Higgins.”4* It happened again a few 
months ago in a case involving an application to register the notation “S. Seidenberg 
& Co.’s.”43 This was held to be primarily merely a surname, although from the report 
of the decision, it would seem doubtful whether the notation was used as a trade- 
mark at all and not merely as a trade name under the precedent of the Duncan 
Electric case** and other similar cases. It is interesting to note that the applicant in 
the Kimberly-Clark case chose to take the case up to the Court of Appeals of the 
District of Columbia under R.S. 4915, rather than file a simple amendment bringing 


the application under Section 2(f) of the Act of 1946, which the Examiner and the 
Commissioner had suggested. Apparently, the belief still prevails among numerous 
distinguished members of the Trade-Mark Bar that a registration under Section 2(f) 
of the new statute bears the earmarks of a weaker registration than one secured 
without reliance on that section. Only a court decision, giving equally broad pro- 
tection to registrations under Section 2(f), may ultimately dispel or confirm these 


misgivings. 
5. Descriptive and Suggestive Marks. 


It is interesting to compare the Court of Appeals decision in the Kimberly-Clark 
case just referred to with the Commissioner’s recent ruling in the case of Ex parte 
Barker.4®° Although the Court of Customs and Patent Appeals had held, in the 
leading case of In re Midy Laboratories, Inc.,4® that a trade-mark consisting of two 
unregistrable elements, a descriptive term and a surname, did not become registrable 
as a result of combining those elements into the one word “Piperazine-Midy,” the 
Commissioner held in the Barker case that the term “Cherry-Berry-Bing,” as applied 


41. Ex parte Andre Julien Dallioux, 83 U. S. P. Q. 262, 39 T. M. R. 965 (C. P. 1949). 
. - Ex parte Sears, Roebuck and Co., 87 U. S. P. Q. 400, 41 T. M. R. 185 (PO ChEx. 
1950). 

43. Ex parte I. Lewis Cigar Manufacturing Company, 91 U. S. P. Q. 294, 42 T. M. R. 
78 (C. P. 1951). 

44. Ex parte Duncan Electric Manufacturing Company, 86 U. S. P. Q. 171, 40 T. M. R. 
731 (C. P. 1950). 

45. 92 U.S. P. Q. 218, 42 T. M. R. 338 (C. P. 1952). 

46. 42 U.S. P. Q. 17, 104 F. 2d 617, 29 T. M. R. 392 (C. C. P. A. 1939). 





42 T.M.R. ADMINISTRATION OF LANHAM ACT 725 


to fruit and berry preserves, was registrable on the Principal Register of the Act of 
1946 without an allegation under Section 2(f). The Commissioner conceded that the 
words “Cherry-Berry-Bing” when considered separately were unregistrable, but held 
that the unusual association or arrangement of the mark results in “a unique and 
catchy expression which does not, without some analysis and rearrangement of its 
components, suggest the contents of applicant’s goods.”’47 


6. Secondary Meaning and Distinctiveness: Section 2(f). 


(a) Registrability of Packages and Configurations of Goods. During the year, 
the Commissioner had to pass upon the interesting question whether the dispenser 
in which “Scotch” Brand cellophane tape is sold was registrable as a trade-mark 
under Section 2(f).4® In a similar case, under R.S. 4915, the Court had to decide 
the registrability of the well-known Burgess Battery Stripe design.*® 

In neither case did the decision turn on whether the article in question had 
become distinctive; rather the crucial question was whether the article concerned 
could qualify as a “trade-mark” under the statutory definition. In regard to the tape 
dispenser, the Examiner-in-Chief held that the alleged mark did not come within 
the definition of a “trade-mark” in Section 45 of the Act. The applicant could not 
benefit, he observed, from the inclusion in this definition of the word “device.” This 
word, he remarked, 

“is not used as referring to a mechanical or structural device but is used in the sense 

of one of the definitions of the word; ‘an artistic figure or design used as a heraldic 


bearing or as an emblem, badge, trade-mark, or the like,’ rather than in one of the 
other meanings of the word.” 


Sections 1 and 2 of the Act, the Examiner held, were concerned solely with the 
registration of trade-marks as defined in Section 45, even though Section 2(f) refers 
merely to the registration of a “mark.” The statement in Section 23 that a “mark” 
may consist of a “package” or a “configuration of goods” was deemed by the 
Examiner to be limited by its terms only to registration on the Supplemental Register. 

The application was rejected on the further ground that the article sought to 
be registered was the subject of a design patent. In discussing this question, the 
Examiner-in-Chief did not hold directly that a design patent and a trade-mark must 
be regarded as mutually exclusive. Instead, he based his decision on the much con- 
troverted doctrine enunciated in Lucien Lelong Inc. v. Lander,*° i.e., that the sub- 


47. 92 U.S. P. Q. 218, at p. 219, 42 T. M. R. 338 at p. 339. It may be noted, also, 
that in S. C. Johnson & Son, Inc. v. Gold Seal Company, 90 U. S. P. Q. 373, 41 T. M. R. 
1024 (C. P. 1951), the Commissioner affirmed the Examiner’s ruling that the trade-mark 
“Glass-Wax” was not registrable under the Act of 1946, since it was either descriptive or 
misdescriptive but that it may be registrable upon presenting the case under Section 2(f) 
of the Act. However, rather than so amend its case, the unsuccessful applicant recently insti- 
tuted an R. S. 4915 proceeding against the Commissioner of Patents for the purpose of 
compelling him to issue a registration under the Act of 1946, without proof of distinctiveness 
under Section 2(f). See Gold Seal Co. v. Sawyer and Marzall, 94 U. S. P. Q. 58 (D. C. D. C. 
1952). 

48. Ex parte Minnesota Mining @ Manufacturing Co., 92 U. S. P. Q. 74, 42 T. M. R. 
164 (PO ChEx. 1952). 

49. Burgess Battery Company v. Marzall, 92 U. S. P. Q. 90, 42 T. M. R. 237 (D. C. 
D. C. 1951, 1952). 

50. 75 U. S. P. Q. 302, 164 F. 2d 395, 38 T. M. R. 57 (2d Cir. 1947). Since its 
decision in the Lelong case, the Court of Appeals for the Second Circuit has refused to grant 








42 T.M.R. 
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ject matter of a design patent normally becomes dedicated to the public upon the 
expiration of the patent (regardless of whether it may have acquired distinctiveness) . 

In the Burgess Battery decision, the Court deemed controlling the fact that the 
stripe design had been denied registration under the Act of 1905 in two prior de- 
cisions, which had held that this design did not constitute a trade-mark but was 
merely the dress of the goods.°! Judge Youngdahl held that the 1946 Act did not 
change the meaning of the word “trade-mark”; hence, the prior decisions were 
deemed res judicata. This conclusion, he said, was “fortified” by the reference in 
Section 23 of the Act to the registrability on the Supplemental Register of labels, 
packages and configurations of goods. Since there was no mention of these in con- 
nection with registration on the Principal Register, the Court concluded it had been 
intended to confine such matters to the Supplemental Register.5? 


(b). Standards of Distinctiveness. An interesting recent case involved the ques- 
tion whether the well-known designation “Pocket Book” had become sufficiently dis- 
tinctive as applied to books to permit registration under Section 2(f).53 The appli- 


protection to the originator of a highly successful new type of carving knife against a com- 
petitor who offered a practically identical product under a different name and at a much 
lower price. (Chas. D. Briddell, Inc. v. Alglobe Trading Corp. et al., 92 U. S. P. Q. 100, 42 
T. M. R. 207 (2d Cir. 1952). Cf. to the same effect, Weeks et al. v. Variety Nut & Date Co. 
et al., 92 U. S. P. Q. 311, 193 F. Supp. 528 (E. D. Mich. S. D. 1952).) Contrary to the 
Lelong case, there had been no design patent secured by the plaintiff and it may well have 
been expected, therefore, that, as Judge Clark indicated in his dissenting opinion, the plaintiff 
should have been held entitled to effective protection against unfair competition in the absence 
of any expired design patent. However, while the existence of a former design patent was 
held against the plaintiff in the Lelong case, the plaintiff’s failure to apply for such a patent 
was held against him in the Briddell case, although Judge Jerome Frank admitted that valid 
design patents were exceedingly difficult to obtain. Under this most recent ruling, it seems 
almost impossible for an attorney to advise a client who introduces a new commercial product 
with regard to the best method of protection. If neither copyright (cf. Stein et al. v. Expert 
Lamp Co., 89 U. S. P. Q. 416, 188 F. 2d 611 (7th Cir. 1951, aff’g 88 U. S. P. Q. 305, 96 F. 
Supp. 97, 41 T. M. R. 337—the Supreme Court denied certiorari, 91 U. S. P. Q. 383, 20 
U. S. L. Week 3080) nor trade-mark protection (see the “Scotch” tape case, not 48, supra) 
is available in this type of case, it would seem that a client should be encouraged to seek 
design patent protection in order to avoid Judge Frank’s suggestion in the Briddell case that 
by failing to apply for such protection, plaintiff in effect admitted that it was not entitled to 
statutory legal protection. At the same time, the plaintiff would be faced with the dilemma 
of having to face Judge Clark’s observation in the Lelong case, that upon expiration of the 
design patent, the device must pass into the public domain, and that only a strong showing of 
secondary meaning would entitle the former patentee to protection against unfair competition. 

51. In re Burgess Battery Co., 46 U. S. P. Q. 39, 112 F. 2d 820, 30 T. M. R. 392 
(C. C. P. A. 1940); Application of Burgess Battery Co., 61 U. S. P. Q. 367, 142 F. 2d 466 
(C. C. P. A. 1944). 

52. Interesting also is the recent holding of the Examiner-in-Chief that the words “Lucky 
Camel” for candy cigarettes are not registrable under any provision of the Act. The applicant 
sold an imitation package of “Camel” cigarettes. (Ex parte Sylvan Sweets Co., 94 U.S. P. Q. 
9 (PO ChEx. 1952).) It was held that this application should not be refused on the basis of 
likelihood of confusion with the “Camel” cigarette trade-mark, but on the broader ground 
that what the applicant sought to register was in effect analogous “to a literary parody imi- 
tating the style and mannerisms of a noted author rather than a counterfeit.” The Examiner- 
in-Chief said: “The packages are sold to children who consume them imitating their elders 
smoking cigarettes. It is not believed that any feature of the thing thus imitated can in any 
way be considered as a part of applicant’s trade-mark and for this reason it is believed that 
the registration should be refused.” On similar grounds an application for registration of the 
mark “Sell-O-Gram” in connection with the name “Wells Lamont” (Ex parte Wells Lamont 
Corporation, 93 U. S. P. Q. 43 (C. P. 1952),) was rejected on the ground that advertising 
bulletins, on which the alleged mark was used, served only to advertise the applicant’s goods 
and was not merchandise in Class 38 for which the notation could be registered. 

53. Ex parte Pocket Books, Inc., 91 U. S. P. Q. 182, 41 T. M. R. 1122 (PO ChEx. 
1951). 
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cant had filed several affidavits concerning its very extensive use of the mark. In 
addition, as related by the Examiner-in-Chief: 


“Some twenty-five letters have been filed; these are from other publishers, includ- 
ing publishers of similar books, members of trade associations relating to the book 
trade, book distributors, and others. These show that, insofar as the part of the 
trade represented by the writers of these letters is concerned, applicant’s use of the 
term as a distinctive emblem on its books is recognized and respected.” 


Notwithstanding this showing, the Examiner-in-Chief rejected the application on the 
ground that the term was defined generically in dictionaries and was the subject of 
fairly widespread generic use. He said: 


“It seems to me that before it can be stated that a word which is a generic 
designation of an article can be considered as having acquired the status of a trade- 
mark of a single company for that same article, more should be shown than use by 
the applicant and the harmonious attitude of the trade. It would appear that 
before the word could be considered a trade-mark, it must have become practically 
obsolete as a generic name for the article and must be recognized by the public as a 
trade-mark rather than as a generic term of the English language * * * In a case 
of this kind, it is believed that distinctiveness as a trade-mark should not be recog- 
nized without completely overwhelming proof with respect to all aspects of the mat- 
ter. * * * it is not believed that usage, advertising and repetition alone, and even 
the acquiescence of the professional trade group, is sufficient to remove the name 
of an article from the category of a generic word of the English language to that of a 
trade-mark for the article.” (Emphasis supplied.) 


In other decisions with respect to Section 2(f) applications, the Commissioner 
rejected such terms as “De Luxe” for manicure preparations,°* “Solid” for a stick 
cologne,°*® “Cube Steak” for a machine for preparing this type of meat,5® and “Lawn 
Finish” for writing paper.*? 

The Commissioner also rejected as “no more than an indication of * * * geo- 
graphical origin” an application under Section 2(f) for registration of the trade- 
mark “Tennessee” as applied to whiskey.°* However, he dismissed, for collateral 
reasons an opposition to an application for the word “Sheffield” for stoves and 
ranges.°? Opposer had claimed that 

“stoves and ranges, the applicant’s goods, were manufactured in Sheffield, England 

long prior to 1915 and are now manufactured there and sold throughout the world 

by the manufacturers thereof. Opposer also alleges that it is the lawful guardian of 

the right to exclusive use of the name ‘Sheffield’ in connection with ‘metal goods’ by 


manufacturers located in Sheffield, England and its environs and as such guardian is 
damaged by an invasion or threatened invasion of such exclusive right.” 


It is understood that this case is now on appeal to the Court of Customs and Patent 
Appeals. The case has awakened much interest in the Council of the British Trade- 


54. Ex parte Northam Warren Corporation, 93 U. S. P. Q. 234, 42 T. M. R. 693 
(PO ChEx. 1952). 

55. Ex parte Lucien Lelong, Inc., 91 U. S. P. Q. 248 (C. P. 1951). 

56. Ex parte Cube Steak Machine Co., 86 U. S. P. Q. 327, 40 T. M. R. 1023 (C. P. 
1950), affd. Spang et al. v. Marzall, 93 U.S. P. Q. 61, 42 T. M. R. 643 (D. C. D. C. 1952). 

57. Ex parte George B. Hurd, Inc., 91 U.S. P. Q. 344, 42 T. M. R. 155 (C. P. 1951). 

58. Ex parte Jack Daniel Distillery, 92 U. S. P. Q. 364, 42 T. M. R. 460 (C. P. 1952). 

59. Company of Cutlers v. Cribben & Sexton Co., 91 U.S. P. Q. 247 (C. P. 1951), and 
90 U. S. P. Q. 380, 381, 41 T. M. R. 1033 (C. P. 1951). 
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Marks, Patents & Designs Federation. This body last year requested the British Board 
of Trade to enter a protest concerning the registration of the term “Halifax” for 
woolen piece goods on the Supplemental Register. Its monthly report for May 1952 
takes the position that the Sheffield decision was probably an even more serious case. 
The Council’s report contrasts the viewpoint of the Patent Office with that of the 
British Registrar who had refused (and was affirmed by the Court of Appeal®) to 
register the words “Liverpool Cables” for electric cables. The Registrar had said: 

“There is, however, a class of geographical terms which are of such large com- 

mercial importance that they should not, in my view, be registered to any one trader. 


The class would include, for example, ‘British,’ ‘London,’ ‘Manchester,’ ‘Sheffield’ ; 
and I think that it is to this class that the word ‘Liverpool’ belongs.” 


The report of the Council concluded with the observation that the decision of the 
Commissioner in the Sheffield case 
“does not seem to be consistent with the obligations undertaken by the United States 
Government under the Industrial Property Convention, Article 10 bis. of which 
begins with the following paragraph: 


‘The countries of the Union are bound to assure to persons entitled to the bene- 
fits the Union an effective protection against unfair competition.’ ” 


(c). The Character of Proof Required. In another decision of interest, the 
Commiss‘oner held that the familiar oval design used in connection with the famous 
“Louisville Slugger” baseball bats could not be registered under Section 2(f) because 
the oval was merely a “framing for the various composite marks used by the appli- 
cant.”®! Applicant had offered certain evidence of distinctiveness, which the Com- 
missioner discussed as follows: 

“The testimony offered in this case by various dealers in applicant’s goods, and 
others as well, amounts to nothing more than statements of opinions in regard to what 
those buying bats might consider as the applicant’s trade-mark. In most instances 
such replies of the witnesses are in response to leading questions asked of them. 
Such testimony is considered unconvincing in that it fails to establish that purchasers, 
as distinguished from dealers, actually recognize the oval apart from other matter 
appearing therewith as the trade-mark of this applicant to distinguish its goods 
from similar goods sold by others using the oval in the same manner as it is used 
by the applicant.” 


Another basis for the rejection of this application was that the mark presented for 
registration had been registered by other parties during the critical five-year period 
prior to the filing of this application. The applicant obtained assignments of those 
registrations after the filing of its application under Section 2(f), but the Commis- 
sioner held, nevertheless, that applicant could not claim five years exclusive use of its 


mark prior to the filing of its application. 


(d). Distinctive Marks Applied to New Products. As is well known, the Act of 
March 1920 amended the “Ten-Year Proviso” of the 1905 Act to permit supple- 
mental registration of a trade-mark under that proviso in respect of goods on which 
it had not been used during the required statutory period. No similar provision 


60. 46R. P. C. 99. 
61. Ex parte Hillerich @ Bradsby Co., 93 U.S. P. Q. 73, 42 T. M. R. 269 (C. P. 1952). 
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appears in the Act of 1946 with respect to Section 2(f). It is understood, however, 
that the Patent Office is adopting a liberal interpretation of Section 2(f) in this 
connection. Where a mark, which has previously been registered either under the 
“Ten Year Proviso” or under Section 2(f), is again presented for registration on 
related products, the Patent Office is apparently willing to permit registration under 
Section 2(f), even though the mark may not have been in exclusive five years use 
with regard to the added merchandise. This must be considered the only proper 
interpretation of the Section. If a mark has become distinctive in respect of certain 
items, it is likely to be regarded as distinctive for related merchandise even though 
the period of use on the latter goods may have been quite brief. 

(e). Amendment to Bring an Application Under Section 2(f). Two cases pre- 
sented the question how late in the proceedings an application to register may be 
amended so as to allege distinctiveness under Section 2(f). In one instance, the 
applicant had already lost an appeal to the Commissioner from the denial of its 
application on the ground that the term “Wayne” was primarily a surname. There- 
upon, applicant sought to amend. This right the Commissioner deemed forfeited 
by applicant’s election to appeal.® 

In the second case, applicant had filed an appeal (which had not yet been 
heard) from a fifth and final objection by the Examiner on the ground that its trade- 
mark was descriptive. It then sought to amend and withdraw the appeal. Both 
requests were denied, the Commissioner holding that under Section 12(b) of the 
Act, a final refusal by the Examiner precluded further amendment, even one which 
sought to add a claim of distinctiveness to the statement.®* 


7. Service Marks. 

In reviewing the first year of the Lanham Act in operation,®* it was suggested 
that, in order to qualify for registration as a service mark, the following four pre- 
requisites have to be present: (a) the applicant must be rendering “a service”; 
(b) such service must be rendered “in commerce”; (c) the applicant must be using 
‘a mark,” and (d) the service must not be entirely incidental to the advertising or 
sale of merchandise. During the last four years and particularly during the current 
year, there have been several decisions by the Commissioner—although none thus 
far by a court—which reaffirm each of these four rules, so that as a result, the legal 
prerequisites for service mark registration have become more crystallized. 


With regard to prerequisite (b), the Examiner-in-Chief held in the Standard 
Oil case,®> that the rendering of a service within a state merely on vehicles which 
were engaged in the process of interstate transportation, was not sufficient to satisfy 
the requirement of rendering service “in commerce.” A mark used solely in intra- 
state commerce did not, in the opinion of the Examiner-in-Chief, qualify for regis- 
tration solely because it may “affect” interstate commerce. 





62. Ex parte The Wayne Pump Company, 91 U. S. P. Q. 246, 42 T. M. R. 73 (C. P. 
1951). 

63. Ex parte Monsanto Chemical Co., 91 U.S. P. Q. 269, 42 T. M. R. 74 (C. P. 1951). 

64. 38 T. M. R. 831 (1948), at p. 841, et seq. 

65. Ex parte The Standard Oil Company, 92 U. S. P. Q. 259, 42 T. M. R. 340 (PO 
ChEx. 1952). 
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An earlier Commissioner’s decision,®® which had reached the same conclusion, 
was thus affirmed.®? 


With regard to requirement (c), the Commissioner held in a series of decisions®* 
that a puppet used in a television show as a fictitious character is not “a distinctive 
feature of radio or other advertising” under the Act and, therefore, not registrable 
as a service mark. It was also held, as previously mentioned,®® that a mere trade 
name without more does not qualify as a service mark. On that ground, the notation 
“Industrial Logistics” was refused,”° as had been the notation “Incentive Bank of 
America” a year ago."! 


Similarly, the name “Pacific Coast Aggregates, Inc.” was refused registration 
as a service mark on the ground that it was used as a trade name only and not as 
a mark. 


On the same ground, the notation “No Belts No Pins No Pads” was refused 
registration as a service mark.7* It was pointed out that the so-called “Information 
Service,” which allegedly constituted applicant’s service, was entirely incidental to 
the sale of applicant’s products: 


“Whatever service the applicant provides to prospective purchasers has but one end 
in view, namely, the sale of its own goods, and the applicant thereby neither adver- 
tises nor does it sell a service as such, nor does the mark identify a service which 
applicant advertises or sells to distinguish it from the services of others.” 


Again, it was held on reconsideration that the slogan, ‘““The Music You Want When 
You Want It,” was rejected as a service mark,’* primarily on the ground that RCA 
was not engaged in the sale of any service or in the advertising thereof but used 
the slogan primarily as an incident to the advertising and sale of the records used 
in a radio program: 


66. Ex parte Gill, 87 U.S. P. Q. 274, 41 T. M. R. 86 (C. P. 1950). 

67. The question of what constitutes “use in commerce” of a trade-mark was the subject 
of several decisions during recent months. In The B. F. Goodrich Company v. Walter N. 
Boysen Co., 92 U.S. P. Q. 389, 42 T. M. R. 439 (PO ChEx. 1952), the principle that transi- 
tory or experimental sales are not sufficient to establish trade-mark use was confirmed. In 
Dickerson v. Wyandotte Chemicals Corporation, 91 U. S. P. Q. 345, 42 T. M. R. 142 (C. P. 
1951), the Commissioner held that an actual “sale”? was not required in order to establish use 
in commerce but that shipments to the applicant’s own branch office were not sufficient under 
the statute because knowledge of at least some persons outside the applicant’s own organiza- 
tion should be required. The Commissioner observed that: “One cannot have ‘commerce’ in 
a trade sense, with himself.” This is a somewhat more conservative approach than that 
recently expressed by the Court of Appeals for the First Circuit in New England Duplicating 
Co., Inc. v. Mendes, 90 U.S. P. Q. 151, 190 F. 2d 415, 41 T. M. R. 811, in which shipment 
of a labelled machine to a party’s own sales office in New York was held to satisfy the inter- 
state commerce requirement of the Act, and that transportation in commerce, as distinguished 
from a sale, was sufficient to constitute trade-mark “‘use.” 

68. Ex parte Carter Publications, Inc., 92 U. S. P. Q. 251, 42 T. M. R. 342 (C. P. 
1952); cf. also, 93 U. S. P. Q. 104, 105, 106. 

69. Note 27, supra. 

70. Ex parte The Elwell-Parker Electric Company, 93 U.S. P. Q. 229, 42 T. M. R. 691 
(C. P. 1952). 

71. Note 27, supra. 

72. Ex parte Pacific Coast Aggregates, Inc., 91 U. S. P. Q. 210, 41 T. M. R. 1132 
C. P. 1951). 
' 73. Ex parte Tampax Incorporated, 91 U.S. P. Q. 215, 41 T. M. R. 1128 (C. P. 1951). 

74. Ex parte Radio Corporation of America, 93 U. S. P. Q. 106 (C. P. 1952); see also 
92 U. S. P. Q. 247, 42 T. M. R. 346 (C. P. 1952). 














ADMINISTRATION OF LANHAM ACT 731 





42 T.M.R. 





“So far as the particular program is concerned, applicant is not a service organiza- 
tion engaged in the business of rendering musical programs over the air.” 


It may be concluded, therefore, that unless the present Patent Office practice 
were upset by a court decision, the four above-mentioned prerequisites would still 
seem to furnish the relatively safest guide in determining whether a mark is so used 
as to satisfy the statute’s requirements for a registrable service mark. 


8. Concurrent Registration Problems. 


A year ago, the Commissioner’s decision in the Flintkote case was discussed in 
this report.7° It was pointed out that the concurrent registration provision of 
Section 2(d) of the Act was in effect emasculated by the Commissioner’s ruling 
that an applicant should not be granted a concurrent registration for two or more 
states, even though the record showed beyond doubt that he had used his mark in 
those states prior to the filing date of the other party’s registration. This conclusion 
was based on the theory that a relatively short period of use of the identical trade- 
mark in adjacent states was insufficient to justify an affirmative ruling on the part 
of the Commissioner under Section 2(d) that the concurrent use of the marks was 
not likely to result in confusion or mistake on the part of purchasers. The reluctance 
on the Commissioner’s part to grant concurrent registrations has now found even 
stronger expression in a situation involving concurrent use within the same territory 
on different goods. In Rohm & Haas Company v. The C. P. Hall Company,"® the 
question arose for the first time whether the statute contemplates the possibility of 
a concurrent registration of the same or a conflicting mark used within the same 
territory provided there is a difference in the mode of use of the goods. After review- 
ing the rather inconclusive legislative history of this particular provision, the 
Examiner-in-Chief came to the conclusion that there is no room under any cir- 
cumstances for a concurrent registration of this type. The Examiner-in-Chief rea- 


soned as follows, 91 U.S. P. Q. at p. 71: 


“It can hardly be said that the statute contemplates two different kinds of unlikeli- 
hoods of confusion, one kind to be considered under the main part of section 2(d) 
in determining whether to grant or refuse a registration, and another kind to be 
determine’: under the proviso in section 2(d) in connection with concurrent use pro- 
ceedings. If there is no likelihood of confusion by reason of the fact that the marks 
are used on different goods by the respective parties, then the main clause of section 
2(d) is adequate to provide for the registration to an applicant and concurrent use 
proceedings have no place in the matter. If there is likelihood of confusion, then the 
main clause of section 2(d) requires refusal of the registration, and again concurrent 
use proceedings are not necessary.” 


This reasoning, it must be conceded, has a certain logical appeal but perhaps 
loses sight of the fact that in certain exceptional situations business coincidences and 
strong equities may justify the issuance of concurrent registrations even under such 
circumstances.77 





75. The Flintkote Company v. Merriam and Company, 88 U. S. P. Q. 390, 41 T. M. R. 
358 (PO ChEx. 1951). See “The Fourth Year” (note 27, supra) at pp. 900, 901. 

76. 91 U.S. P. Q. 69 (PO ChEx. 1951). 

77. It is interesting to observe, in this connection, that concurrent registrations are 
granted in England, in cases of this type, much more frequently than in situations involving 
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2. Tue SUPPLEMENTAL REGISTER. 


In 1952 the first case involving registrability on the Supplemental Register 
reached the Court of Customs and Patent Appeals. Under the Act of 1905, the de- 
cisions by the Commissioner of Patents, rejecting marks for registration under the 
Act of 1920, were final and no appeal lay therefrom either to the Court of Customs 
and Patent Appeals or to the District Court under R. S. 4915. In view of the fact 
that registrations on the Supplemental Register are normally of minor importance, 
it is not to be expected that many cases involving registrability on the Supplemental 
Register will reach the courts even under the new Act. In In re Blue Lake Producers 
Cooperative,"® the applicant sought to register the words “Oregon’s Finest” for 
canned and frozen vegetables originating in the State of Oregon. The mark was not 
rejected as being incapable of trade-mark significance but was rejected on the 
ground that it was confusingly similar to the mark “Oregon Fruit Products,” which 
had been previously registered under the Act of 1920 for similar products. Con- 
trary to the practice under the Act of 1905,79 the Trade-Mark Division now cites pre- 
viously registered 1920 Act registrations against applications for registration on the 
Supplemental Register. The Commissioner had held that, the word “Oregon” being 
the dominant part of both marks, “Oregon’s Finest” should be rejected over “Oregon 
Fruit Products” but the Court of Customs and Patent Appeals came to the opposite 
conclusion, holding that applicant’s mark was sufficiently different from the pre- 
vious registration. It seems strange that neither the Commissioner nor the court 
reached the conclusion that such common language as “Oregon Fruit Products” 
could hardly be said to be capable of any trade-mark significance whatever; the 
same may well be said of “Oregon’s Finest” unless these words were presented in a 
unique and arbitrary fashion.®°® 


3. PRoBLEMS IN INTER PARTES PROCEEDINGS. 


1. Equitable Defenses. 


The impact of the decision in Willson v. Graphol*! is beginning to make itself 
felt in Patent Office proceedings. It has already been stated that under a recent 





bona fide concurrent users in different territories. Cf. Kerly’s “Law of Trade-Marks and Trade 
Names,” 7th ed. (1951), Ch. X, “Restrictions on Registration,” p. 212, et seq. 

78. 92 U. S. P. Q. 334, 194 F. 2d 126, 42 T. M. R. 426 (C. C. P. A. 1952); 87 
U. S. P. Q. 168 (PO ChEx. 1950). 

79. Ex parte Essex Rubber Co., 47 U. S. P. Q. 189, 36 T. M. R. 361 (C. P. 1940). 

80. It should be noted that “Oregon Fruit Products” was registered under the 1920 Act, 
which does not expressly provide that a mark must be “capable of distinguishing.” Section 
23 of the Act of 1946 expressly includes this language and it would hardly seem possible 
that language such as “Oregon Fruit Products” would now qualify for registration on the 
Supplemental Register unless the words were part of a composite mark. The Commissioner 
has already indicated in several cases that somewhat stricter standards are now applied under 
the new Act. Thus, the word “Outboard” for lubricating oil was recently held to be incapable 
of distinguishing in Ex parte Bodie-Hoover Petroleum Corporation (91 U. S. P. Q. 352, 42 
T. M. R. 162 (C. P. 1951)), because the word was found to signify a generic name, rather 
than a registrable mark. Attention may also be called to the Commissioner’s decision in Ex 
parte Boyle-Midway Inc., 92 U. S. P. Q. 391, 42 T. M. R. 451 (PO ChEx. 1952), in which 
it was held that “a transparent spout having a removable red cap thereon” was not registrable 
on the Supplemental Register as a mark, although the Commissioner indicated that perhaps 
the entire container of which this device was a part might qualify for registration on the 
Supplemental Register. 

81. See note 20, supra. 
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decision by the Examiner-in-Chief,°* the defense of laches will not be entertained 
in a cancellation proceeding involving a republished 1905 Act mark before the 
expiration of a five-year period since the date of republication. In most other 
cases, however, the Commissioner will now reject the defense of laches if it appears 
from the record and pleadings that the respondent’s mark had been registered 
either under the Act of 1905 or the Act of 1881 for a reasonable period of time. 
A typical decision, holding the defense of laches applicable in a case involving 
cancellation of a 1905 mark is Bunte Bros. v. Shedd Products Company.®* It will 
be noted that the mark involved in that proceeding too had been republished but 
there was no discussion or even mention of that fact as having any bearing upon 
the issue of laches. 

Under what circumstances a defense of laches may be sustained in an opposi- 
tion proceeding is another difficult question which has not been finally determined. 
As far as can be ascertained, the defense has not yet been sustained in any 
opposition proceeding, although the language of Section 19 of the Act refers to 
all inter partes proceedings. There are two reasons why the Examiner-in-Chief, 
in his most recent ruling on the point, hesitated even to acknowledge the possibility 
of raising such a defense in an opposition proceeding. In General Motors Corpora- 
tion v. United States Air Conditioning Corporation,** he said: 

“First, this is an opposition proceeding filed within the thirty-day period speci- 

fied in the statute and opposer could not have filed the opposition in any other period. 

Second, the application is still a pending application within the jurisdiction of the 

Patent Office. If it were found that the marks were confusingly similar, the Patent 

Office would be constrained to reject the application ex parte under section 2(d) of 

the Trade-Mark Act and it should be noted that Section 19 of the Trade-Mark Act 

relating to the application of equitable principles of laches, etc., is limited to inter 

partes proceedings. Consequently, no reason is seen for considering the question of 


laches in an opposition proceeding when the Office would have to act on the appli- 
cation ex parte disregarding any question of laches.” 


If either the Court of Customs and Patent Appeals or an equity court should con- 
firm this view, it would seem that the defense of laches may, for all practical pur- 
poses, be restricted to cancellation proceedings and find no application in any 
opposition proceeding in which the sustaining of the defense would in effect lead 
to the registration of a trade-mark which is subject to ex parte rejection under 
Section 2(d) (likelihood of confusion). This would seem to apply even in cases in 
which the opposer might be found guilty of conduct amounting to an actual estoppel. 
Unless a different result were obtainable in some such cases by resorting to the con- 
current registration devices of Section 2(d) (see Section 9, supra), an applicant 
may thus be forever barred from securing registration of a mark which, considered 
in abstracto, may be confusingly similar to the the opposer’s mark but in which he 
may have acquired enforceable common law rights as the result of the opposer’s 
past conduct. 





82. See note 18, supra. 
83. 91 U.S. P. Q. 14, 41 T. M. R. 1039 (C. P. 1951). 
84. 92 U.S. P. Q. 257, 258, 42 T. M. R. 326 (PO ChEx. 1952). 
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2. R. S. 4915 Proceedings; When Is the Commissioner of Patents a Necessary 
Party? 

The question whether and under what circumstances the Commissioner of 
Patents should be a necessary party in inter partes proceedings now seems to have 
assumed a truly Hydra-like character. It had first been thought that Section 21 of 
the new Act definitely settled the problem by providing that in all inter partes 
proceedings governed by the provisions of the new Act, the Commissioner of Patents 
was only given the right to intervene without being a necessary party. The Court 
of Appeals for the District of Columbia expressly so decided in the Gardel case.®° 
As previously reported,®® the court also held in that case that Section 21 was ap- 
plicable even in a case in which the application for registration of the trade-mark 
was filed before the new Act became effective as long as the action under R. S. 4915 
had been instituted after the effective date of the Act. In the Gold Seal case,8" 
however (referred to also in last year’s report) ,°* the Court of Appeals overruled 
its decision in the Gardel case with regard to this latter point and held that Section 
21 was not applicable unless the application for registration was filed after July 5, 
1947. Finally, new confusion was created when the Court of Customs and Patent 
Appeals in the Baxter case*®® held for the first time that the result of an election 
on the part of the successful party in the Patent Office to proceed by suit in equity 
rather than by prosecuting an appeal before the Court of Customs and Patent 
Appeals, was merely to deprive the Court of Customs and Patent Appeals of its 
jurisdiction over the inter partes issue, but did not include any ex parte issue which 
may be simultaneously involved. The regrettable results which must flow from such 
splitting of a case in half were fully considered in last year’s report.9° Since that 
time, however, an entirely new approach was taken a few weeks ago by Judge 
Bastian in the Glass Wax case.®! The manufacturer of “Glass Wax” recently insti- 
tuted suit to compel registration of that much litigated trade-mark after both the 
Examiner and the Commissioner of Patents had sustained the opposition by S. C. 
Johnson Co. on the ground that the word “Glass Wax” was not registrable under 
the Act of 1946 because of its descriptive or deceptively misdescriptive character. 
The action is entitled Gold Seal Company v. Sawyer and Marzall. The former 
opposer, Johnson, was not made a party. The defendants filed a motion to dismiss 
on the ground that the S. C. Johnson Company, a necessary party, had not been 
named as defendant and that the action could not proceed against the Secretary of 
Commerce and the Commissioner of Patents alone. The Court noted that, contrary 
to the above-mentioned previous Gold Seal case,®? this case did come within the 

85. Gardel Industries v. Kingsland, 83 U. S. P. Q. 440, 178 F. 2d 974, 39 T. M. R. 
986 (1949). 

86. See “The Fourth Year,” p. 907. 

87. Gold Seal Company v. Marzall, 91 U. S. P. Q. 35, 100 F. Supp. 185, 41 T. M. R. 
1079 (D. C. D. C. 1951). 

88. Gold Seal Company v. Marzall, 89 U. S. P. Q. 229, 190 F. 2d 290, 41 T. M. R. 680 
(1951). See “The Fourth Year,” p. 907. See, also, 81 U. S. P. Q. 559 (C. P. 1949). 

89. Baxter Laboratories, Inc. v. Don Baxter, 87 U. S. P. Q. 122, 40 T. M. R. 1092 
(1950), cf. also, 88 U. S. P. Q. 287, 186 F. 2d 511, 41 T. M. R. 234 (C. C. P. A. 1951), and 
“The Fourth Year,” at p. 905. 

90. “The Fourth Year,” p. 905 et seq. 


91. Gold Seal Company v. Sawyer et al., 94 U. S. P. Q. 58 (D. C. D. C. 1952). 
92. See note 87, supra. 
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scope of the Act of 1946 including Section 21 thereof, but then came to the rather 
surprising conclusion that the words “inter partes proceeding” in Section 21 refer 
only to that type of opposition proceeding which is based on a prior right on the 
opposer’s mark or an allegation of confusing similarity between opposer’s mark or 
marks and that sought to be registered. Where, on the other hand, the opposition 
is based—as it is in a great many cases since the Court of Customs and Patent Appeals 
decision in the United Shoe v. Compo case,®* on the ground that the applicant, by 
seeking registration of a descriptive, generic or geographical term, is depriving com- 
petitors of the free use of such term in a descriptive or geographical sense, it loses, 
according to Judge Bastian, its character as an inter partes proceeding and should 
be treated as an ex parte case. The reason given for this conclusion is that in cases 
of the latter type, the opposer acts only as an “aid to the Commissioner of Patents” 
and that the issue of registrability involves the public interest, which must be repre- 
sented by the Commissioner and not by the opposer. The court said: 


“The other type of opposition proceeding involves cases where, as here, a third 
party files objections to the registration of a mark on the ground that the mark is 
inherently nonregistrable. In such proceedings, the real parties in interest are the 
registrant and the Commissioner. The Commissioner does not sit as a referee be- 
tween two contending parties, but, rather, as a party who represents the public 
interest. The opposer is merely a portion of the public whose interests are repre- 
sented by the Commissioner. Since the Commissioner is the only duly authorized 
representative of the public, he is the indispensable party.” 


And again: 


“However, Congress did not intend that the Commissioner be relieved as a party 
where he is the party against whom redress is being sought; that is, in cases which 
do not involve priority but, rather, matters pertaining to the registration as such.” 


I submit that this decision is untenable. It can hardly be said that where an opposer 
spends many thousands of dollars for the purpose of preventing registration of the 
word “Glass Wax,” it should not be considered the only real and necessary party 
solely because its opposition is primarily based on a so-called ex parte ground. The 
existence of an ex parte ground does not change the character of the proceeding 
from an inter partes to an ex parte case and there is not the slightest indication in 
the legislative history of Section 21 to indicate that an opposer, who exercises his 
statutory right of opposition based on potential damage to him as a result of the 
registration of a descriptive or geographical term, should find himself in effect at 
the mercy of the court and in the position of a mere intervener rather than a party, 
as soon as the contested case reaches the court. Section 21 broadly refers to “all 
inter partes proceedings” and it has never been suggested that an opposition pro- 
ceeding ceases to be “inter partes” solely because the ground on which it is based 
might have been raised by the Patent Office itself as an ex parte ground. That Judge 
Bastian’s decision is legally vulnerable becomes even more apparent if it is considered 
that the most frequently pleaded ground of opposition, viz., likelihood of confusion, 





93. United Shoe Machinery Corporation v. Compo Shoe Machinery Corp., 12 U. S. 
P. Q. 246, 56 F. 2d 292, 22 T. M. R. 160 (C. C. P. A. 1932). Of more recent illustrations, 
cf. Lanolin Plus Cosmetics, Inc. v. Marzall, 93 U. S. P. Q. 126, 42 T. M. R. 554 (C. A. 
D. C. 1952). 
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is also an ex parte ground based on the theory that the Patent Office should have 
cited the opposer’s mark as a reference under Section 2(d) of the Act. No one 
would, I suggest, go as far as to take the position that the issue of likelihood of con- 
fusion, too, is primarily an ex parte ground, thereby converting the nature of the pro- 
ceeding into an ex parte case within the sole jurisdiction of the Commissioner of 


Patents. 


PART III. TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION. 


1. The Test of Likelihood of Confusion Under the New Act; Strong and Weak 
Trade-Marks. 

Very slight progress can be reported with regard to the adoption by the courts 
of a more liberal test of determining likelihood of confusion. The reluctance of our 
courts to extend protection against infringement and unfair competition beyond the 
measure of protection available under the old Act has been recently pointed out in 
a challenging article entitled ‘““Trade-Marks and the Monopoly Phobia” by B. W. 
Pattishall.9* In most recent infringement suits the denial of relief was based not so 
much on the application of a narrow confusion test as on the character of the trade- 
marks involved. In the second Sunbeam case,®° the Court of Appeals for the Ninth 
Circuit refused to grant protection against use of the “Sunbeam” trade-mark on 
furniture, including lamps, the word “Sunbeam” being prominently displayed. The 
same court had previously handed down a similar decision®® with regard to the use 
of the name “Sunbeam Electrical Appliance Company,” a company of Los Angeles, 
California. In the second Sunbeam case, the court reaffirmed its holding that “Sun- 
beam” was a nonfanciful word registered for a large variety of products and not, 
therefore, entitled to the same degree of protection which a really strong trade-mark 
may enjoy. Equally unsuccessful on similar grounds was the plaintiff in the Cream- 
ette case.°7 An injunction was sought there against use of the word “Creamette” for 
frozen desserts, the plaintiff having used the identical mark for macaroni. The Court 
said: 

“If we might concede, as contended, that Creamette is a distinctive, coined word, 

still, as applied to macaroni and spaghetti products advertised and sold in Florida, 


it would not follow that the good faith use of the word by the defendants on a 
product which it correctly indicates would alone establish unfair competition.” 


And again, 
“The word ‘Creamette,’ of course, carries well known connotations. We know by one 


usage, as recognized by the dictionaries, that there is ‘a commercial use of -ette to 
form names of imitation or substitutive materials.’ 98 


A few recent court decisions show a more favorable attitude toward the owners 





94. 50 Mich. L. Rev. 967 (May 1952). 

95. Sunbeam Furniture Corp. et al. v. Sunbeam Corporation, 90 U. S. P. Q. 43, 191 
F. 2d 141, 41 T. M. R. 818 (9th Cir. 1951). 

96. Sunbeam Lighting Co. v. Sunbeam Corporation, 86 U. S. P. Q. 240, 464, 183 F. 2d 
969, 40 T. M. R. 669 (9th Cir. 1950) ; cert. denied, 340 U. S. 920, 88 U. S. P. Q. 569, 40 
T. M. R. 968 (1951). 

97. The Creamette Company v. Conlin et al., 90 U. S. P. Q. 160, 41 T. M. R. 807 
(5th Cir. 1951). 

98. The Supreme Court denied certiorari, 343 U. S. 989, 92 U. S. P. Q. 467 (1952). 
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of well-known trade-marks. Thus, Judge Byers granted summary judgment to Pan 
American World Airways, Inc. protecting their registered service mark “Clipper” 
against defendant’s use in connection with a trucking service.2® Defendant was 
enjoined from using the notation “Clipper Van Lines, Inc.,” and from displaying the 
word “Clipper” in association with the pictorial representation of an airplane. As 
already mentioned previously in this report, the Court of Appeals for the Fifth Cir- 
cuit recently refused to dismiss a complaint charging infringement of the “Johnnie 
Walker” whiskey trade-mark by defendant’s use of the same name on cigars.}0° 


2. Territorial Scope of Registered Trade-Marks; the Effect of Constructive 
Notice. 

(a). In the United States. Some important developments have taken place in 
connection with the ever-recurring problem to what extent a trade-mark registered 
under the new Act or under the Act of 1905 is “constructive notice” in the sense 
that the registrant may prosecute users of an infringing mark in territory into which 
the registrant himself may not have expanded at the time of the commencement of 
the suit. This question, in turn, divides itself into two parts. The less controversial 
question concerns the effect of constructive notice as against a defendant who is, 
himself, engaged in interstate or foreign commerce, as contrasted with the more 
difficult problem involving the applicability of the provisions of the Lanham Act 
against a defendant, who is engaged solely in intrastate or local business. 

(1) It should no longer be open to doubt that as against a defendant engaged 
in interstate commerce, which postdates the plaintiff’s registration date, the infringe- 
ment remedies of the Lanham Act are available even though the registrant may not 
yet have done business in the defendant’s area. Judge McCarthy in the Sterling 
Brewing case'®! clearly so decided. In granting protection covering interstate com- 
merce throughout the nation, Judge McCarthy said: 

“I am of the opinion that the provisions of the Act of 1946 negative the defense 


of ‘territorial limitation’ of the protection accorded to a registered trade-mark, and 
that the plaintiff is entitled to injunctive relief irrespective of the plaintiff’s ‘expan- 


sion situation.’ ” 


(2) Suppose, however, the defendant is engaged only in intrastate business 
transactions or, as in the Sterling case, is doing a substantial business within one 
state. Judge McCarthy, on motions by both parties with regard to the scope of 
the injunction in the Sterling case, finally held!®? that the purpose of the Lanham 
Act was to regulate commerce “within control of Congress” and that therefore 





99. Pan American World Airways, Inc. v. Clipper Van Lines, Inc., et al., 90 U.S. P. Q. 
53, 41 T. M. R. 832 (D. C. E. D. N. Y. 1951). 7 

100. See note 32, supra. Finally, the recent case of The Conde Nast Publications, Inc. 
v. Vogue School of Fashion Modelling, Inc., et al., 94 U. S. P. Q. 101 (D. C. S. N. Y. 1952) 
may be mentioned, in which Judge Ryan gave effective relief to the magazine “Vogue” against 
an infringing and unfair use of the word “Vogue” and the “Vogue” trade-marks by a fashion 
modelling school. The decision is particularly noteworthy for having decided for the first 
time that illustrations on the cover page of a magazine may partake in the copyright protec- 
tion of its contents so that copying of the cover illustrations may in a given case constitute copy- 
right infringement as well as unfair competition. 

101. Sterling Brewers, Inc. v. Cold Spring Brewing Corp., 90 U. S. P. Q. 242, 100 
F. Supp. 412, 41 T. M. R. 990 (D. C. Mass. 1951). 

102. Sterling Brewers, Inc. v. Cold Spring Brewing Corp., 92 U.S. P. Q. 37,42 T. M. R. 
106 (D. C. Mass. 1952). 
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those of defendant’s activities within the State of Massachusetts which did not 
affect the interstate commerce of the plaintiff, could not be enjoined. This sub- 
sequent exclusion from the broad scope of the injunction of the territory of Massa- 
chusetts appears regrettable and probably not in line with the purpose and intent 
of the Lanham Act. It will be recalled that Judge Wyzanski in a similar case held 
several years ago that a registrant under the Act of 1946 may enjoin even a 
defendant engaged only in local sales as long as it could be shown that “those 
local sales adversely affect plaintiff’s interstate sales.”1°? It is true that Judge 
Barnes in the Shane case!®* took the opposite view, holding that no remedies under 
the 1946 Act were available against a purely local infringer, but since that time 
two federal Courts of Appeals have adopted the approach first suggested in Judge 
Wyzanski’s decision in the Cole case. In the now famous Stauffer case,!°> the 
court not only held that, under the new Act, a federal remedy may lie in the 
absence of diversity of citizenship and a federal registration, where only an unreg- 
istered trade name is involved, but it also observed that such federal relief may 
even be available against a purely intrastate user, as long as the latter’s business 
“affected” the interstate commerce in which the plaintiff was engaged. The Court 
of Appeals remanded the case to the lower court for the purpose of making a de- 
termination with regard to the effect of the defendant’s intrastate activities on 
plaintiff’s interstate business. The court said in this regard: 
“An infringement committed in intrastate commerce but affecting interstate com- 


merce could clearly be regulated by Congress and thus would be within the present 
Act.” 


The same approach was more recently adopted by Judge Clark in Dad’s Root 
Beer Company v. Doc’s Beverages, Inc., et al.1°® On the assumption that the 
Trade-Mark Act of 1946 applied in that case—a conclusion in which Judge Frank 
and Judge Swan did not concur—Judge Clark expressed the view that under the 
Stauffer doctrine, the remedies of the new Act, including the accounting remedy, 
should be held available even against a defendant whose infringing acts were in 
intrastate commerce as long as it could be shown that the defendant’s activities 
“must cause some injury to plaintiff’s interstate business.” If these views, as ex- 
pressed by the Ninth Circuit in the Stauffer case and by Judge Clark in the Dad’s 
Root Beer case, were generally accepted, it should not be too difficult for a reg- 
istrant to secure relief under the federal statute even against a local infringer, on the 
ground that the defendant’s activities adversely affect the plaintiff’s interstate 
business. 


3. Extraterritorial Effect of the United States Trade-Mark Act: The Bulova 
case.107 


103. Cole of California, Inc. v. Collette of California, 79 U. S. P. Q. 267, 39 T. M. R. 
42 (D. C. Mass. 1948). 

104. C. B. Shane Corp. v. Peter Pan Style Shop, Inc., 80 U. S. P. Q. 559, 561-562, 84 
F. Supp. 86, 89, 39 T. M. R. 330 (D. C. N. D. Ill. 1949). 

105. Stauffer et al. v. Exley, 87 U.S. P. Q. 40, 40 T. M. R. 960 (9th Cir. 1950). 

106. 91 U.S. P. Q. 306, 41 T. M. R. 149 (2d Cir. 1951). 

107. 92 U. S. P. Q. 266, 42 T. M. R. 299 (5th Cir. 1952). Cf. also, Derenberg, 
“Federal Jurisdiction Over Trade-Mark Infringement and Unfair Competition Abroad,” 42 
T. M. R. 294 (1952). 
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Of all adjudicated trade-mark infringement cases during 1952, the case of 
Bulova Watch Co. v. Steele undoubtedly has raised the most interesting and far- 
reaching problems, not only of trade-mark law but of conflict of laws as well. It 
will be recalled that in the case of Geo. W. Luft Co. v. Zande Cosmetic Co.,18 a 
unanimous court had held that the federal courts could not exercise their equity 
jurisdiction in personam over a United States registrant who was found guilty of 
trade-mark infringement and unfair competition in foreign countries, provided 
the defendant’s activities abroad did not constitute a tort or unfair competition 
there. In the Bulova case, on the other hand, a divided court came to the opposite 
conclusion and held that as long as the infringing activities of the defendant in 
Mexico were directed by a defendant domiciled in the United States and subject 
to the jurisdiction of the U. S. courts, an equity court had jurisdiction to enjoin 
the defendant from infringing acts in Mexico, regardless of whether such activities 
were actionable under Mexican law or not. 

The dissenting judge expressed the belief that the majority decision—salutary 
as it may be from the viewpoint of American trade-mark owners—constituted an 
unjustified interference with the law of a foreign sovereignty. The Supreme Court 
has recently granted certiorari and we may thus look forward to the first important 
trade-mark decision by the Supreme Court since the Champion Spark Plug case.1°° 


4. State Court Jurisdiction Over Registered Trade-Marks. 


A New York State court recently had occasion to follow some of the earlier 
New York precedents to the effect that the State courts have concurrent juris- 
diction with the federal courts with regard to the issue of validity and infringe- 
ment of federally registered trade-marks. As pointed out by the Appellate Di- 
vision in its most recent decision,!!° any doubt about this has been completely 
removed by the amended Section 1338, Title 28 of the United States Code, which 
expressly provides for exclusive jurisdiction of the federal courts only in actions aris- 
ing under the Patent or Copyright Statutes, making it clear thereby that no ex- 
clusive federal jurisdiction exists over federally registered trade-marks, although 
their validity and infringement will, of course, have to be determined in accordance 
with federal law. Judge Shientag, speaking for the Appellate Division, said: 

“The jurisdiction of the State courts in cases involving the infringement of a statutory 

trade-mark and for an injunction and damages in connection therewith, necessarily 

carries with it the power to pass upon the validity of the registered trade-mark and 

the scope of its application.” 


5. The Problem of “Pendent” Jurisdiction. 
Marked progress can be reported this year with regard to the question under 
what circumstances the federal courts will retain jurisdiction over unfair compe- 


tition issues which are “pendent” to a federal cause of action under the Patent, 
Copyright or Trade-Mark laws (Section 1338, U. S. Code). Last year it was 





108. 61 U.S. P. Q. 424, 142 F. 2d 536, 34 T. M. R. 190 (2d Cir. 1944) ; cert. denied 
323 U. S. 756, 63 U. S. P. Q. 358 (1944). 
> 013 Champion Spark Plug Co. v. Sanders, 331 U. S. 125, 37 T. M. R. 323, 73 U. S. 
. Q. 133 (1947). 
110. Brown & Bigelow v. Remembrance Advertising Products, Inc., et al., 279 App. 
Div. 410, 92 U. S. P. Q. 443, 42 T. M. R. 312 (1st Dept. 1952). 
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reported with some regret that the Second Circuit, in a two-to-one decision, had 
once more applied the so-called Second Circuit rule and held that a 
claim which sounded in breach of contract rather than unfair compe- 
tition could not be appended to a patent infringement claim but had 
to be made the subject of a separate state court action.11! Shortly thereafter, in 
the Schreyer case,11* the court reached the opposite conclusion in a case in which 
the appended action sounded in tort rather than contract and was held to come 
within the modern definition of the term “unfair competition.” The tort aspect of 
the Schreyer case involved an abuse of confidential information which, according 
to Judge Clark’s opinion, qualified as a species of unfair competition and has been 
so treated in modern text books.!!* In its most recent decision on the same point, 
a unanimous court went so far as to state that the Betty Dain case should be con- 
sidered “in substance overruled by the Schreyer decision since the attempt to 
distinguish between them cannot logically be supported.” As a result, the court 
held in the Telechron case!!4 that a cause of action resulting from disclosure of 
confidential information with regard to a patent was a pendent cause of action, 
sounding in unfair competition, which may be appended to a patent infringement 
suit or a declaratory judgment action concerning patent rights under Section 
1338(b). It thus appears that at long last Judge Clark’s plea for more “economi- 
cal” interpretation of Section 1338(b)115 has succeeded and that undesirable split- 
ting of causes of action against the same defendant and arising from the same 
basic set of facts will now be avoided. 


6. The New “Federal Law of Unfair Competition”; the Present Status of 
the Stauffer Doctrine. 


The year 1952 has not yet brought about a definite judicial trend with regard 
to the recognition of a new “federal law of unfair competition” as first developed 
in the Stauffer case.11® In that case, it will be recalled, the Court of Appeals for 
the Ninth Circuit had held that under Section 44(i) of the Lanham Act, a federal 
cause of action in unfair competition should be recognized even in cases in which 
the plaintiff may rely on an unregistered trade-mark or trade name and regardless 
of diversity of citizenship, provided only the defendant’s activities are in interstate 
commerce or affect plaintiff’s interstate commerce. A New York district court, 
however, shortly after the Stauffer decision, held that Section 1338 of Title 28 of 
the U. S. Code, which had been passed subsequent to the enactment of the Lanham 
Act, made it clear that, in the absence of a substantial claim under the trade-mark 
law, i.e., the existence of a federal registration, the federal court had no jurisdic- 
tion over unfair competition issues concerning unregistered trade-marks or 


111. Kleinman v. Betty Dain Creations, Inc., 89 U. S. P. Q. 404 (2d Cir. 1951). 

112. Edward P. Schreyer and Rival Manufacturing Company v. Casco Products Cor- 
poration et al., 90 U. S. P. Q. 271 (2d Cir. 1951). 

113. Nims. Unfair Competition and Trade-Marks, 4th ed., Ch. 11; Callmann, Unfair 
Competition and Trade-Marks, 2d ed., Ch. 14. 

114. Telechron, Inc., et al. v. Parissi, 89 U. S. P. Q. 136 (D. C. N. Y. 1951). 

115. See note 105, supra. Cf. “The Fourth Year,” at p. 908 et seq. 

116. Ibid. The present status of the Stauffer doctrine is reviewed in a recent article 
by Julius R. Lunsford, Jr., “Unfair Competition: The Scope of the Lanham Act,” 13 U. of 
Pitts. L. Rev. 533 (1952). 
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names.117_ The Stauffer doctrine was subsequently referred to in the “Mark 
Twain” case,118 which, however, involved a registered trade-mark. The court 
there said: 

“Various provisions of the Lanham Act now give protection under Federal law re- 


gardless of the registration under federal law of the trade name concerned, pro- 
vided the unfair competition takes place in interstate commerce.” 


The Court of Customs and Patent Appeals, in the Lyndale Farm case, also 
observed in passing that a federal cause of action was created by the Lanham Act, 
at least in those cases in which a trade name—as compared with a trade-mark— 
was unfairly used by a defendant in interstate commerce. In Lane Bryant, Inc. v. 
Glassman et al.,}°° too, although it involved a registered trade-mark, the court 
volunteered a statement to the effect that the Act of 1946 “gives original federal 
jurisdiction of unfair competition claims affecting federal commerce, regardless of 
any federal registration, and regardless of the citizenship of parties or the amount 
in controversy.” 


However, when, more recently, the question again arose squarely before the 
District Court in Pennsylvania,!*! on a motion to remand a case to the state court, 
the court in so remanding followed Judge Ryan’s reasoning in the Ross Products 
case,!** rather than the doctrine of the Stauffer case, particularly since there had 
been an insufficient allegation of defendant’s infringing activities affecting plain- 
tiff’s interstate commerce. The only allegation in the complaint in this respect 


was a statement that defendant used the mark “in connection with the manu- 
facture and sale in the State of Pennsylvania and elsewhere'** of beverages includ- 
ing beer.” Judge Follmer, after a full discussion of the Stauffer case, suggested a 
distinction between unregistered trade-marks and trade names under the Stauffer 
case, and left the question undetermined whether the Stauffer doctrine would be fol- 
lowed in a case involving only an unregistered trade name as distinguished from 
an unregistered trade-mark. In the Lebanon case, the defendant had been using 
the trade-mark “Pennsylvania Dutch” and certain other symbols, which had been 
previously used by the plaintiff but had not been registered. In the court’s opinion, 
such adoption by a defendant of plaintiff’s unregistered trade-mark, within the 
same state, did not furnish a sufficient basis for federal jurisdiction. 


“We have therefore an action instituted in the State Court against a citizen of 
such State, on a complaint which makes no mention of, or any showing of, any claim 
or right arising under a law of the United States, contains no allegation that a reg- 
istered trade-mark is involved, and with a very doubtful reference to the involvement 
of interstate commerce. Under such circumstances the motion to remand must be 
granted.” 


117. Ross Products, Inc., et al. v. Newman et al., 87 U. S. P. Q. 420, 94 F. Supp. 566, 
41 T. M. R. 161 (D.C. N. Y. 1950). 

118. See note 105, supra. 

119. See note 26, supra. 

120. 88 U.S. P. Q. 157, 95 F. Supp. 320, 41 T. M. R. 251 (D.C. E. D. Missouri 1951). 

121. The Old Reading Brewery, Inc. v. Lebanon Valley Brewing Co., 92 U. S. P. Q. 
38, 42 T. M. R. 109 (D. C. Pa. 1951). 

122. See note 117, supra. 

123. Emphasis added. 
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It is idle to speculate what the court’s decision might have been if there had 
been a more precise reference to the defendant’s alleged interstate activities or their 


effect on plaintiff’s business. 
As matters stand today, it cannot yet be said that the Stauffer doctrine, inso- 


far as it sought to establish a federal law of unfair competition, has become an 
established principle of our general law. 


_—_—__ 
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PART II 


THE LIGHTNIN CHEMICAL COMPANY, ETC. v. ROYAL HOME 
PRODUCTS, INC. 


No. 5896—C. C. P. A.—June 24, 1952 


CANCELLATIONS—DEFENSES—LACHES 
On facts of record, appellant held to have established defense of laches precluding 
appellee from obtaining cancellation of appellant’s registration, though there is no 
evidence that appellee had knowledge of appellant’s mark prior to its republication 
shortly before filing of petition for cancellation. 


TraDE-Marks—ConstructiveE Notice—EFrrect oF REGISTRATION 
1905 Act registration held constructive notice to petitioner for cancellation for 
period prior to effective date of 1946 Act. 


Appeal from Commissioner of Patents. 

Trade-mark cancellation proceedings by The Lightnin Chemical Company 
(The Buckeye Soda Company, substituted) against Royal Home Products, Inc. 
Respondent appeals from cancellation of registration. Reversed. 

Thornton F. Holder (Ellsworth H. Mosher of counsel), for Respondent-appellant. 
Frank Zugelter, for Appellee. 

Before Garrett, Chief Judge, and O’CoNNELL, JoHNsoN, WorLeEy, and 
Jackson (retired), Associate Judges. 

Jounson, J.: 

This is an appeal in a cancellation proceeding from a decision of the Com- 
missioner of Patents, speaking through the Examiner-in-Chief, 89 U. S. P. Q. 81, 
affirming the holding of the Examiner of Interferences sustaining appellee’s 
petition to cancel a trade-mark of appellant which consists of the notation 
“Lightnin’” applied to “Bowl Cleaner” products. 

In its petition for cancellation, appellee alleged that its trade-mark “Blitz” 
and appellants trade-mark “Lightnin’” have the same meaning; that “Lightnin’ ” 
is the English translation of the German word “Blitz”; and that the use of 
appellant’s mark on goods of the same descriptive properties would cause con- 
fusion in trade as to the origin of the products. 

In its answer, appellant denied the allegations of the petition to cancel, and 
as a separate and affirmative defense alleged that appellee is estopped by laches 
to institute and maintain this cancellation proceeding by reason of its delay in 
bringing such proceeding, and by the further reason that, during said delay, 
appellant has innocently conducted, advertised, and developed its business in 
its “Bowl Cleaner” to which its trade-mark “Lightnin’” is applied, whereby 
appellant would be damaged by the cancellation of its mark. 

Both parties filed stipulated testimony. 

There is no dispute as to the facts, which appear to be as follows: 

Appellee is the owner of Registration No. 266,622 which was issued January 28, 
1930 and renewed January 28, 1950 for the trade-mark “Blitz” for “Cleaner in 
Powder Form for General Household Purposes.” Use of the trade-mark “Blitz” 
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by appellee and its predecessors has been continuous since 1917. Appellee has 
advertised its “Blitz” product in catalogues and by issuing price lists. Its products 
have been distributed and sold by direct selling and through the customary mer- 
chandising channels comprising retailers. Its “Blitz” product has had nation-wide 
distribution. 

Appellant is the owner of Registration No. 268,237 which was issued March 11, 
1930 and republished July 6, 1948 for the trade-mark “Lightnin’” for “Bowl 
Cleaner.” Use of the trade-mark “Lightnin’” by appellant and its predecessor 
has been continuous since 1928. During the period from 1928 to January 1, 1949, 
2,928,903 packages of its “Bowl Cleaner,” all bearing the trade-mark “Lightnin’,” 
have been sold to wholesale grocers, syndicate or chain stores, and to janitor 
supply houses, all for resale. Appellant has sold its product on a nation-wide 
scale, and has built up valuable good will in its product and in its trade-mark 
“Lightnin’.” 

On August 12, 1948, over eighteen years subsequent to appellant’s registration 
date, appellee filed its petition to cancel appellant’s mark. However, there is no 
evidence whatsoever that appellee had any actual knowledge of appellant’s mark 
prior to appellant’s republication thereof on July 6, 1948, shortly before appellee 
filed its petition for cancellation. 

The tribunals in the Patent Office held that “Lightnin’” is the English trans- 
lation of the German word “Blitz,” that there is no distinction, in a trade-mark 
sense, between an English word and its foreign equivalent, and that such words 
are therefore registrably indistinguishable; that the goods of the parties are so 
closely related in their nature and use that they are goods of the same descriptive 
properties; and that the concurrent use of the involved marks on the goods of the 
respective parties would therefore be likely to cause confusion or mistake or 
to deceive purchasers. 

As to appellant’s affirmative defense of laches, those tribunals were of the 
opinion that the facts of record were such that appellee could not be charged 
with actual notice of appellant’s use of the mark “Lightnin’,” and that appellee 
could not be charged with constructive notice of appellant’s use of the mark 
“Lightnin’ ” by virtue of its registration of said mark in the Patent Office. Accord- 
ingly, they held that appellant’s affirmative defense of laches could not be sustained. 


Appellant has appealed from all the above rulings of the Patent Office 
tribunals, but counsel for appellant particularly urges upon us its affirmative defense 
of laches. It is our opinion that the defense of laches is determinative in this 
appeal, and we think the outcome of this case is controlled by our recent decision 
in Willson et al. v. Graphol Products Co., Inc., 38 C. C. P. A. (Patents) 1030, 
188 F. 2d 498, 89 U. S. P. Q. 382. That case was decided April 10, 1951, shortly 
after the examiner-in-chief’s decision was made in this case on April 5, 1951. 


In Willson et al. v. Graphol Products Co., Inc., supra, petitioner sought the 
cancellation of the trade-marks “Grafo” and “Grafolube.” Petitioner was the 
owner of the trade-mark “Graphol” which was registered January 27, 1925 and 
continuous use was stated to be since January 1922. Respondent was the owne! 
of the marks “Grafo” and “Grafolube” which were registered September 4, 1934 
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and February 13, 1934, respectively. Continuous use of both marks by respondent 
was stated to be since August 1933. On May 4, 1944, almost ten years subsequent 
to respondent’s registration dates, petitioner filed his petition for cancellation of 
both marks. Petitioner’s first knowledge of respondent’s trade-marks was gained 
by a search of the Patent Office trade-mark records in February 1944, only a 
short time before the cancellation proceedings were instituted. 

In the Willson case, supra, we discussed at considerable length the defense 
of laches in a trade-mark cancellation proceeding. We considered, in particular, 
whether, since the passage of the Trade-Mark Act of 1946, registration of a trade- 
mark in the Patent Office is a public record which constitutes such constructive 
notice that the defense of laches may be predicated on it. We there noted that 
prior to the Act of 1946 this court had held that section 13 of the Trade-Mark Act 
of 1905 precluded such a defense,! although our predecessor, the Court of Appeals 
of the District of Columbia, had apparently reached a conclusion opposite to 
our own.? 


We pointed out the following in the Willson case, supra: 


The intent of the framers of the 1946 Trade-Mark Act in inserting section 19 
authorizing the consideration of laches, as suggested by the Hearings before the 
Committee on Patents of the House of Representatives, Hearings before Committee 
on Patents, Subcommittee on Trade-Marks, on H. R. 102, H. R. 5461 and 3. 895, 
77th Cong., Ist Sess. 153, 154 (1941), was that this section would eliminate the 
hardship following literal interpretation of section 13 of the 1905 Act. Under that 
Act cancellation petitioners guilty of gross laches were allowed to cancel subsequent 
registrations regardless of how much hardship resulted. Procter & Gamble Co. v. 
J. R. Prescott Co., supra. (Cited in footnote 1 of this opinion.) Section 19 of the 
1946 Act makes available the defense of laches and thus frees the registrant to 
present an equitable defense which, in the eyes of the committee, he should have 
been free to present at all times. Thus this section creates no new defense but 
removes a statutory impediment to consideration of an old defense which had 
always existed. 


We concluded in that case that registrations under the 1905 Act are public 
records and that as such they constitute such constructive notice as will preclude 
a cancellation petitioner from pleading ignorance of the existence of a particular 
mark. Accordingly, although we concurred with the Patent Office tribunals that 
the marks and the goods there involved were so similar that confusion or mistake 
or deceit of purchasers was likely, we held that: 


It is our opinion that appellants’ registration constituted constructive notice 
to appellee, and that appellee, having stood idly by for some ten years during 
which time appellants innocently conducted and built up their business until it 
was larger than that of appellee, is now precluded by laches from obtaining can- 
cellation of appellants’ trade-marks. 


In our opinion, there are no material differences between the facts of this 
case and those of the Willson case, supra, although we again note that the delay 





1. Cluett, Peabody & Co., Inc. v. Samuel Hartogensis (Arrow Emblem Co., Inc., 
Substituted), 17 C. C. P. A. (Patents) 1166, 41 F. 2d 94,5 U. S. P. Q. 129; The Procter @ 
Gamble Co. v. J. L. Prescott Co., 22 C. C. P. A. (Patents) 1173, 77 F. 2d 98, 25 U. S. P. Q. 
252. 


2. See Gerstendorfer Bros. v. United Supply Co., 26 F. 2d 564, which we discussed in 
some detail in the Willson case, supra. 
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in bringing the cancellation petition was 10 years in that case, whereas here the 
delay was 18 years. We therefore hold under the rule and authority of the 
Willson case, supra, that appellant’s registration constituted constructive notice to 
appellee, and appellee, having stood idly by for over 18 years during which time 
appellant innocently conducted and built up its business and developed con- 
siderable good will in its trade-mark, is now precluded by laches from obtaining 
cancellation of appellant’s mark. 

We think it unnecessary to consider the question of whether the marks and 
goods here involved are so similar that confusion or mistake or deceit of pur- 
chasers is likely, since assuming, arguendo, that they are, this would not alter 
disposition of the case in view of our holding, as stated above, on appellant’s 
affirmative defense of laches. See Willson et al. v. Graphol Products Co., Inc., supra. 

In view of the foregoing, the decision of the commissioner is reversed.® 


O’ConneELL, J., (dissenting) : 
The paramount national interest of the purchasing public, together with 


appellee’s broadened private interest at home and abroad under the Act of 1946, 
requires the affirmance of the concurring decisions rendered by the tribunals of 
the Patent Office in this case, irrespective of the fact that the successful appellee 
there has made no appearance here! to assert its established prior and substantive 
right? against a subsequent user of the identical mark® on goods concededly and 
essentially identical. 

Laches may be imputed to one who had actual knowledge of the infringe- 
ment of his mark. Lantz Brothers Baking Co. v. Grandma Cake Co., etc., 34 
C. C. P. A. (Patents) 1073, 161 F. 2d 739, 74 U. S. P. Q. 22. Laches also may 
be imputed to one who had legal knowledge of facts which would lead a reason- 
able man to discover the infringement and stop it. As sometimes stated, legal 
knowledge is an essential element which must be proven by a party who seeks 
to charge another with laches. Standard Oil Co. of Colorado v. Standard Oil Co., 
72 F. 2d 524, 527; 22 U. S. Pat. Q. 241; Ginsberg G Bros. Inc. v. Boston Maid, 
85 U. S. P. Q. 430. Restatement of the Law of Torts, section 751; Robert, The 
New Trade-Mark Manual, pages 194-196. 

Trade-mark rights, like others that rest in user, may be lost by laches, abandon- 
ment, or acquiescence, but the burden of the establishment of such a forfeiture 
must be specially pleaded and strictly proved by the party asserting it. E. J. 
Dupont De Nemours & Co. v. Celanese Corp. of America, 35 C. C. P. A. (Pat- 
ents) 1061, 167 F. 2d 484, 77 U. S. P. Q. 364. In other words, one who relies 
upon laches as a ground of relief has the burden of its establishment and cannot 
be relieved thereof by the doctrine of constructive notice. 

3. Jackson, J., retired, recalled to participate herein. 

1. Schering & Glatz, Inc. Sharpe & Dohme, Inc., 32 C. C. P. A. (Patents) 827, 


146 F. 2d 1019, 64 U. S. P. Q. 394. 

2. S.C. Johnson & Son v. Johnson, 175 F. 2d 176. See also Mishawaka Mfg. Co. v. 
Kresge Co., 316 U. S. 203; Hanover Milling Co. v. Metcalf, 240 U. S. 403. 

3. There is no distinction in a trade-mark sense between a foreign word and its English 
equivalent. Heintz v. American Tire Machinery Company, 31 C. C. P. A. (Patents) 862, 
140 F. 2d 1013, 60 U. S. P. Q. 575; Nestle’s Milk Prod., Inc. v. Baker Import Co., Inc., 
37 C. C. P. A. (Patents) 1066, 182 F. 2d 193, 86 U. S. P. Q. 80; In re Maclin-Zimmer- 
McGill Tobacco Co., Inc., 49 App. D. C. 181, 262 Fed. 635. 
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That doctrine as applied in Willson v. Graphol Products Co., Inc., 35 C. C. 
P. A. (Patents) 857, 165 F. 2d 446, 76 U.S. P. Q. 312, is necessarily limited under 
section 22 of the Act of 1946 to the subsequent user of a previously registered 
trade-mark and cannot be applied for identical merchandise against the original 
registrant of an identical mark. As Robert, supra, correctly put it at pages 129-130: 
What does constructive notice mean, and what is its effect? It means simply 
that once a mark is registered on the principal register, everyone is charged with 
notice of the registrant’s claim of ownership of the mark. It means that no claim 
of rights may be asserted by another if he adopted and used the mark after the regis- 
tration was granted. It means that adoption and use by another after the mark is 
registered is an unlawful use and cannot be justified by a claim of innocence, good 
faith, or lack of knowledge. In short, it means that the registrant is protected 
from “ambush” by a subsequent user. 
* * * Tt places squarely on the shoulders of all prospective users the duty and 
responsibility of searching the register in the Patent Office before adopting and 


using a mark. * * * 
+ * : * * 


* * * No right to concurrent registration may be claimed if the use does not 
antedate the filing date of an application by another to register it;4 and no claim of 
lawful use may be asserted if the use commenced after a registration of the mark 
was granted. In the latter case, the mark was not adopted “without knowledge” 
because the user is charged with notice by virtue of the registration. 

Appellant stresses the importance of its assertion that no actual confusion 
over a period of twenty consecutive years’ use of the competitive marks has been 
shown by appellee. The tribunals of the Patent Office have correctly held, how- 
ever, that no significance may be attached to that point, and evidence of actual 
confusion in all such cases is not required. La Touraine Coffee Co. v. Lorraine 
Coffee Co., 157 F. 2d 115. Moreover, because the public interest is involved in 
the issuance of patents and trade-marks, appellant may not rely upon or acquire 
any legal rights against the original owner of an identical mark by reason of the 
erroneous subsequent registration to another of the same mark or an invalid one. 
In re St. Paul Hydraulic Hoist Co., etc., 37 C. C. P. A. (Patents) 751, 177 F. 2d 
214, 83 U.S. P. Q. 315. 

The pertinent fact that appellee’s mark and advertising from the outset have 
impressively displayed the notation “Lightnin” cleaner, appropriated by appellant, 
has been here ignored. Under the law, as this court has heretofore uni- 
formly expressed it, advertising slogans, such as we have here, and such as “Good 
to the Last Drop,” have been quarantined from appropriation and use by a subse- 
quent user. Cheek-Neal Coffee et al. v. Hal Dick Mfg. Co., 17 C. C. P. A. (Pat- 
ents) 1103, 40 F. 2d 106, 5 U. S. Pat. Q. 55; G. H. Packwood Manufacturing Co. 
v. The Cofax Corp., 37 C. C. P. A. (Patents) 1195, 183 F. 2d 196, 86 U.S. P. Q. 
410. 

The appellant here is leaning on a weak crutch, and the able and current 
decisions of the tribunals of the Patent Office should be affirmed for the reasons 
therein stated. 


4. Section 2 (d). 
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THE BROWN-BROCKMEYER COMPANY v. WESTINGHOUSE 
ELECTRIC CORPORATION 


No. 5886—C. C. P. A.—June 24, 1952 


OpposiTIons—EvipENCE—GENERAL 
On facts of record, opposer held to have failed to establish likelihood of confusion. 


TrapE-Marxks—Marxs Not ConrusInc_Ly SImMILAR—PARTICULAR INSTANCES 
“Life-Line” held not confusingly similar to “B-Line,” used on the same goods, 
under 1946 Act. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by The Brown-Brockmeyer Company against Westing- 
house Electric Corporation. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 

Toulmin & Toulmin (H. A. Toulmin, Jr. and H. H. Brown of counsel), for Op- 
poser-appellant. 
James Atkins (G. M. Crawford and Arthur Stewart of counsel), for appellee. 

Before Garrett, Chief Judge, and O’CoNnNELL, JoHNsoN, WorLEy, and 
Jackson (retired), Associate Judges. 

Jackson, J.: 

This is an appeal in an opposition proceeding under the Trade-Mark Act of 
1946, from a decision of an Examiner-in-Chief of the United States Patent Office, 
89 U. S. P. Q. 169, reversing a decision of the Examiner of Trade-Mark Interfer- 
ences sustaining an opposition filed by appellant against the registration of appel- 
lee’s trade-mark and adjudging that such mark is not entitled to registration. 

The mark disclosed in the application of appellee consists of the notation 
“Life-Line” with slanted letters, the first of which is composed of a larger “L” than 
the “L” in the second word and with a bar extending under all of the letters except 
the first. The application, serial No. 532,893, was filed August 29, 1947, as applied 
to “Electric Motors.” It is alleged in the application that first use of the mark was 
on April 16, 1946, and its first use in interstate commerce on July 22, 1946. 

In its notice of opposition dated August 24, 1948, appellant alleges it is the 
owner of the trade-mark “B-Line,” registered July 13, 1926 and renewed in 1946, 
No. 215,250, as applied to “Electrical Motors.” It is further alleged that the goods 
of the respective parties to which their marks are applied are of the same descrip- 
tive properties and that their concurrent use would be likely to cause confusion or 
mistake in the minds of the trade or public or deceive purchasers and appellant 
would be damaged by the use or registration of appellee’s mark. 

The Examiner of Interferences noted the concession of appellee that appellant 
is the prior user of its mark. He further noted that no testimony was taken by 
appellee and that appellant is entitled to priority in the use of the trade-mark 
“Line” and “Truly Life-Time Motors,” allegedly used on electrical motors prior to 
the filing date of appellee. The examiner stated that the only allegation of priority 
of use by appellant pleaded in its notice of opposition is the mark “B-LINE” and 
therefore held that the only question for determination is whether the concurrent 
use by the parties of their respective marks “B-LINE” and “Life-Line” on the same 
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kind of goods is likely to be the source of confusion or mistake or deceive purchasers. 
It was the opinion of the examiner that the word “line” is the dominant part of 
the mark of appellant and therefore there would be likelihood of confusion if that 
word were used by another with another letter of the alphabet substituted for the 
letter “B.” While he observed that the substitution of the word “life” for the letter 
“‘B” in some respects distinguished the marks he was of opinion that in other respects 
the likelihood of confusion is increased by the suggestion that when the goods are 
sold side-by-side or advertised through the same advertising media they had the 
same origin and that those marked “Life-Line” are of superior quality. Considering 
the marks as a whole the examiner was of opinion that there is likelihood of confu- 
sion and mistake if the respective marks of the parties are used concurrently on 
like products, citing Auburn Rubber Corp. v. Hanover Rubber Co., 27 C. C. P. A. 
(Patents) 743, 107 F. (2d) 558, 43 U.S. P. Q. 395; Lever Bros. Co. v. The Sitroux 
Co., Inc., 27 C. C. P. A. (Patents) 858, 109 F. (2d) 445, 44 U. S. P. Q. 357. In 
the former of those cases the conflicting marks were the numeral “2” over the word 
“Life” and “NU-LIFE”; and in the latter case, the competing marks were “sit-ru- 
lux” and “Lux.” 

The Examiner-in-Chief observed that the only question properly involved is 
that of confusing similarity of the respective marks of the parties. He stated that 
appellant adopted the word “line” as one of its marks and applied for its registra- 
tion on November 22, 1947; that it obtained registration on the Supplemental 
Register of the expression “Truly Life-Time Motors” dated August 5, 1947, regis- 
tration No. 508,311; that the latter registration states the date of first use of the 
mark to be August 6, 1947, and used in the form of “Truly A Life-Time Motor” 
in February, 1947. 

The Examiner-in-Chief also noted that appellant refers to the copyright of 
the latter phrase and stated that it had reference to a copyrighted advertisement 
in which the phrase appeared but not of any date earlier than those alleged in the 
registration. 

The Examiner-in-Chief considered that the testimony and arguments on behalf 
of appellant involving the mark “line” and the phrase “Truly A Life-Time Motor” 
were improper for the reason that the only mark relied on in the notice of opposi- 
tion is the trade-mark “B-LINE.” There is nothing in the notice of opposition con- 
cerning the mark “Line” or the expression “Truly A Life-Time Motor” and no 
claim of prior use was made as to those marks in the notice. Therefore, he held 
that it cannot be assumed that appellant’s use of those two expressions was prior 
to appellee’s use of his mark. He further stated that even if it be admitted, for 
the sake of argument, that appellant could rely upon the use of those expressions 
which were not pleaded, it would still have upon it the burden of proving that 
their use was prior. There is nothing in the record to establish that such use was 
prior to the use by appellee of its mark and the Examiner-in-Chief stated that “in 
fact, the record strongly suggests that opposer adopted the two expressions after and 
with knowledge of applicant’s activities.” 

The Examiner-in-Chief disagreed with the Examiner of Interferences who held 
that the word “line” is the dominant feature of appellant’s mark. In that connec- 
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tion he stated that merely because the word “line” appears at the end of each of 
the marks there is no reason for it being considered as the dominant feature and 
that simply because the last syllable of appellant’s mark occupies more space than 
the first syllable does not render the word “line” its dominant feature. 

The Examiner-in-Chief held, and properly so we think, that the relative num- 
bers of letters are not of moment in the two syllables, and he stated that it could be 
equally well argued that “B” is the dominant feature of appellant’s mark because 
it appears first in place. 

It is stated in the decision of the Examiner-in-Chief that the usage of appel- 
lant’s involved mark in its various exhibits and advertisements discloses that “B” 
is always associated with “line.” He noted that the mark at times is written 
entirely in capitals, at other times in capital and lower case letters, and in the latter 
event occasionally in script. He observed that many advertisements of appellant 
carry a seal or monogram device with the “B” appearing as a large capital letter 
and the word “line” appearing in small letters beneath or at the line. 

In the opinion of the Examiner-in-Chief the word “line” in the combination 
“B-LINE” is either of equal significance to the letter “B” or of less significance, but 
not dominant over the letter section of the mark with respect to its appearance and 
usage. He also properly stated that the meaning of the word “line” in commerce 
indicates it is only a subordinate part of the mark in a combination such as that 
of appellant. 

The Examiner-in-Chief was of opinion that there is no likelihood of confusion 
or mistake or deception of purchasers in the concurrent use by the parties of their 
respective marks and on the goods to which they apply. He did not consider the 
Auburn Rubber Corp. case, supra, which was cited by the Examiner of Interferences, 
to be in point for the reason that there, one mark was “2-Life” and the other 
“NU-LIFE,” which not only had a common final syllable but the first syllables in 
the marks were similar in sound. In the instant case we find no similarity of sound 
or meaning in the first syllables of the respective marks. 

The Examiner-in-Chief pointed out that counsel for appellant attempted to 
show instances of actual confusion between the marks. One of those was a letter 
received by appellant from someone in China who owned a number of appellant’s 
motors. A statement in that letter reads “what means B-Line? Is it means second 
class quality?” We agree with the Examiner-in-Chief that if any confusion is shown 
in that letter it is in the meaning of appellant’s trade-mark. 

Apparently, the Chinese gentleman knew enough English to understand the 
commercial meaning of the word “line” and also that the letter “B” is used to indi- 
cate second-grade goods. Therefore, we find nothing in the letter to suggest any 
confusion as to origin or that the mind of the writer was confused, but, if it were, 
it was caused by the use appellant made of its mark. 

We find no evidence that there was any confusion shown in the record caused 
by appellee’s use of the mark, nor is there any suggestion of any confusion as to the 
origin of its goods. 

It was also contended that by reason of certain allegedly similar advertisements 
confusion is emphasized. Those advertisements consist of one placed by appellant 
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in November 1946 in the Machine Design and Electrical Manufacturing and an 
advertisement of appellee which appears in The Iron Age of September 11, 1947. 
Both advertisements, of course, relate to electric motors, have three illustrations, and 
have the name of the producing company at the bottom thereof, but any other 
resemblance is very remote and of no consequence. 


As we view it, the expressions do not look alike, do not sound alike, nor have 
they the same meaning. 


For the reasons hereinbefore set out we think that appellee is entitled to the 
registration of its mark and we are in accord with the succinct decision of the 
Examiner-in-Chief. The decision appealed from is affirmed.! 


O’ConnELL, J., (dissenting) : 


Westinghouse properly concedes herein its brief that while the primary test 
with regard to the confusing similarity of trade-marks attached to competing mer- 
chandise involves a consideration of the respective marks as a whole, nevertheless 
it is permissible and often necessary to dissect the marks in order to disclose pro- 
hibited descriptiveness or likelihood of confusion which otherwise may not be 
apparent.! 


Westinghouse presenting its argument on the foregoing assumption contends 
that the only point of similarity between the involved marks, the suffix “Line,” is 
nowise descriptive of the electric motors in issue,” is not the dominant feature of 
either mark, and does not render the marks, as a whole, confusingly similar, because 
the ordinary purchaser would attach little importance to “Line” when both marks 
are concurrently used on electric motors identical in kind. 


The record, however, does not support Westinghouse. As the Examiner of 
Trade-Mark Interferences in his decision aptly put it: 


It is the examiner’s opinion that the word “Line” is the dominant part of 
opposer’s mark. Certainly there would be likelihood of confusion if this dominant 
part were used by someone else and another letter of the alphabet were substituted 
for the letter “B.”’ The substitution of the word “Life” for the letter “B,’’ in some 
respects, makes the marks involved more distinguishable, but in other respects 
increases the likelihood of confusion by suggesting, when the good as sold side by 
side or advertised through the same advertising media, that both goods have the 
same origin, and that those marked “Life-Line” are of superior quality. Con- 
sidering the marks as a whole, the examiner is of the opinion that there is likeli- 





1. Jackson, Judge, retired, was recalled to participate herein. 

1. Citing Firestone Tire @ Rubber Co. v. Montgomery Ward @ Co., Inc., 32 C. C. P. A. 
(Patents) 1074, 150 F. 2d 439, 66 U. S. P. Q. 111; Franco-Italian Packing Corp. v. Van 
Camp Sea Food Co., Inc., 31 C. C. P. A. (Patents) 1029, 142 F. 2d 274, 61 U.S. P. Q. 369. 
See also Frankfort Distilleries, Inc. v. Kasko Distillers Prod. Corp., 27 C. C. P. A. (Patents) 
1189, 1190, 111 F. 2d 481, 45 U. S. P. Q. 438. ; 

2. In its application for registration, Westinghouse took the following stand in the 
successful rebuttal of the examiner’s request for disclaimer of “Line” on the ground that it 
is descriptive of applicant’s goods: 

* * * Applicant’s mark is used on electric motors and it is not seen how the term 

“Line” can possibly be held to describe these motors. In trade or commerce the 

term line is used to designate a supply or stock of various qualities and values of 

the same general class of articles. The term line, however, is never used to describe 

the particular goods constituting the line. Such term is no more descriptive of 

electric motors than of women’s dresses. In other words, the term line is synony- 

mous with the term class. (Italics quoted.) 
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hood of confusion and mistake if the respective marks are used concurrently on the 
same products. 


The record discloses that the identical goods of the parties are not only sold 
side by side but also have been advertised simultaneously in the same class of adver- 
tising mediums since the recent entry of Westinghouse into the field. There is no 
dispute that as a matter of fact, and as established by the evidence of record, the 
letter “B” in appellant’s mark “B-Line” is the initial for the individual surnames 
of Brown and Brockmeyer. 

Appellant’s opposition rests on the basis that the concurrent use of the respec- 
tive marks on the same goods, sold side by side and simultaneously advertised in 
the same mediums of trade, is likely to cause purchasers to believe that appellant’s 
“B-Line” motor is a second grade motor, the first grade being appellee’s “Life-Line” 
motor. 

In support of that contention, among other things, appellant submitted a letter 
from China, which so far as pertinent reads: 


Lee Hsing Textile Factory 
Wusih China, Aug. 19, 1848 [1948] 
The Brown-Brockmeyer Co. 
Dayton, O., U. S. A. 
Messrs: 
We have bought a number of your motors, include: 
Type PM 10 HP 1450 R.P.M. for Ring Frame 
Type PM 5 HP 1450 R.P.M. for Roving 
Type PM 3 HP 1450 R.P.M. for Winding 


All B-Line quality, from U. N. N. R. nine months ago. What means B-Line? Is 
it means second class quality? The running condition is good. But with our old 
opinion, the installed ball bearing arrangement doubted us, * * *. 
* * * We are confused, please direct us some opinion, and the proper operating 
method for your motors, very thanks. 
Yours truly, 
WANG SHI AN. 
Mec. & Ele. Dept. 
Lee Hsing Textile Factory 


In reply to the customer, appellant, among other things, replied: 


Dear Sir: 

We were interested to learn from your letter of August 19th that you purchased 
a number of three, five and ten horsepower B-Line motors through U. N. N. R. A. 
and that you are satisfied with their performance. * * * 

B-Line is our trade-name and not a quality classification. All B-Line products are 
first quality products designed and produced in thoroughly modern plants by expert 
motor craftsmen. Illustrated circulars on our motors and grinders are enclosed 
for your information. 

* * * * * 


More vital to the essential issue in this case, however, is the following excerpt 
from Brown-Brockmeyer’s Exhibit 12 of record, consisting, among other things, of a 
letter from their Los Angeles representative, the Kuhn Company, indicating that 
the Requisition Officer for the United States Navy at Inyokern had withheld the 
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placing of orders for appellant’s motors on the ground that such motors were not 
“Class A” motors. In the letter of May 31, 1949, Kuhn, so far as pertinent, wrote: 


This letter is in further reference to the several invitations outstanding on bids 
issued from the Inyokern office of the Navy. 

When I called on them Wednesday regarding the bids, I was told off the 
record that the Navy did not know what to do about the bids since the Brown- 
Brockmeyer Company were low on items in each bid. Since they did not consider 
our motors to have enough “quality” and were not “rugged” enough to stand the 
desert temperatures of Inyokern they did not issue orders and did not know how 
to issue them without giving them to Brown-Brockmeyer. I was asked why we were 
furnishing B-Line quality motors since they wanted first class motors and thought 
we should give them A-Line motors. They said “You know how good a “B” motion 
picture usually is—no good.” I explained that B-Line had nothing to do with the 
product being second quality. Incidentally, we get a lot of comment on the name 
B-Line in this regard. 


More correspondence and telegrams on the same point addressed in protest 
by appellant to the officer of the Navy in charge of the purchasing of supplies are 
part of the record here, together with the following significant and unrefuted testi- 
mony given by Stephen A. Brown, president of the appellant company in response 
to the questioning of counsel: 


, 


Q.82. As far as you know, has any other company ever used the word “Line’ 
in connection with electric motors prior to your adoption of it as early as 1926? 

A. No, I know of no one having used the word “Line.” It was just an 
arbitrary word we used with the “B” in order to get the trade-mark when used 
in connection with motors. 

Q.83. Has anyone used the word “Line” in connection with motors until 
Westinghouse came out with this trade-mark, in 1946, of “Life-Line” ? 

A. I don’t know of anybody. I have never seen it used in connection with 
motors to my knowledge. 

Q.84. Did you have any competition from any other motor manufacturer, 
with the use of the word “Line” or “B-Line,” between the period of your first 
adoption of it in 1926 and the time when Westinghouse adopted “Life-Line” in 
1946? 

A. I know of no competition from any other motor company using the word 
“Line” from the time that we started in business in 1925 up to the time Westing- 
house started to use the word “Life-Line.” 

* * * * * 

Q.88. The fact that the word “Line” is the predominating word in the 
Westinghouse mark “Life-Line,” as you have so testified, what effect did this have 
on your business and your customers? 

A. As I look on the word “Life-Line,” the word “Line,” as far as I am con- 
cerned, means motors. We have spent about a quarter of a century building up 
that word, and that has given us a great deal of prestige and good will. The word 
“Life,” as far as I can understand, means longevity, and on that basis I would say 
that “Life-Line” means a Class A motor. 

If Westinghouse is building a Class A motor and we are advertising a “B-Line” 
motor, it seems to me that Westinghouse is getting a free ride. As a matter of 
fact, ever since Westinghouse has started to use the word “Life-Line” we have had 
complaints come in to us where customers have graded our motors as a “B-Line” 
quality. We never had those complaints before, as long as we have been in business, 
never had any complaints like that before. The result has been that we have lost 
business, we have lost prestige. 
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We are definitely not building a poor product; our product is better today than 
it has ever been, especially since you (Glancing at counsel for Applicant)? have 
introduced this trade-mark. We have expended more money in machines, in im- 
proving our product, and more money in inspection than before you introduced 
the trade-mark “Life-Line.” But still we are getting these complaints whereby our 
motors are being graded as “B-Line” motors—B Grade motors. Now, whether 
it is intentional or unintentional on your part—on the part of Westinghouse—or 
whether it is a psychological reaction from the public in general, I don’t know. 
But it has hurt us tremendously. 


The record is replete with additional testimony of a similar nature submitted 
on the part of appellant. For example, the witness, David C. Benning, retired postal 
supervisor who handled appellant’s mail at Dayton, Ohio, told how customers from 
time to time over a period of years addressed mail to appellant merely as the 
“Line Company,” or as “Line, Inc.” The law has long been settled that where the 
purchasing public has given a product a name other than its registered trade-name, 
such as “Koke” for “Coca-Cola,” one who appropriates such a nickname for use 
on identical goods, regardless of fraudulent intent or proof of actual injury, is guilty 
of unfair competition against which protection by injunction will be granted. 
Coca-Cola Co. v. Koke Co., 254 U. S. 143; Coca-Cola Co. v. Boas, 27 F. 2d 756; 
The Coca-Cola Company v. China Finance Corporation, 42 U. S. P. Q. 108. 

Industrious efforts made by appellant to prevent the spoliation of its reputation 
and good will caused by the advent into the field of Westinghouse with its accused 
trade-mark are disclosed in the record. Concededly the electric motor marketed by 
each of the parties is of the highest quality, yet appellant has not been able to 
counteract the degrading influence caused by Westinghouse. The confusion by 
which appellant’s customers have been diverted and by which its business may 
ultimately meet disaster emanates from the destructive force of the insidious West- 
inghouse mark which has unfairly placed appellant’s motor in a false and degrading 
light before the purchasing public. 

The predominant part of the respective marks, the suffix “Line,” is not pri- 
marily descriptive of an electric motor, and Westinghouse by its own representation 
to that effect before the examiner is here estopped from claiming that it is. Skol 
Company, Inc. v. Olson, 33 C. C. P. A. (Patents) 715, 151 F. 2d 200, 67 U.S. P. Q. 
96. Since words primarily descriptive of the goods or their character are the only 
words which reside in the public domain subject to be freely appropriated by any 
person in the same line of business for use in the sale of wares, Standard Paint Co. v. 
Trinidad Asph. Co., 220 U. S. 446, 453; Celanese Corp. of America v. E. I. Dupont 
De Nemours & Co., 33 C. C. P. A. (Patents) 948, 154 F. 2d 146, 69 U.S. P. Q. 101; 
KoolVent Metal Awning Corp. of America v. Price, 91 U. S. P. Q. 378, Westing- 
house is not entitled to appropriate “Line” as part of the mark which that corpora- 
tion here desires to register. In re Brockway Glass Company, Inc., 33 C. C. P. A. 
(Patents) 969, 154 F. 2d 673, 69 U.S. P. Q. 324. 

There is no escape from the conclusion upon the facts presented that Westing- 
house in this case has attempted through the color of law to obtain an unfair 





3. Westinghouse took no testimony but its counsel was present and cross-examined wit- 
nesses who testified for appellant. 
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advantage over its competitor, and therefore registration of its mark should be 
refused not only on the ground of confusing similarity but also on the ground of 
unfair competition. Coty, Inc. v. Perfumes Habana, S. A., 38 C. C. P. A. (Patents) 
1180, 190 F. 2d 91, 90 U.S. P. Q. 224; Kaut-Reith Shoe Co. v. International Shoe 
Co., 45 App. D. C. 545. This is particularly true under the Act of 1946, which 
provides that the greatest protection at home and abroad must be given to previously 
registered trade-marks used on competitive goods. Bacardi Corp. v. Domenech, 
311 U. S. 150; S. C. Johnson & Son v. Johnson, 175 F. 2d 176, certiorari denied, 
338 U. S. 860.4 
The following statement quoted from the decision of Coty, Inc., supra, is of 
special significance here: 
The Commissioner of Patents, in placing the imprimatur of the Patent Office 
of the United States Government upon applicant’s marks by granting registration 
thereof, pursued a method of reasoning whereby the trivial was exploited and the 
important ignored. 
As Mr. Justice Holmes put it, writing for a unanimous Court in Coca-Cola Co. 
v. Koke Co., 254 U. S. 143: “Of course a man is not to be protected in the use 
of a device the very purpose and effect of which is to swindle the public.” 


Holmes further pointed out there that the defects of an owner’s trade-mark 
not offer a very broad ground for allowing another to swindle him.” 


Justice 


“ 


do 


Appellant has raised other points regarding the secondary meaning of its 
trade-mark and presented other facts tending to prove that Westinghouse in the 
adoption of the word “Line” had illegally appropriated advertising material which 
appellant had used in the association with the sale of its merchandise long before 
Westinghouse entered the field.® 

It is difficult, however, to completely define here the validity of appellant’s 
position in those respects. Findings of fact derived from what might be called con- 
ference table consideration are not as a rule clear cut and complete like the findings 
of fact based upon additional extrinsic evidence produced in open court by recourse 
to testimony from the market place and the consuming public. Philadelphia Inquirer 
Co. v. Coe, 133 F. 2d 385. Therefore, appellant should exercise its right under the 
statute and present the issue de novo before such a tribunal. John Morrell & Co. v. 
Doyle, 97 F. 2d 232. 

For the reasons hereinbefore stated, the decision of the Examiner-in-Chief, 
in my opinion, should be reversed. 





HART SCHAFFNER & MARX v. EMPIRE MANUFACTURING CO. 
No. 5889—C. C. P. A.—June 24, 1952 
TrapE-MarKks—Marxks Not ConFrusinGLy StmrLAR—ParTICULAR INSTANCES 


Composite mark consisting of the words “Dixie Leader,’ at top of rectangular 
label, with slogan “A Sure Bet’ beneath and disclaimed and having a circle con- 





4. See also sections 44 (h) and (i) of the Trade-Mark Act of 1946; Robert, The New 
Trade-Mark Manual, pages 167-180; Jewel Tea Co. v. Kraus, 187 F. 2d 278. 

5. Section 45 of the Act of 1946; Cheek-Neal Coffee et al. v. Hal Dick Mfg. Co., 
[Good to the Last Drop], 17 C. C. P. A. (Patents) 1103, 1104, 40 F. 2d 106, 5 U. S. Pat. Q. 
55; Lucky Heart Laboratories, Inc. v. Morton G. Neumann, 33 C. C. P. A. (Patents) 1034, 
154 F. 2d 519, 520, 69 U. S. P. Q. 393. 
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taining picture of head of a horse below slogan, with racetrack scene in background, 
held not confusingly similar to “Dixie Weave,” the word “Weave” being disclaimed, 
under 1946 Act. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Hart Schaffner & Marx against Empire Manufac- 
turing Company. Opposer appeals from dismissal of notice of opposition. Affirmed. 
Rogers and Woodson, William T. Woodson, Beverly W. Pattishall, Jewett, Mead, 

Browne & Schuyler, Thomas L. Mead, Jr. and Francis C. Browne for opposer- 

appellant. 

Charles R. Allen (Charles R. Allen, Jr. of counsel) for appellee. 

Before Garrett, Chief Judge, and O’CoNnNELL, JoHNsON, Wor-ey, and 
Jackson (retired), Associate Judges. 

Wor ey, J.: 

This is an appeal in a trade-mark opposition proceeding from the decision 
of the Commissioner of Patents, 88 U. S. P. Q. 287, reversing the decision of the 
Examiner of Interferences which sustained the contention of opposer that the 
marks “Dixie Weave” and “Dixie Leader” are confusingly similar. 

This proceeding is governed by the provisions of the Lanham Act (Trade- 
Mark Act of 1946), specifically section 2(d) relating to confusion or deception 
of purchasers. Both parties filed briefs and were represented at the hearing. The 
record reflects testimony of but one witness, he representing the opposer. Several 
exhibits were received in evidence. 

Appellee, hereinafter referred to as the applicant, is a corporation doing busi- 
ness as the Empire Manufacturing Company, domiciled at Winder, Georgia. The 
appellant, hereinafter referred to as opposer, is a corporation doing business as 
Hart Schaffner & Marx and domiciled at Chicago, Illinois. 

Under date of September 16, 1947, applicant filed an application for regis- 
tration of its trade-mark “Dixie Leader” serial No. 534,612, as applied to work 
clothes, namely, overalls, jumpers, dungarees and shirts. Applicant alleges the date 
of first use of its mark in interstate commerce as January 15, 1940. 

The opposer based its opposition on the ground of its ownership of the mark 
“Dixie Weave” as applied to men’s suits, comprising coats, vests and trousers. 
That mark was first registered September 5, 1916, and has been regularly renewed 
with the word “Weave” disclaimed except in connection with the word “Dixie.” 

The mark “Dixie Leader” is composite in form. The involved words are 
in large letters and appear at the top of a rectangular label. Immediately beneath 
is the slogan “A Sure Bet” which is disclaimed, and below the slogan is a 
circle containing a picture of the head of a horse. In the background of the label 
is a scene depicting a race track showing four jockeys astride their horses with 
one horse several lengths in the lead. 

According to the specimens filed with the notice of opposition, the trade-mark 
“Dixie Weave” is in smaller type than the words “Hart Schaffner & Marx” on 
the label used on the product manufactured by the opposer. The record also shows 
that the fabric used in the opposer’s product is of a porous weave and light in weight. 

There is no dispute but that the opposer is the prior user and the only issue 
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here, as was true before the tribunals of the Patent Office, is whether the mark 
sought to be registered by applicant bears such a resemblance to the mark of the 
opposer as to be likely, when applied to the involved goods, to cause confusion 
or deception of the purchasers. 

The Examiner of Interferences, in sustaining the opposition, held that in the 
composite mark the notation “Dixie Leader” was clearly the dominant fea- 
ture of the applicant’s mark and was the feature upon which purchasers would 
rely in identifying applicant’s goods. He was also of the opinion that although 
there are specific differences between the articles of apparel involved herein, the 
similarity between “Dixie Leader” and “Dixie Weave” is such that the concurrent 
use by the parties of their marks is likely to cause confusion or deception as to the 
origin of the goods of the parties. 

The commissioner, in reversing the decision of the examiner, held that the 
word “Dixie” is not, as contended by counsel for the opposer, the dominant part 
of either mark; that although the goods of the respective parties belong to the 
same general class of merchandise, there is a well recognized difference between the 
two. He further held that the involved marks should be considered in their en- 
tireties and that the meaning inherent in each should not be ignored. He thus 
concluded that confusion as to the origin of the goods of the parties would not be 
likely to arise in the mind of the average customer. 

In its notice of appeal to this court, opposer sets out eighteen assignments 
of error, each of which has been given careful consideration. The cases cited by 
counsel for both parties have also been examined but, in our opinion, none of 
them are applicable to the facts of this case. 

The only issue here, as below, is whether concurrent use of the two marks 
upon the respective goods of the parties would be likely to cause confusion or 
deception as to origin in the mind of the purchasing public. 

It is obvious, of course, that the word “Dixie” is common to both marks but, 
in our opinion, there the resemblance ceases. The word “Weave” certainly does 
not look like the word “Leader;” neither do the two words sound alike nor do 
they have the remotest similarity in meaning. Ostensibly, the opposer intended 
to describe the character of its material, whereas the applicant presumably at- 
tempted to give his product a laudatory description. 

While it is true the involved goods are in the same general category of mer- 
chandise, we believe there is a distinct difference between light-weight and porous 
weave coats, vests and trousers obviously designed for dress purposes and those 
clothes designed for work purposes, namely, overalls, jumpers, dungarees and 
shirts. Although the single witness stated that the opposer also sold shirts and 
jumpers, there is no evidence that such goods were ever sold under the mark 
“Dixie Weave.” 

The opposer contends that since the word “Weave” has been disclaimed, it 
is thus left with only the word “Dixie” and therefore that to permit the registra- 
tion of the mark “Dixie Leader’ would be injurious to opposer. Such con- 
tention is, in our opinion, untenable. The word “Dixie” is cértainly not susceptible 
of exclusive appropriation. It is a term generally used to indicate the southern 
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part of the United States and as such belongs in the public domain. 

Since we do not believe the involved marks look alike, sound alike, or have 
the same meaning, we are of the opinion that their concurrent use on the respec- 
tive goods of the parties would not be likely to cause confusion in the mind of 
the purchasing public; therefore, the decision of the Commissioner of Patents is 
affirmed. 

Jackson, J., retired, recalled to participate herein. 

O’ConneELL, J., dissents. 





THE PEP BOYS—MANNY, MOE AND JACK v. 
THE EDWIN F. GUTH COMPANY 


No. 5864—C. C. P. A.—June 24, 1952 


Oppositions—Basis OF RELIEF—GENERAL 
Since notice of opposition did not allege use of opposer’s mark on any product 
other than storage batteries, no other product of opposer can be considered in this 
proceeding. 
Likelihood of confusion or mistake or deception of purchasers is ultimate test. 


TRADE-MarK Act oF 1946—REGISTRABILITY—SECTION 2 


Trave-Marks—Goops oF THE SAME CLASS—GENERAL 
Significance of change of statutory language from Section 5 of 1905 Act to 
Section 2 of 1946 Act is to eliminate as absolute prerequisite that goods be of same 
descriptive properties to justify refusal of registration of similar mark; but similarity or 
dissimilarity of descriptive properties of goods is still a factor to be considered and 
given much weight. 


TrapE-Marks—Goops oF DIFFERENT CLASSES—PARTICULAR INSTANCES 
Electric lighting fixtures and storage batteries held to differ so widely in use and 
characteristics which govern choice by purchasers that use of identical marks on them 
would not be likely to cause confusion or mistake or deceive purchasers as to source. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by The Pep Boys—Manny, Moe and Jack against The 
Edwin F. Guth Company. Opposer appeals from dismissal of notice of opposi- 
tion. Affirmed. 

Harvey B. Jacobson (John H. Lewis, Jr., of counsel), for Opposer-appellant. 
Koenig and Pope (John D. Pope III of counsel), for appellee. 

Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON, and 
Wor ey, Associate Judges. 

Jounson, J.: 

This is an appeal from the decision of the Commissioner of Patents, speaking 
through the Assistant Commissioner, 88 U. S. P. Q. 24, affirming the decision of 
the Examiner of Trade-Mark Interferences dismissing appellant’s notice of oppo- 
sition to the registration by appellee, under the Trade-Mark Act of 1946, com- 
monly known as the Lanham Act, of the word “Cadet” as a trade-mark for electric 
lighting fixtures. 

Appellee alleged July 1, 1944 as the date of first use of the involved mark in 





canta SS Gate Ri OES. 


Eat nites BIR A OT or ~ 








ae ete emer ter Ta 








42 T.M.R. THE PEP BOYS v. EDWIN F. GUTH CO. 759 


RR 


commerce among the several states. The application was examined and _ passed 
for publication pursuant to section 2 of the Trade-Mark Act of 1946, and the 
mark was duly published in the Official Gazette on August 10, 1948. On August 
27, 1948, appellant filed its notice of opposition to the said registration. 

In its notice of opposition, appellant alleged that it is the owner of the 
trade-mark “Cadet” for storage batteries, which mark had been registered in the 
United States Patent Office on December 10, 1929, and duly republished on July 
6, 1948, under the provisions of the Trade-Mark Act of 1946; that the trade-mark 
sought to be registered by appellee is identical with that of appellant; that if 
appellee’s mark is registered it would be a source of damage and injury to appellant 
and that the concurrent use of the respective marks would cause confusion or 
mistake or deceive purchasers as to the source of the products. There is no dis- 
pute that this registration is the property of appellant and that it has been properly 
renewed as alleged. 

Appellant also alleged, in the notice of opposition, that it has been in the 
business of selling batteries and other automotive supplies for many years prior 
to July 1, 1944, but did not allege registration or use of the trade-mark “Cadet” 
on any product other than storage batteries. 

Both parties filed stipulated statements in lieu of testimony providing that 
the “stipulated statements constitute matter which would have been testified to 
under oath by witnesses” had testimony been taken. 

It appears from the stipulated evidence that appellant owns and operates 
81 retail stores and in addition sells its products through 15 additional stores; that 
it manufactures and sells automobile storage batteries and many automobile parts 
and accessories, also electrical household light bulbs, electrical fuses, plugs and 
sockets, extension cords, and various other items; that in all its stores it sells more 
than 1,000 different items; that it has spent large sums in advertising its “Cadet” 
storage batteries; and that it has applied its mark “Cadet” to dry cell batteries, 
automobile electrical bulb kits, electric automobile bulbs and distilled water for 
storage batteries. However, since the notice of opposition did not allege use of 
the mark on any product other than storage batteries, no other product can be 
considered in this proceeding. Norma-Hoffmann Bearing Corp. v. Hufnagel, 29 
C. C. P. A. (Patents) 732, 123 F. (2d) 648, 51 U. S. P. Q. 466; Goldsmith Bros. 
v. Atlas Supply Co., 32 C. C. P. A. (Patents) 1001, 148 F. (2d) 1016, 65 
U. S. P. Q. 378. 

The stipulated evidence shows that appellee has been in the business of manu- 
facturing and selling electric lighting fixtures since 1902; that it uses the mark 
“Cadet” only on electric lighting fixtures which are mounted on the ceiling; that 
it sells these fixtures at wholesale to wholesale electrical supply jobbers (also called 
distributors and dealers) who ordinarily sell them to contractors; and that it does 
not sell these fixtures at retail or over the counter. 


Under section 5 of the Trade-Mark Act of 1905, 15 U. S. C. § 85, in order 
that a prior mark could be considered as a bar to registration of another mark, 
it was not only necessary that the marks be identical or confusingly similar, but 
it was also necessary that the latter mark be applied to “merchandise of the same 
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descriptive properties” as the former mark. The term “same descriptive proper- 
ties’ has been omitted from section 2 of the Act of 1946, which section contains 
provisions corresponding to section 5 of the Act of 1905. Section 2 of the Act of 
1946 provides that no trade-mark shall be refused registration on account of its 
nature unless it— 
(d) Consists of or comprises a mark which so resembles a mark registered in 
the Patent Office or a mark or trade name previously used in the United States by 
another and not abandoned, as to be likely, when applied to the goods of the 


applicant to cause confusion or mistake or to deceive purchasers: * * * [Italics 
supplied.] 


In our opinion, the significance of this change in the statutory language is 
to eliminate as an absolute prerequisite that the goods be of the same descriptive 
properties in order that registration of a mark may be properly refused. The 
ultimate test under the new Act is the likelihood of confusion or mistake or the 
deception of purchasers. However, this does not mean that the similarity or dis- 
similarity of the descriptive properties of the goods is no longer a factor to be 
considered. It should be considered in every case of this type since it is logically 


a factor of considerable importance to be given much weight in reaching the ulti- 


mate conclusion as to whether or not there is likelihood of confusion, mistake o1 
deception of purchasers when the mark sought to be registered is applied to the 
goods of the applicant. Thus, refusal of registration may be required in cases 
where there is likelihood of confusion, mistake, or deception even though the 
goods may technically, or in an abstract sense, fall in different categories. On 
the other hand, there may be situations where registration is permissible in the 
case of goods which technically fall within the same broad general class, but as 
to which it is apparent that confusion is unlikely. 


We discussed this change in the statutory language in the recent case of The 
Alligator Company v. Larus @ Brother Company, Inc., 39 C. C. P. A. (Patents) 
op ooo Oe GE) ..~_RBUArhe & 


It will be noted that both parties make use of the identical trade-mark. There 
being no dispute as to appellant’s priority of use, which is established by the record, 
the only question here presented is whether the respective goods of the parties on 
which the marks are used are such as to be likely to cause confusion in the minds 
of purchasers as to the source of origin. 


It appears to us that electric lighting fixtures and storage batteries are not 
associated in use, and from the stipulation of facts it appears that they are not 
handled by the same type of dealers or sold in the same manner. We believe that 
those who purchase electric lighting fixtures should properly be classed as dis- 
criminating buyers. We think such electric lighting fixtures are generally bought 
because of their decorative appearance or their lighting utility, and that the size 
and design is selected which will best fit into the decorative or lighting scheme con- 
templated by the purchaser. On the other hand, it seems to us that storage bat- 
teries are purchased for their well-known use in vehicles and for like applications 
and not because of their appearance or any of the other considerations involved in 
the purchase of a lighting fixture. 
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It is our opinion that appellant’s storage batteries differ so widely in use and 
characteristics which govern choice by a purchaser, and in all other respects, from 
the electric lighting fixtures of appellee that the use of identical marks on these 
respective products would not be likely to cause confusion, or mistake, or to de- 
ceive purchasers as to the source thereof. See Williams Oil-O-Matic Heating Corp. 
v. Westinghouse Electric @ Mfg. Co., 20 C. C. P. A. (Patents) 775, 62 F. (2d) 
378, 16 U. S. Pat. Q. 31; The White Company v. Vita-Var Corporation, 37 
Cc. C. P. A. (Patents) 1039, 182 F. (2d) 217, 86 U. S. P. Q. 84. 

The decision of the Assistant Commissioner sustaining that of the examiner 
dismissing appellant’s opposition and holding appellee entitled to the registration 
sought is affirmed.! 


O’ConNELL, J. (dissenting) : 

The change wrought by the Trade-Mark Act of 1946 does not give to the first 
user of a mark a wholly unjustified power to preempt new markets. S.C. Johnson © 
Son v. Johnson, 175 F. 2d 176, certiorari denied, 338 U. S. 860. However, for a 
period of more than 20 years appellant has applied its mark “Cadet” not only in the 
sale of storage batteries but also in the concurrent sale of numerous related articles 
used for lighting purposes. 

That fact has been explicitly eliminated from consideration by the majority, 
despite the stipulation of record entered into by appellee before the tribunals of the 
Patent Office to the effect: 

2. That the Opposer is in the business of the manufacture and selling of 
automobile parts and accessories, automobile storage batteries, electrical automobile 
bulbs, distilled water for storage batteries, battery cables and connectors, flashlight 
batteries, electrical household light bulbs, both incandescent and fluorescent types, 
electrical fuses, household electrical male and female plugs, household electric double 


plugs and light sockets, household electrical extension cords, household electrical 
night light assemblies, household electric iron cords, household electrical wire, * * *. 

6. That the trade-mark “Cadet” has been applied to, in addition to storage 
batteries as referred to in paragraph 5, dry cell batteries, automobile electrical bulb 
kits and electric automobile bulbs and distilled water for storage batteries for a date 
long prior to the date of use claimed by the applicant in this proceeding and that 
said products have been sold by the Opposer throughout the territories covered by 
Opposer’s retail outlet stores and affiliated stores. 

7. That “Cadet” storage batteries and the products referred to in the pre- 
ceding paragraph have been extensively advertised by means of billboard displays, 
store displays, catalogs and newspaper and radio advertising throughout the various 
areas of sales of Opposer’s products. (Italics supplied.) 


The interests of the purchasing public in their reliance upon brand names or 
marks, through caprice or otherwise, is an important factor which must be given 
consideration in the case at bar. Mishawaka Mfg. Co. v. Kresge Co., 316 U. S. 203; 
rehearing denied, 316 U. S. 712; Fed. Trade Comm’n. v. Algoma Co., 291 U. S. 67, 
78; Sunbeam Furniture Corp. v. Sunbeam Corp., 191 F. 2d 141. 

Since appellee because of its stipulation could not have been taken by surprise 





1. Jackson, J. sat during the argument in this case but retired April 1, 19 
the opinion was fully prepared. He was recalled in conformity with Section 294 
Title 28 U. S. C. to participate in the decision and did so. 
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before the tribunals of the Patent Office, and since in an opposition proceeding the 
function of the notice of opposition nowise requires the opposer to set forth therein 
the details of the proof relied upon, the ruling of the majority on the point in ques- 
tion appears to me to be erroneous. Tidy-House Paper Products, Inc. v. Tidy House 
Products Co., 38 C. C. P. A. (Patents) 1099, 189 F. 2d 280, 89 U. S. P. Q. 599; 
Sparklets Corporation v. Walter Kidde Sales Co., 26C.C. P. A. (Patents) 1342, 104 
F. 2d 396, 42 U.S. P. QO. 73; The Coschocton Glove Co. v. Buckeye Glove Co., 24 
C. C. P. A. (Patents) 1338, 90 F. 2d 660, 34 U.S. P. Q. 64. 

Such action by the majority has resulted not only in the blackout of an essential 
issue before this court but also will result in a judgment injurious to appellant and 
the paramount public interest. In that connection it is noted appellee concedes in 
its brief that “an electric lighting fixture has for its function the provision of a suit- 
able housing for a light bulb and the control of illumination.” 

The majority opinion discusses the point that the term “same descriptive prop- 
erties” of section 5 of the Act of 1905 has been omitted from section 2 of the Act of 
1946. No authority has been cited, and there is none as far as I am aware, which 
holds that the omission was intended to relax and not to tighten or broaden the 
protection at home and abroad! to be afforded a trade-mark previously owned and 
unabandoned. On the contrary, as Judge Learned Hand pointed out in Johnson © 
Son, supra, the Act of 1946 put the federal trade-mark law on a new basis, created 
a new substantive right in an existing mark, and, as stated in the report of the 
Senate Committee: 


There can be no doubt under the recent decisions of the Supreme Court of 
the constitutionality of a national act giving substantive as distinguished from merely 
procedural rights in trade-marks in commerce * * * and * * * a sound public 
policy requires that trade-marks should receive nationally the greatest protection 
that can be given them. (U. S. Code Congressional Service, 79th Congress, Second 
Session, 1946, p. 1277.) 


In Yale Electric Corporation v. Robertson, 26 F. 2d 972, the court raised the 
question as to “What harm did it do a chewing gum maker to have an ironmonger 
use his trade-mark?” In L. E. Waterman Co. v. Gordon, 72 F. 2d 272, the same 
court made the further observation that “It would be hard, for example, for the 
seller of a steam shovel to find ground for complaint in the use of his trade-mark on 
a lipstick.” Such logic disposes of the need for the term “goods of the same descrip- 
tive properties.” Such goods are so foreign in their competitive use that no confusion 
under a similar mark would be likely to arise. However, the same court also held 
that there would be likelihood of confusion if the mark “Yale” were used on flash- 
lights and batteries in view of the previous use of the identical mark by the opposer 
on locks and keys. See also Greyhound Corp. v. Robinson Houchin Corp., 89 U. S. 
P. Q. 621. 

Undue emphasis has been placed in this proceeding, in my opinion, on the 
method by which appellee has distributed its goods. As stated in the recent case of 
In re Fleet-Wing Corp., 38 C. C. P. A. (Patents) 1039, 188 F. 2d 476, 89 U.S. P. Q. 
369: 


1. Bicardi Corp. v. Domenech, 311 U. S. 150. 
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The emphasis placed * * * on the environment of sales is not appropriate be- 
cause the application for registration does not limit sales in any particular manner 
or to any particular stores or stations and it is well established that sales methods 
are subject to change at any time. 


For the reasons stated, the decision of the Acting Commissioner of Patents 
should be reversed. 





CAPEHART ETC. v. LUND ETC. 
No. A-7615— U.S. D. C. D. Alaska—August 27, 1952 


TrapE NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 
On facts of record, “Anchorage Freight Lines” held to identify plaintiff’s motor 
trucking service in Anchorage, Alaska, and vicinity. 
Well known limitation on establishment of trade-marks in geographical and de- 
scriptive terms held not applicable to trade names. 


Unrair CoMPETITION—BAsSIS OF RELIEF—GENERAL 
Whether or not defendant acted with fraudulent intent to harm plaintiff held 
immaterial. 


UnFain COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Plaintiff held entitled to injunction restraining defendant from using name 
“Anchorage Freight Distributors,” 
and Seward and vicinity. 
Plaintiff held entitled to attorney’s fees of $500. 


in connection with transportation business in Anchorage 


Unfair competition suit by Ralph H. Capehart, doing business as Anchorage 
Freight Lines, against William A. Lund, doing business as Anchorage Freight 
Distributors. Judgment for plaintiff granting injunction and attorney’s fee. 
Herman H. Ross, of Anchorage, Alaska, for plaintiff. 

Evander C. Smith, of Anchorage, Alaska, for defendant. 
Foita, D.J.: 

Early in the year 1951 the plaintiff established a motor trucking business at 
Anchorage, operating his trucks between Anchorage and Seward and other cities. 
Later the defendant commenced operations between Anchorage and Seward, and 
adopted the name of Anchorage Freight Distributors. Plaintiff now seeks to enjoin 
the infringement of his trade name “Anchorage Freight Lines.” 

The evidence shows that as a result of use and advertising, the name “An- 
chorage Freight Lines” came to be identified in the mind of the public in the 
area of Anchorage and vicinity with the services rendered by the plaintiff. It 


’ 


further appears that as a result of the use of the words “Anchorage Freight” in 
the names of both businesses, which have their headquarters at Anchorage and 
render the same services in the area referred. to, much confusion has ensued as 
to identity to the prejudice of the plaintiff. 

The defendant contends that the words “Anchorage Freight” are geographical 
and descriptive of the services and, hence, the use of them cannot become the 
basis for the rights asserted by the plaintiff. This is a well known limitation 
on the establishment of trade-marks, but is not applicable to trade names. Restate- 
ment of Torts, Sections 715 and 716. 
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Nor is it material whether or not the defendant acted with fraudulent intent 
to harm the plaintiff. Restatement of Torts, Section 717, comment (a). 

I am of the opinion, therefore, that the defendant should be permanently 
enjoined from using the name “Anchorage Freight Distributors” in connection 
with his transportation business in Anchorage and Seward and vicinity. 

An attorney’s fee of $500 is allowed. 





THE CONDE NAST PUBLICATIONS, INC. v. VOGUE SCHOOL OF 
FASHION MODELLING, INC. ET AL. 


U. S. D. C. S. D. N. Y.—May 28, 1952 


Courts—J uRISDICTION—GENERAL 
Since court has jurisdiction over claim for infringement of federally registered trade- 
mark, without regard to amount in controversy or lack of diversity of citizenship, court 
also has jurisdiction over related unfair competition claims. 


Courts—ConF.Lict oF LAws—APPLICABLE LAW 
New York and federal held the same as to unfair competition. 


TrapDEe-Mark Act or 1946—Errect or RecistraTION—SecTions 2(f) aNnp 15 


TraDE-MarKs—AcQUISITION OF RIGHTS—GENERAL 
Mark registered under section 2(f) of 1946 Act on November 16, 1948, held not 
entitled to claim benefits of “incontestability” clause of section 15 until November 16, 
1953; and until then it is still subject to defense of descriptiveness. 


TraDE-MarkKs—ACQUISITION OF RIGHTS—-SECONDARY MEANING 
While exclusive rights may not be acquired through usage of what is public 
property, the word “Vogue” held to have acquired a secondary meaning identifying 
plaintiff and entitling it to exclusive use in field of fashion which includes fashion 
modelling and schools where that is taught. 


TrADE-Marks—Basis OF RELIEF—GENERAL 
Plaintiff magazine publisher held entitled to injunctive relief against non-competitive 
use likely to cause confusion and to lessen the distinctiveness of plaintiff’s trade-mark. 
Upon facts of record, plaintiff held entitled to relief by injunction because of 
wanton appropriation of plaintiff's name and goodwill; and fact that plaintiff suffered 
no monetary damage held immaterial. 


TrRADE-MaARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 
INSTANCES 
Plaintiff held entitled to injunction restraining defendants from using the mark 
“Vogue” in school name and title, on stationery, brochures and advertising and restrain- 
ing defendants from representing directly or indirectly by any means, any association 
with, sponsorship or approval by plaintiff or its magazines. 


CopyriGHTS—SuBJECT MATTER—GENERAL 
Covers of plaintiff’s magazines held proper subjects of copyright since each was 
an artistic composition, one of the most significant features of magazine, demonstrating 
originality and good taste and a distinctive integral part of plaintiff’s magazines, entitled 
to protection under sections 3 and 5 of Copyright Act. 


CopyriGHTS—INFRINGEMENT—PARTICULAR INSTANCES 
Defendants’ use of plaintiff’s copyrighted material held substantial copying rather 
than “fair use.” 
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CopyrRIGHT INFRINGEMENT—SCOPE OF RELIEF—PARTICULAR INSTANCES 
In absence of proof of actual damage to plaintiff or of willful intent to infringe and 
of any sale of plaintiff’s copyrighted work for profit, plaintiff held entitled to injunction 
against defendants, jointly and severally, restraining them from any further copying, 
distribution or use of plaintiff’s covers involved and to statutory damages of $250 each 
for the seven copyright infringements. 


Trade-mark and copyright infringement and unfair competition suit by The 
Conde Nast Publications, Inc. against Vogue School of Fashion Modelling, Inc., and 
Ailene Stone Zissu. Judgment for plaintiff granting injunction and damages. 
DeWitt, Van Aken & Nast (C. Coudert Nast and William E. Flannery of counsel) 

of New York, N. Y., for plaintiff. 

Maurice R. Whitebook, of New York, N. Y., for defendants. 
Ryan, D. J.: 

In this suit Conde Nast Publications, Inc., a New York corporation, seeks 
to enjoin the continued infringement and unfair use of its trade name Vogue in 
connection with the operation by the defendants of the “Vogue School of 
Fashion Modelling, Inc.,” also a New York corporation. In seven other counts, 
it seeks an injunction and money judgment under section 101(b), 17 U. S.C. A, 
for infringement by defendants of seven separate copyrights owned by plaintiff. 

The first count embraces three separate claims: One arising out of the 
alleged infringement of the registered trade-mark Vogue; the second out of the 
alleged infringement of the common law trade-mark Vogue; and the third out 
of the alleged unlawful appropriation by defendants of plaintiff's name and good 
will. Since the first claim is based on the Lanhan Trade Mark Act of 1946 (15 
U.S. C. A., 1051 et seq.) jurisdiction attaches “without regard to the amount in 
controversy or lack of diversity citizenship of the parties” (15 U. S. C. A., 1121). 
This jurisdiction extends to the related unfair competition claims (L. E. Water- 
man v. Gordon, 72 F. 2d 272 [24 T. M. R. 347]), and as to these we need not 
determine which law applies since federal and New York law is the same. Dad’s 
Root Beer v. Doc’s Beverages, 193 F. 2d 77 [41 T. M. R. 149] (C. A. 2, 1951). 

Plaintiff and its predecessors have been since 1892 continually engaged in 
the publication of fashion magazines. The name Vogue was first registered in 
1893 by one of plaintiff's predecessors—the Fashion Company, as the title of 
their magazine. It was re-registered in 1908 by the Vogue Company, which suc- 
ceeded to the business of the Fashion Company. At that time, the Vogue Company, 
also obtained registration of the name Vogue for use on other publications, not 
here involved. In 1922, the plaintiff corporation was organized and in the follow- 
ing year it acquired by assignment and purchase all the assets and good will of 
the Vogue Company, including the right to the use of the registered trade name 
Vogue. Plaintiff subsequently renewed registration of the name Vogue for use on 
its publications. In 1948, it again registered the name Vogue for this use on the 
principal register of the Lanham Act. 

In 1936, plaintiff combined with the Vogue magazine another of its publica- 
tions formerly issued under the name Vanity Fair. It then registered an addi- 
tional trade-mark for use on this magazine—Vogue incorporating Vanity Fair. 
At present plaintiff's magazine Vogue is published under the name of Vogue 
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incorporating Vanity Fair. As the record now stands plaintiff owns two registered 
marks—Vogue and Vogue incorporating Vanity Fair. 

Since its first publication in 1892, the Vogue magazine has been devoted 
to reporting and portraying women’s fashions in clothing, cosmetics, jewelry 
and accessories. Vogue’s prestige and high standing as an authority in the field 
of fashions and fashion publications since 1919 is not disputed. The plaintiff also 
publishes a British edition and a French edition of Vogue, as well as the Vogue 
Knitting Book, Vogue Dressmaking Book and Vogue Pattern Book; and another 
fashion magazine Glamour. It also manufactures and sells Vogue paper dress 
patterns. 

Vogue has become an important medium for the advertising of merchandise 
of manufacturers and retailers of women’s wear. As part of its merchandise 
service, it supplies these merchants with countercards and tags bearing the 
phrases “As Seen in Vogue” and “Vogue Says,” and “blow-ups” or enlargements 
of its covers. All of these are used in promoting the sales of their advertisers 
products. 

Vogue also includes in its issues a list of schools and camps under the title of 
School and Camp Directory. It maintains the Vogue School Bureau to advise and 
consult with parents concerning the advertised schools. But, apart from this service, 
plaintiff has no association with nor is it in any way engaged in the conduct of these 
schools. 

The principal feature of the magazine is the portraying of current and 
future fashions, largely by the photographs of living models. Plaintiff maintains 
its own photographic studio where models are photographed under the direction 
and supervision of the magazine’s fashion editors. Although plaintiff does not 
employ a staff of models, but hires them through modeling agencies, those whose 
pictures appear regularly in plaintiff's magazine are known to the trade as 
“Vogue models.” However, plaintiff neither trains nor schools them to become 
models; it has no license to conduct such a school nor does it contemplate obtain- 
ing one. 

Special emphasis is placed by Vogue on its covers which are chosen for their 
beauty and timeliness; 80 per cent of them are colored photographs of attractive 
and strikingly attired live models. The covers play a vital part in pointing up 
the general character of the magazine and in high-lighting the particular fashion 
trend for the season emphasized in each issue. Much money, artistic talent and 
imagination is devoted to the preparation of these covers to attract reader atten- 
tion and to promote circulation. There are twenty issues of Vogue a year; each 
is copyrighted. Copyrights are also secured on each issue of Glamour and its 
other publications. 

Plaintiff has over a period of years exploited the name Vogue and it has be- 
come a valuable property right. 

Defendant “Vogue School of Fashion Modelling” is a trade school licensed by 
the New York State Department of Education to conduct courses in fashion and 
photographic modelling and “self-improvement” (charm) courses. It does not 
operate a photography studio and has never published a magazine. It maintains 
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with its school an employment or placement service for those who have been 
its students. 

Defendant, Miss Stone, had at one time been a professional fashion model. She 
and Miss Fannie Brown Moore incorporated the defendant school in November, 
1946. Miss Stone has always been its director. They were equal and sole stock- 
holders until July, 1948, when with the purchase of Miss Moore’s stock, Miss 
Stone became and has continued as the sole stockholder, president and director 
of the school. 


The defendants to promote and advertise the school print and issue to pros- 
pective students and interested applicants'a booklet describing the work of the 
school and its personnel. This literature is mailed out in reply to inquiries and 
a supply is kept about the school for distribution to the public. The logotype 
used on defendants’ promotional literature and on letterheads and envelopes is 
identical to that which was used, until recently, by plaintiff on the masthead of 
Vogue. The name “Vogue” appears in print enlarged far out of proportion to 
the balance of the corporate name of the school. Below the word “Vogue,” the 
phrase “School of Fashion Modelling” appears in script letters of a considerably 
smaller size. The metal plaque on the outside of the building where the school 
is located contains the same type of lettering, both as to form and size. 


The defendants also used on their booklets, and building signs or cards to 
indicate the location of the school, the capital letter ““V” with the figure of a woman 
in modern dress carrying a hat box. This was a crude imitation of an old emblem 
which had originated with The Vogue Company and had been registered by 
plaintiff and its predecessors since January, 1912. The plaintiff's emblem was 
known in the trade as the “V-girl.” Although the registration of it was renewed 
as late as 1951, it has not been used by plaintiff in recent years. Plaintiff's “V-girl” 
mark shows the capital letter “V” with the figure of a woman dressed in colonial 
costume in the center of the letter. Although the figure depicted by the defendants 
is different, the combination of the capital letter ““V” and the figure was selected 
by the defendants with clear purpose of imitating the plaintiff’s emblem. 

Throughout the text of the brochures the school is repeatedly referred to as 
“Vogue,” unaccompanied by any further description or qualification; and the 
school’s president is referred to as “Vogue’s” president. The summary of Miss 
Stone’s background in the brochure contains the statement that she had been a 
“member of Vogue Magazine’s London staff.” This was not the fact; Miss Stone 
was never in the employ of or associated with plaintiff or its magazines in any 
capacity whatsoever. The first issue of this brochure numbering 500 copies was 
prepared by an advertising agency at the personal direction of Miss Stone and 
from information supplied by her. It was she who knowingly made this false 
statement. The second printing numbering 2,000 copies contained some new 
material and some changes in matter and in the photographs of the school faculty, 
but the false statement concerning Miss Stone was republished until 1948. 

The front cover of a new catalog printed in 1948 retained the old format 
and “Vogue” alone was repeatedly used throughout the text. The misstatement 
of Miss Stone’s association with the magazine was then omitted. However, on 
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the back cover of the catalog were photographic reproductions of several maga- 
zine covers; among them, two from plaintiff’s copyrighted magazines—the April 15, 
1948, issue of Vogue and the May, 1948, issue of Glamour. This was entirely 
Miss Stone’s idea. At first, it had been her intention to use these reproductions 
on the front cover but she was dissuaded from this by the advertising agency 


which assisted in its preparation; 5,000 copies were printed of this catalog. A 


subsequent catalog was printed and again reprinted (10,000 copies in toto) and 
although the text remained the same in these subsequent issues, the back cover 
now displayed, among other magazine covers, three 1948-9 reproductions of Vogue 
covers and two of Glamour magazine. 


Another promotional device employed by defendants was a printed page of 
photographs of graduates of the school with expressions of their gratitude to the 
school and statements attributing their success to training at “Vogue.” This was 
captioned “Tribute to Vogue”; nowhere in its title or in the quoted tributes is the 
school referred to other than as “Vogue.” 


Plaintiff’s business manager, Ruston, testified that the existence of defendant’s 
school was first brought to his attention in 1947, when inquiry was made of him 
as to the eligibility of the defendant to advertise in the magazine. Ruston decided 
that the defendant would not be acceptable as an advertiser; he then informed 
plaintiff's counsel of the school. He heard nothing further until 1948, when he 
was approached by an advertising promoter of the school with a proposition for 
working up an advertising “tie-up” between the magazine and the school. This 
was rejected by Ruston and he communicated with Miss Stone requesting her to 
come to his office to discuss the use of the mark “Vogue” by the school. The 
testimony is conflicting as to whether at that time he told Miss Stone of plaintiff's 
objections to the use of the name “Vogue.” This call was followed by three letters 
to her from plaintiff's attorneys—one in 1948 and two early in 1949 requesting 
that she call to discuss the matter with plaintiff’s attorneys. A meeting was finally 
had in April, 1949, and a change in the name of the school requested. This was 
not complied with and in July, 1949, plaintiff’s attorneys wrote advising Miss 
Stone that unless she discontinued the use of the name “Vogue” plaintiff would 
file suit. She denies ever having seen this letter, but she did testify that the letter 
was probably received by her office, while she was away for the summer. She was 
served with process in October, 1950. 


Since the commencement of this suit, defendant has in the brochure and on 
stationery and signs in the school office and in the hall leading to it inserted a 
disclaimer of connection with Vogue magazine. The metal plaque on the out- 
side of the building where the school is located remains unchanged; it still con- 
tains the “V-girl.” A disclaimer of connection with Vogue magazine is also 
made in the school’s radio advertising. This announcement is made at the end 
of the 15-minute radio program defendants sponsor, when the address and details 
of the school are given. A new brochure has substituted the figure of a model 
for the magazine cover reproductions formerly appearing on the back cover: 
the “V-girl” in the word Vogue had not been used on its literature since 1948. 


Plaintiff introduced some evidence to show that on the part of some of the 
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public there was confusion created and a tendency to connect the school with 
Vogue magazine. 

There is no claim by plaintiff that the use of the name “Vogue” in the conduct 
of the school, has brought discredit on plaintiff’s name, or caused it any financial 


damage. The parties are not in competition and consequently there is no claim 
that defendants diverted business which would normally have come to plaintiff. 
The evidence establishes that defendants’ course of conduct and choice of the 
name “Vogue” in its business was had for the purpose of creating in the mind 
of the public a belief that there was some connection between it and plaintiff. 

The plaintiff urges that the validity of its registered trade-mark “Vogue” 
may not now be questioned as the title of a magazine in view of its registration 
on the principal register under the Lanham Act of 1946 (Public Law, 489, 79th 
Congress, 15 U. S. C. A., sec. 1051, et seq.). It is argued that since the mark 
“Vogue,” even if it be held to be descriptive, had become distinctive of plaintiff’s 
goods in commerce, prior to registration under paragraph 2(f) of the Lanham 
Act (15 U. S. C. A., sec. 1052), the validity of the registration is not subject to 
question on any ground. 

Paragraph 2(f) reads in part: “Except as expressly excluded in paragraph 
a), (b), (c), and (d) of this section, nothing herein shall prevent the registra- 
tion of a mark used by the applicant, which has become distinctive of the ap- 
plicant’s goods in commerce.” The only provision in the Lanham Act providing 
for “incontestability” of a registered trade-mark is found in section 15 of the 
act (15 U.S.C. A., sec. 1065). It requires, inter alia, that the mark be on the prin- 
cipal register for at least five years and that an affidavit of at least five years’ 
continuous use be filed with the patent office. The five years registration refers 
to a period commencing from the date of registration under the act. The act 
became effective on July 5, 1947; the registration by plaintiff under the Lanham 
Act was effected on November 16, 1948 (Ex. 30). The mark may not claim 
the benefits of the “incontestability” clause until November 16, 1953. It seems 
that until then the plaintiff's claim to a statutory mark is still subject to the 
objection that it is merely descriptive of the product, its qualities or character. 


Cf. Nat. Nu Grape Co. v. Guest, 164 F. 2d 874. 


Although it seems that plaintiff has not yet acquired an exclusive right to 
the use of the mark “Vogue” through registration either under the Lanham Act 
or any prior statutory enactment, it is not necessary to so decide. Such a con- 
clusion would not mean that the plaintiff has acquired no common law right 
through usage. 

One may not by adopting a common word as a trade-mark acquire through 
usage the exclusive right to the use of what is public property. However, words 
in the public domain may, through continued application to a specific product or 
in a specific field of merchandising or commercial activity, acquire an association 
with the user and the product or field so as to create in the public mind a 
syndetic meaning for the word. “Vogue” is a word of common usage. It has 
a definite and established meaning. “Vogue” connotes that which is in fashion 
at a particular time; it refers to the general trend or current mode of fashion. 
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We find that the word “Vogue” has acquired a secondary meaning so that the 
mention of “Vogue” unaccompanied by further description brings to the mind 
of the public an immediate connotation of the plaintiff’s publication. Though 
“Vogue” is a word of everyday speech the plaintiff has, through constant usage, 
created in the public mind an association between its publications and the wearing 
apparel and accessories worn by the American woman of discriminating and 
fashionable tastes, which are there reported, pictured, sponsored or recommended. 
In the world of fashion, plaintiff has acquired a common law right to its exclusive 
use. The extent and boundaries of that use covers the range of ordinary asso- 
ciations that is formed in the public mind; it includes fashion modeling and 
schools where fashion modeling is taught. 

Of course, the plaintiff as the publisher of fashion or style magazines and 
the defendants as proprietors of a school for the training of fashion models are 
not in factual competition. No school for fashion modeling is operated by the 
plaintiff and the defendants are not publishers. “* * * (T)he wrong of the de- 
fendant consisting in imposing upon the plaintiff a risk that the defendant’s goods 
would be associated by the public with the plaintiff * * *.” Triangle Publications, 
Inc. v. Rohrlich et al., (C. A. 2) 167 F. 2d 969, 973 [38 T. M. R. 516, 657]. 

We have had expert testimony by those in the merchandising and advertising 
field as to probability of confusion arising from the use of the mark “Vogue” by 
the defendants. But whether it has led to some confusion or not, it is plain that 
the use by the defendants does in fact lessen the distinctiveness of the mark 
“Vogue.” Allowed to continue, the value of the mark will be impaired and its 
future will become dependent in part upon the activities and good faith of the 
defendants in the operation of their school. We read Triangle Publications, Inc. v. 
Rohrlich et al., 167 F. 2d 969 [38 T. M. R. 516, 657] (C. A. 2, 1948), as expressly 
recognizing the plaintiff’s right to relief. Since we have found plaintiff has a 
property right in the mark, it is entitled to have it protected by injunctive relief. 

The plaintiff is entitled to claim protection upon this showing that the use of 
the word “Vogue” by the defendants is likely to cause confusion or mistake or to 
deceive the public. Injunctive relief must also be granted because of the evidence 
that the mark was used in violation of the ethical standards of fair dealing. 


From a wide variety of available names appropriate for the school, the defend- 
ants not only chose “Vogue” but accompanied it with plaintiff's symbol of the 
“V-girl” and the word “Fashion”—the very field which one associates with plain- 
tiffs magazines. That the selection of the name was in no way prompted by 
plaintiff's reputation and prestige, but chosen merely for its meaning of mode 
or style, is incredible. This is plain when we consider that Miss Stone’s back- 
ground in modeling made her familiar with and appreciative of the importance 
of the name in the field of fashion and the benefit to be derived from an asso- 
ciation with it. That it was defendants’ purpose to benefit from the use of the 
mark and good will plaintiff had so widely developed, was made manifest when they 
adopted the format and logotype used by the magazine, repeatedly referred to 
the school as “Vogue” and reproduced on their brochures covers of plaintiff's 
magazines. This impression of association the defendants sought to further 
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strengthen by the false statement of Miss Stone’s employment on the British staff 
of the plaintiff's magazine. 

We find that the defendants engaged in unfair practices to confuse the public 
and create an impression, if not of actual connection with the magazine, at 
least of sponsorship or approval by it of defendants’ school. This was a wanton 
appropriation of plaintiff's name and good will; that they benefited from this 
is presumed ; that plaintiff suffered no monetary damage is immaterial. 

“This is an injury, even though the borrower does not tarnish it, or divert 
any sales by its use; for a reputation, like a face, is the symbol of its possessor 
and creator, and another can use it only as a mask * * * unless the borrower’s 
use is so foreign to the owner’s as to insure against any identification of the two, 
it is unlawful.” Yale Elec. Corp. v. Robertson, 26 F. 2d 972, 974. 

It would be inequitable to permit defendants to continue the use of “Vogue” 
in any manner in their business. We have found that beside adopting the mark 
“Vogue” they employed other unfair means of conveying the idea of identification 
between them and plaintiff’s magazine. These acts were had from the inception 
and the formation of the school; they were continued during its operation and 
accompanied its development. Defendants may not now continue to enjoy the 
benefits which these unfair acts have made possible. Cf. Esquire v. Esquire Bar, 
37 F. Supp. 875 [31 T. M. R. 308]. Nor may the disparity in the size of the 
respective business be considered, for “one cannot ride upon another’s coattails 
in the inevitable process of becoming bigger,” or “grow through use of another’s 
congenial symbol.” LeTouraine Coffee Co. v. Lorraine Coffee Co., Inc., 157 F. 2d 
115, 119 [36 T. M. R. 48, 271]. 

When the facts of this suit are analyzed, we have far more than an instance 
where a defendant has attempted to secure a “free ride” upon a mark which 
has been nourished and developed by another. The defendants deliberately and 
knowingly infringed on plaintiff's mark and persistently, falsely represented them- 
selves as being sponsored by or associated with the plaintiff; all this was done 
with the plain and obvious purpose to confuse the public. 

Plaintiff is entitled to a permanent injunction enjoining the use of the mark 
“Vogue” by defendants in the title and name of the school, on stationery, brochures 
and advertising matter, and restraining defendants from representing directly or 
indirectly by any means whatsoever, any association with, sponsorship or approval 
by plaintiff or its magazines. 

We now consider the claim of copyright infringement of the covers of 
plaintiff's magazines Vogue and Glamour by the photographic reproduction by 
defendants on their brochures. That the contents of these magazines were copy- 
righted and that the covers were reproduced without permission for a commercial 
purpose is not disputed. To constitute infringement, however, we must find that 
the covers were protected by copyright as an integral part of the magazine and 
that defendants’ copying was so unreasonable as not to fall within the permissible 
limits of fair use. 

The fact that each cover bore separate copyright notice and that the notice 
on the title page of the magazine claimed protection for “text and illustrations” 
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would not entitle the covers to protection if, in fact, they were not proper subjects 
of copyright. We think, however, that they were. 


We have found that plaintiff devoted much money and effort to the prepara- 
tion of each cover as one of the most significant features of its magazines. The 
result was an artistic composition, demonstrating originality and good taste; dis- 
tinctive of plaintiff's magazine and the product of its labor. As such it would be 
entitled to copyright protection as much as are “the lines of the poet or the 
historian’s period.” Baker v. Selden, 101 U. S. 841, 842; see also, National Cloak & 
Suit Co. v. Kaufman, 189 F. 215. Moreover, as a photograph which through 
arrangement of light, color and grouping presents an attractive and pleasing picture 
it would be entitled to separate copyright under section 5 of the Copyright Act. 


We have found that the cover of each magazine was used to indicate the 
particular feature emphasized in that issue. Such a relation between the subject 
matter of the cover and the text of the magazine makes the cover an integral 
part of the magazine falling within the protection of the copyright of the latter 
as a “copyrightable component part” of it (sec. 3 of the Copyright Act). 


We do not read Fawcett Publications, Inc. v. Elliott Pub. Company, 46 F. 
Supp. 717, as holding to the contrary. There the infringement claimed was on 
the title of a comics magazine. In denying summary judgment for copyright 
infringement the court gave as its reasons, the fact that “the cover ordinarily 
has no literary copyrightable matter, and, when an individual design is embodied 
in it, its relation to the copyright literary content is remote and its authorship 
and ownership do not prima facie appear.” Here, we have present the very 
requisites which in that case the court found missing. 


Although the defendants in their use of plaintiff's copyrighted material were 
not attempting to advance it as the product of their own genius and effort, or to 
offer it for sale, and their use did not result in prejudice or diminution of 
plaintiff’s profits, we find that the copying was not the reasonable use which in 
the interests of progress the law permits the “fair use” theory. 


The extent of the copying was substantial; although the entire cover was 
not reproduced, its very essence—the picture of the model—was, as was also 
the title. In the first brochure, there were two reproductions of plaintiff’s covers, 
and in the second, five reproductions. At the time, the covers were reproduced, 
in addition to their artistic value, they had the element of timeliness, for the 
copying took place shortly after these issues had appeared. Although the defend- 
ants may have lacked the intention to deliberately infringe, the purpose of the 
copying was to promote their business with the aid of an attractive catalog and 
the prestige of plaintiff's magazines. This is exactly the prohibition which limits 
the privilege granted by the “fair use” theory, that “no one is entitled to save 
time, trouble and expense by availing himself of another’s copyrighted work for 
the sake of making an unearned profit.” Ball on Copyright and Literary Property 
(1944). secs. 125, 126. 


Plaintiff is entitled to an injunction permanently restraining defendants from 
any further copying, distribution or use in any manner of plaintiff’s seven copy- 
righted covers. 
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In the absence of proof of any actual damage as a result of defendants’ 
infringement, of any willful intent on their part to infringe and of any sale for 
profit of plaintiff's copyrighted work, statutory damages in the sum of $250 are 
awarded to plaintiff on each of the seven copyright infringements. 

The judgment awarding the above damages and enjoining the defendants 
from any further use of the name Vogue or of the copyrighted covers is directed 
against the defendants jointly and severally. We have found that Miss Stone as 
director and sole stockholder of the defendant corporation not only authorized but 
personally participated in the acts which constituted trade-mark infringement, 
unfair competition and copyright infringement. Since she acted in her individual 
capacity and for her personal gain, she is individually liable. Wells v. Am. Bureau 
of Engineering, 285 F. 371. 

Appropriate judgment may be settled on notice. 





DIAMOND ALKALI COMPANY v. SCHALK CHEMICAL COMPANY 
Commissioner of Patents—June 18, 1952 


TrRADE-Marxks—Goops oF DiFFERENT CLAsSES—ParTICULAR INSTANCES 
Chemical paint and varnish remover held goods of such different character 
from calcium carbonate used as a pigment in the manufacture of paint, ink and 
similar materials that it would be unlikely that confusion would result as to origin 
thereof, from their sale under similar marks. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by Diamond Alkali Company against Schalk Chemical 
Company. Opposer appeals from dismissal of notice of opposition. Affirmed. 
Thornton F. Holder, of Painesville, Ohio, and Campbell, Brumbaugh, Free @ 

Graves, of New York, N. Y., for Opposer. 

Mason & Graham, of Los Angeles, Cal., for Applicant. 
McCann, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition filed under the Act of 1946 by the Diamond 
Alkali Company opposing the registration by the Schalk Chemical Company of its 
trade-mark “Surex” as used with chemical paint and varnish remover. 

The opposition is based upon prior use and ownership of the mark “Surfex.” 
The opposer is the owner of two registrations for the mark “Surfex,” namely, reg- 
istration No. 307,298 which was pleaded in the notice of opposition, and which 
was issued October 24, 1933 under the Act of 1905 to the opposer’s predecessor, 
the R. T. Vanderbilt Company, Inc., in which the goods specified are “specially 
treated calcium carbonate used as a pigment in the manufacture of paint, ink, 
and similar materials,” and registration No. 531,060 issued to the opposer Septem- 
ber 19, 1950 under the Act of 1946 for “precipitated calcium carbonate” which 
has been included in the notice of opposition by stipulation. Both parties have 
filed stipulated facts, in lieu of testimony, and briefs and were represented at the 
oral hearing. 





































TRADE-MARK REPORTER 42 T.M.R. 


There is no issue of priority, as opposer’s use of its mark preceded applicant's 
mark by many years. The question to be decided is whether confusion, mistake, 
or deception is likely to result from the use of the marks of the parties for the 
goods involved. 

Opposer points out that ninety per cent of “Surfex” is sold to the paint 
industry for use in compounding paints and in a four-year period from 1947 to 
1950 over ninety-six thousand tons were sold, nearly all of which went into the 
manufacture of paint. Opposer also points out that he has advertised extensively 
not only in trade publications but also in “Time” and “Business Week” (Exhibits 
3 to 11). From this opposer maintains that the trade and general public have 
been informed as to the advantages of “Surfex”-containing paints. 

The examiner held that the marks “Surex” and “Surfex” while not identical, 
were confusingly similar. He noted that the phrase “merchandise of the same 
descriptive properties” has been eliminated from the Trade-Mark Act of 1946, but 
held that the character of the goods involved must be taken into consideration in 
determining the likelihood of confusion under said Act and he relies upon the 
decisions in McKesson & Robbins, Incorporated v. Fischer Industries, Inc., 641 
O. G. 1028, 87 U.S. P. Q. 272; The Alligator Company v. Larus & Brother Com- 
pany, Inc. (C. C. P. A.), 86 U. S. P. QO. 332; Ex parte Quaker Hair Goods Co., 
627 O. G. 927, 82 U.S. P. Q. 445; The Greyhound Corporation v. The Robinson 
Houchin Corporation, 648 O. G. 1294, 89 U. S. P. Q. 621; Sunbeam Lighting Co. 
v. Sunbeam Corp., 86 U.S. P. Q. 240 (C. C. A., 9th Cir.) ; S. C. Johnson & Son, 
Inc. v. Johnson et al., 81 U. S. P. Q. 509 (C. C. A., 2nd Cir.), as authority for 
this position. In this connection the examiner of interferences pointed out that the 
goods of the parties are widely different in their essential characteristics and are 
intended for totally different uses by different classes of purchasers and it was his 
opinion there would not result a likelihood of confusion which would warrant the 
public to ascribe thereto a common source or origin. 

It seems clear from the stipulated facts that the character and use for which 
the goods are intended and the place and manner in which the goods and gener- 
ally advertised and sold are entirely different. They are not capable of conjoint 
use and are sold to entirely different types of purchasers. When considered in the 
light of the above I am of the opinion that the Examiner of Interferences properly 
held that the goods are of such different character that it would be unlikely that 
confusion would arise as to the origin thereof from the contemporaneous applica- 
tion thereto of the marks in question. 

The decision of the Examiner of Interferences is affirmed. 





PAPER NOVELTY MANUFACTURING COMPANY v. WHITEHALL 
METAL STUDIOS, INC. 


Commissioner of Patents—June 18, 1952 
Trape-Marks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 


There is no substantial difference between an aluminum light reflector and an 
aluminum foil reflector, any difference held merely a matter of degree. 
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TrADE-MARKS—CONFUSING SIMILARITY—ParRTICULAR INSTANCES 

“Duo-Glo,” applied to aluminum letters and numerals surfaced with light- 
reflecting material for house marker signs held likely to be confused as to source 
with “Doubl-Glo,” applied to Christmas tree aluminum foil reflectors and orna- 
ments, under 1946 Act. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by Paper Novelty Manufacturing Company against 
Whitehall Metal Studios, Inc. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 

Armand E. Lackenbach, of New York, N. Y., for opposer. 
Clarence E. Threedy, of Chicago, Ill. for applicant. 
McCann, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences which sustained the opposition of Paper Novelty Manufacturing Company 
to the registration applied for by Whitehall Metal Studios, Inc. The opposition is 
based upon that clause of Section 2(d) of the Act of 1946 relating to the likelihood 
of confusion or deception of purchasers. The application discloses the mark “Duo- 
Glo” as applied to “aluminum letters and numerals surfaced with light-reflecting 
material for house marker signs.” The opposer relies upon its ownership and use 
of the mark “Doubl-Glo,” registration No. 300,151, as applied to “shredded foil for 
Christmas-tree and other decorations,” and the same notation “Doubl-Glo,” regis- 
tration No. 523,922, for artificial wreaths for Christmas trees, ornament hooks, 
aluminum foil reflectors, lead foil icicles, etc. A joint stipulation of facts was filed 
in lieu of testimony in which it was stipulated that there are but two issues for 
determination: 

(1) Are the goods of the applicant and those of the opposer goods of the same 
descriptive class as contemplated by the trade-mark statutes of the United States 
now in force? 

(2) Are the marks ‘Doubl-Glo’ and ‘Duo-Glo’ confusingly similar such as 
likely to cause confusion as to origin of the products on which the marks are used?” 

It was the examiner’s opinion that aluminum letters and numerals surfaced 
with light-reflecting material for house marker signs, for which applicant seeks 
registration, are goods of the same descriptive class as aluminum light-reflectors, 
such as sold by opposer since both are made of aluminum and are used to reflect 
light from their surfaces. It is also the examiner’s opinion that “Doubl-Glo” and 
“Duo-Glo” are very similar and while there is a difference in the sounds of the two 
words when spoken they present substantially the same appearance when written 
and their meaning is identical. 

Applicant contends that in determining whether goods are of the same de- 
scriptive class there should be considered, among other things, the use, appearance 
and structure of the articles, the similarity of the packages or containers in which 
the articles are sold, and the place or places where and the people to whom they 
are sold. Applicant also contends that the opposer does not manufacture aluminum 
light-reflectors but does manufacture aluminum foil reflectors and he contends that 
there is quite a distinction between aluminum light reflectors and aluminum foil 
reflectors. Applicant also contends that his goods and the opposer’s goods are not 
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adaptable to the same use since one is intended for house marker signs and the 
other intended for Christmas tree decorations. Applicant also states his goods and 
the goods of the opposer are sold through entirely different channels of trade and 
his goods and opposer’s goods cannot be substituted for each other. 

It is true that applicant’s goods are not adaptable or intended for the same us: 
as opposer’s. They are, however, both aluminum light reflectors and there is no 
substantial distinction between an aluminum light reflector and an aluminum foil 
reflector, any difference being merely a matter of degree. There is no basis in the 
record for applicant’s argument that his goods and opposer’s are sold through 
entirely different channels of trade. On the contrary they would both be probably 
sold in hardware stores as well as general stores which handle various types o! 
hardware and Christmas tree decorations. While applicant’s goods and opposer's 
goods would ordinarily not be substituted for one another, nevertheless when dis- 
played on the same or adjacent counters it is believed that a purchaser familia: 
with “Doubl-Glo” as applied to Christmas tree aluminum foil reflectors and orna- 
ments would be more than likely led to believe that aluminum house letters and 
numerals surfaced with light-reflective material bearing the label “Duo-Glo” orig- 
inated from the same source. 

The decision of the Examiner of Interferences is affirmed. 





CELANESE CORPORATION OF AMERICA v. THE TANATEX 
CORPORATION 


Commissioner of Patents—June 19, 1952 


OpposITIONS—PLEADING AND PRACTICE—GENERAL 


Period from initial date for taking testimony to final hearing in oppositions held 
to correspond to trial in civil action. 


Interrogatories and motions for discovery cannot be filed after commencement of 
period for taking testimony. 


Opposer having taken no testimony relating to its use of its mark, opposer’s 
entire case must rest upon its registration. 


Petition from Examiner of Interferences. 

Trade-mark opposition by Celanese Corporation of America against The 
Tanatex Corporation. Opposer’s petition to review and reverse decision overruling 
objections to interrogatories and motion for discovery granted. 

I. Seltzer and C. W. Levinson, of New York, N. Y., for Opposer. 
Paul H. Smolka, of New York, N. Y., for Applicant. 
MaARZALL, Commissioner: 

This is an opposition proceeding in which the opposer, during the time set 
for the taking of its testimony-in-chief, gave notice that it would rely upon its 
registration, and took no other testimony. After the closing of the period set for 
the opposer to present its testimony-in-chief and during the period set for the 
applicant to take its testimony, the applicant submitted a number of interrogatories 
under Rule 33 of the Federal Rules of Civil Procedure and filed a related motion 
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for discovery under Rule 34. The opposer objected to the interrogatories and the 
motion, which objections were overruled by the Examiner of Interferences in an 
initial decision and in a decision on reconsideration. The opposer now petitions 
the Commissioner to review and reverse the decision of the Examiner of Inter- 
ferences. 

Opposer objects to the interrogatories and motion on two grounds; first, that 
they were filed too late and, second, that they are not relevant. 

While no time is set in the Rules of Civil Procedure, Rules 33 and 34 are 
essentially pretrial in nature and unless unusual reasons are presented for the late 
filing it is not believed that recourse to these rules can ordinarily be had after 
trial has commenced. Rule 33, by its terms, obviously contemplates that the inter- 
rogatories are to be taken care of before trial; they must be served on the adverse 
party, 15 days after delivery are allowed for answering in writing, and the opposing 
party is given 10 days after service to present objections as in the case of a motion. 
Rule 34 has been held not to apply after trial has commenced, United States v. 
American Optical Company, 2 F. R. D. 534. Since there is no trial in oppositions 
in the same sense as in a civil action in the courts, the Office considers the period 
from the initial date for the taking of testimony to the final hearing before the 
Examiner of Interferences as corresponding to the trial in a civil action, and that 
interrogatories and motions for discovery cannot be filed after this period has 
commenced. In Untermeyer, Robbins & Co. v. New England Glass Works, 169 
Ms. D. 347, it was stated that this restriction should apply even though no testi- 
mony is taken during the period set. A period of at least two months ordinarily 
elapses between the filing of the answer and the beginning of the testimony period 
and extensions of time may be requested for cause. 

With the interrogatories and motion applicant filed a separate motion to 
suspend proceedings until the interrogatories were answered. This illustrates the 
impropriety of filing interrogatories at the time filed in this case. It cannot be 
expected that a party whose time for taking testimony is running can secure a 
prolongation or postponement of the time merely by filing interrogatories. 

With respect to the question of relevancy, it is seriously doubted that the 
interrogatories and motion are relevant to any issue now in the case. They are 
directed primarily to the nature and extent of use by the opposer of its registered 
trade-mark. Since during the time for taking its testimony the opposer presented 
no evidence whatsoever relating to its use of the mark, the use of the mark by 
the opposer is no longer a matter in issue in this case and opposer’s entire case 
must rest upon its registration alone. The examiner indicated that the description 
of goods contained in the registration may be indefinite and that the interrogatories 
may be relevant to this matter, but opposer’s case must rest upon the registration 
alone, whether or not the description of any of the goods recited therein may be 
indefinite, and must suffer the consequences of any indefiniteness that there might be. 

The decision of the Examiner of Interferences overruling opposer’s objections 
to applicant’s interrogatories and motion is reversed. 
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GENERAL MILLS, INC. v. FRUIT PRODUCTS CONTROL AND 
SALES, INC. 


Commissioner of Patents—June 25, 1952 


TraDE-MarKks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Canned fruit fillings for pies held closely related to pastry flour and prepared pie 
mix; and specific differences between such goods held relatively immaterial. 


TrapDE-Marks—ConFusiInG SIMILARITY—GENERAL 
Similarity in meaning or significance alone held sufficient to constitute confusing 
similarity. 
TrADE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Pie-Ready” held confusingly similar to ‘“‘Pyequick,” used on similar goods, under 
1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by General Mills, Inc. against Fruit 
Products Control and Sales, Inc. Respondent appeals from cancellation of regis- 
tration. Affirmed. 

Anthony A. Juettner, of Minneapolis, Minn., for Petitioner. 

tion of registration. 

Davis, Lindsey, Hibben & Noyes, of Chicago, Ill., for Respondent. 
McCann, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the petition for cancellation filed by General Mills, Inc., against 
the Fruit Products Control and Sales, Inc., to cancel registration No. 523,636, 
issued April 4, 1950 on the Supplemental Register under the Act of 1946. Neither 
party has filed testimony and both parties stipulated to submit the appeal on briefs. 

The allegations contained in the petition for cancellation pertain to that clause 
of section 2(d) of the Act of 1946 relating to the likelihood of confusion or 
deception of purchasers as to the origin of the goods. 

The petitioner relies upon its ownership of prior registrations Nos. 306,257 
and 426,707 both for the mark “Pyequick” as applied to goods respectively 
described in said registrations as flour, particularly pastry flour and prepared 
pie mix. 

Respondent’s registration comprises the mark “Pie-Ready” for canned pre- 
pared fruit fillings for pies. Respondent concedes that the petitioner is the prior 
user and the only issue to be determined is whether or not respondent’s mark 
“Pie-Ready” bears such near resemblance to the petitioner’s previously adopted 
and registered mark “Pyequick” as to be likely, when applied to the respondent’s 
goods, to cause confusion or mistake or to deceive purchasers as to the source 


of origin thereof. 

The respondent bases his arguments on the doctrine of “cumulative dissimilari- 
ties” and he contends that the Examiner of Interferences erred in failing to give 
weight to the differences between the goods of the parties, the differences between 
the marks and more particularly, to the cumulative effect of these differences. 

The Examiner of Interferences agreed that there are specific differences be- 
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tween the goods of respondent and the goods of petitioner. He also agreed that 
purchasers would not be likely to buy the canned fruit pie fillings sold by the 
respondent in the mistaken belief that they were buying the petitioner’s pastry flour 
or prepared pie mix. He stated, however, that the question to be decided was not 
the possibility of confusion of the goods but whether or not the goods are so related 
that their sale under the same or similar marks would be likely to confuse pur- 
chasers as to the origin thereof. The examiner pointed out that the goods involved 
are relatively inexpensive food products of the type ordinarily sold in grocery stores 
to the general public for use as ingredients for making pies and it was his opinion 
that their sale under the same or similar marks would be quite likely to lead pur- 
chasers to assume that they emanated from a common source of origin, notwith- 
standing the specific differences between the goods. 

It seems clear that while there are specific differences between the goods they 
are closely related since they both pertain to ingredients for making pies and while 
one is sold in a can and the other in a package both would probably be displayed 
close to each other on the same or adjacent shelves in a store and would be sold to 
the same class of purchasers. It is my opinion that the specific differences between 
the goods is relatively immaterial. 

The examiner also held that the marks “Pie-Ready” and “Pyequick” would 
have substantially the same significance since the only difference in the marks is in 
the words “Ready” and “Quick” which although dissimilar in both sound and ap- 
pearance are identical in meaning as set forth in Webster’s New International Dic- 
tionary, 2d Edition, and it is the examiner’s position that their identity in this respect 
alone is such that their contemporaneous use for the specific goods would be quite 
likely to result in confusion or deception of purchasers. 

Respondent contends it has been repeatedly held that the significance of marks 
is not the only factor to be considered and that the appearance and sound are equally 
important. This appears to be a proper statement of the law but does not relieve 
respondent from avoiding all of the elements of similarity in meaning, appearance 
and sound. It is of no avail for respondent to point out that his mark is dissimilar 
in both sound and appearance if it is quite similar in meaning or significance. Cluett, 
Peabody & Co., Inc. v. Wright, 18 C. C. P. A. 937, 46 F. 2d 711, 8 U.S. P. Q. 344; 
Kroger Grocery and Baking Co. v. Blue Earth Canning Co., 24 C. C. P. A. 1098, 88 
F. 2d 725, 33 U.S. P. Q. 137. 

The respondent also relies upon the decisions in Nehi Corporation v. Mission 
Dry Corporation, 647 O. G. 1020, 89 U. S. P. Q. 433; Fleetwood Coffee Co. v. H P 
Coffee Company, 653 O. G. 892, 91 U.S. P. Q. 179, and North Star Manufacturing 
Co. v. Wells Lamont Corporation, 193 F. 2d 204, 92 U.S. P. Q. 128, as being par- 
ticularly pertinent because they involve a pair of two-word trade-marks in which 
the first words are identical and the latter portions of the mark differ both in sound 
and appearance. I have considered these cases but do not believe that they are 
pertinent since in each case the last word was not only different in sound and appear- 
ance but was also different in meaning, which is not so in the instant case. 


After a careful consideration of respondent’s brief I am of the opinion that the 
contemporaneous use of respondent’s and petitioner’s marks would be quite likely 
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to lead to confusion or deception of the purchasers as to the source of origin of the 
goods. 


The decision of the Examiner of Interferences is affirmed. 


HESS v. HELENE CURTIS INDUSTRIES, INC. 


Commissioner of Patents—June 27, 1952 


TrapDE-Marks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Shampoo held goods of the same descriptive character as hair tonic and dandruff 

remover. 

TraDE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Milky” held confusingly similar to “Hair Milk,” used on similar goods, under 

1946 Act. 

TrapE-Mark Act oF 1946—ReEGIsTRABILITY—SEcTIONS 2(d) and 2(f) 


TRADE-MArRKS—REGISTRABILITY—GENERAL 


1920 Act prior registration held to bar registration of similar mark under 
1946 Act. 


1946 Act prior registration of similar mark held sufficient to bar registration 
under Section 2(f) of 1946 Act as showing lack of substantially exclusive use for five 
years preceding filing of application. 

OpposiTIONS—EviIDENCE—EFFECT OF REGISTRATION 

Filing of final official copies of registration held to constitute prima facie evi- 
dence of ownership and use of mark is presumed where ownership is shown. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by Frank X. Hess against Helene Curtis Industries, Inc. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 

Jacob Reck and Albert H. Kirchner, of Washington, D. C., for opposer. 
Maurice S. Cayne, of Chicago, IIl., for applicant. 
McCann, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences which sustained the opposition of Frank X. Hess to the registration applied 
for by Helene Curtis Industries, Inc. The opposition is based upon that clause of 
section 2(d) of the Act of 1946 relating to the likelihood of confusion or deception 
of purchasers as to the origin of the goods. 

Applicant is seeking to register under section 2(f) of the Act of 1946 the nota- 
tion “Milky” as a trade-mark for “shampoo” alleging that the mark has been in sub- 
stantially exclusive and continuous use for the period of five years next preceding the 
date of filing of the application. 

Opposer relies upon the ownership of registration No. 379,488, issued July 9, 
1940, under the Act of 1920 on an application filed January 3, 1939 and registration 
No. 508,929 issued April 26, 1949 under section 2(f) of the Act of 1946 on applica- 
tion filed August 4, 1947 for marks consisting of the notation “Hair Milk” applied 
to a preparation for use as a hair tonic and dandruff remover. 


Applicant only has filed testimony and both parties have filed briefs and were 
represented at the oral hearing. 
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The examiner held that since the goods involved consisted of a shampoo and a 
preparation for use as a hair tonic and dandruff remover they were clearly of the 
same descriptive character and he cites the decision of Bristol-Myers Company v. 
Epperson, 514 O. G. 832, 45 U.S. P. Q. 283, wherein it was held that shampoo and 
hair tonic were of the same descriptive character. The examiner also held that the 
marks “Milky” and “Hair Milk” were obviously so closely ralated as to be confus- 
ingly similar. 

It seems clear that the goods of the parties are both hair preparations; are 
capable of conjoint use; are sold in the same stores to the same purchasers over the 
same counters and are marketed in similar packages or cartons. I agree with the 
examiner that the marks “Milky” and “Hair Milk” are obviously so nearly alike 
that they would be likely to cause confusion if used on such good. In view of this 
holding the question to be decided is whether opposer’s registrations constitute a 
bar, under sections 2(d) and 2(f) of the Act of 1946 to the registering of applicant’s 
mark, as held by the examiner. 

The examiner states that it is immaterial whether the opposer’s registration 
No. 379,488, which issued under the Act of 1920, constitutes evidence of use by the 
opposer of the mark disclosed therein since under section 45 of the Act of 1946 
that mark (No. 379,488) is nevertheless a registered mark and as such constitutes 
a bar to applicant’s right of registration under section 2(d) if it be confusingly 
similar and is applied to goods of the same descriptive character. 

Section 2(d) bars the registration of a mark which so resembles a mark regis- 
tered in the Patent Office or a mark or trade name previously used in the United 
States by another and not abandoned, as to be likely when applied to the goods of 
the applicant to cause confusion or mistake or deceive purchasers. The term “mark” 
or “registered mark” is defined in section 45 as being “a mark registered in the 
United States Patent Office under this Act or under the Act of March 3, 1881, or 
the Act of February 20, 1905, or the Act of March 19, 1920.” Inasmuch as this 
definition expressly includes marks registered under the Act of 1920 I agree with 
the examiner that opposer’s registration No. 379,488 constitutes a bar under section 
2(d) to the registration of applicant’s mark. 

The examiner also held that opposer’s registration No. 508,299, which matured 
from application filed August 4, 1947, is obviously evidence of use of the mark dis- 
closed therein prior to October 18, 1947, the date on which applicant’s application 
was filed and therefore constitutes use of the mark within the five-year period for 
which applicant claims exclusive use and on which it bases its claim of distinctive- 
ness of its mark under section 2(f). 

Applicant contends that there is no proof of use by the opposer subsequent to 
the filing date August 4, 1947. He also states that the prima facie evidence of use 
by opposer represented by the mere filing of appellee’s application for August 4, 
1947 does not constitute a proof that appellant did not have substantially exclusive 
and continuous use as required by the statute. 

The filing of official copies of registration constitutes prima facie evidence of 
ownership, and use of the mark is presumed where ownership is shown. Section 


7(b). Bond Stores, Incorporated v. Karasick, 647 O. G. 1021, 89 U. S. P. Q. 503; 
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Helena Rubinstein, Inc. v. Richard Hudnut, 643 O. G. 1067, 88 U. S. P. Q. 47; 
Burlington Mills Corporation v. Amalgamated Textiles Limited, 80 U.S. P. Q. 380; 
The Du-All Mfg. Co. v. Livingston, 613 O. G. 1096, 78 U. S. P. Q. 49. 

Applicant also maintains that the inclusion of the word “substantially” before 
“exclusive” in section 2(f) was for the sole purpose of protecting the right of a 
user to register its trade-mark in the event of sporadic use by another, such as the 
opposer in this case, during the critical period. The second sentence in section 2(f) 
merely enumerates a standard which the Commissioner may accept as prima facie 
evidence that the mark has become distinctive if he so desires. It is not mandatory 
or restrictive and other evidence of distinctiveness may be required if deemed 
necessary. In the instant case it is my opinion that the opposer’s registration No. 
508,929 which was filed on August 4, 1947 is clearly evidence that applicant did 
not have substantially exclusive and continuance use thereof as a mark in com- 
merce for the five years next preceding the date of the filing of the application 
for its registration. 

The decision of the Examiner of Interferences is affirmed. 





TRIM-SET CORPORATION v. THE ALUMINUM AIR SEAL MFG. CO. 


Commissioner of Patents—June 30, 1952 


TRADE-MarKS—CONFUSING SIMILARITY—GENERAL 

In determining question of confusing similarity, marks must be considered in 
their entireties, but held that pictorial representations cannot be spoken and the 
goods would be called for by means of the name and not by the picture. 

New comer in the field having adopted identical first term of another as first 
word of his mark has duty of selecting such word or words for remainder of his 
mark that there can be no possibility of confusion. 

The public should not be required to dissect and analyze trade-marks in order 
to avoid confusion. 

There is neither legal nor moral excuse for even an approximate simulation of a 
known mark used on similar goods. 


TraDE-MarKsS—CONFUSING SIMILARITY—PaRTICULAR INSTANCES 
Composite mark consisting of the words “Trim-a-Seal,” in conjunction with 
representation of structural member of generally I-beam shape and slogan “Makes the 


Weather Behave,” held confusingly similar to “Trim-Set,” used on similar goods, 
under 1946 Act. 


The word “Trim” held a conspicuous part of both marks and whether arbitrary, 
suggestive or descriptive, it cannot be ignored. 


Appeal from Examiner of Interferences. 
Trade-mark cancellation proceedings by Trim-Set Corporation against The 


Aluminum Air Seal Mfg. Co. Petitioner appeals from dismissal of petition for can- 
cellation. Reversed. 


Cook & Robinson, of Seattle, Wash., and Charles R. Allen, of Washington, D. C., 
for petitioner. 

Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for respondent. 

McCann, Examiner in Chief: 


“ Sh rl 
nei i eA ASA NARS 


SE) ee st alr 


tenn 








PAROS die aE 


tala tale 


42 T.M.R. TRIM-SET v. ALUMINUM AIR SEAL MFG. CO. 783 





This is an appeal by the petitioner from the decision of the Examiner of Trade- 
Mark Interferences dismissing the petition for cancellation instituted against trade- 
mark registration No. 530,753, consisting of a structural member of generally I-beam 
shape, the words “Trim-a-Seal” with “Trim-a-” and “Seal” disposed between the 
horizontal members of the I-beam and on either side, respectively of the vertical 
member of the I-beam and a slogan “Makes The Weather Behave” disposed on 
the end face of the horizontal and vertical members, for combination storm win- 
dows, screens, and doors, registered by The Aluminum Air Seal Mfg. Co. of Youngs- 
town, Ohio, by Trim-Set Corporation of Seattle, Washington, based upon prior 
use of the mark “Trim-Set” for metal windows, window frames, and doors. 

The petitioner only has filed testimony and both parties filed briefs and ap- 
peared at the oral hearing. 

The respondent-appellee has conceded that the goods to which the respective 
marks are applied are virtually the same and that the petitioner has established 
the use of “Trim-Set” prior to appellee’s first use of its mark. Accordingly the 
only issue to be decided in this appeal is whether the marks are confusingly similar. 

The petitioner-appellant contends that the respective marks of the parties begin 
with the same identical four letter word “Trim” which is then followed in both 
marks by a hyphen and each mark ends in a single syllable word suffix beginning 
with a capital “S” and followed by small “e.” The petitioner asserts that this close 
simulation in appearance is further compounded by the obvious confusion in sound 
between the respective marks. Petitioner also contends that the decision of the 
examiner appears to rest on the grounds that “Trim” is descriptive and entitled to 
no weight but he insists even if the word “Trim” is considered highly suggestive 
the marks must be considered in their entirety and when so considered they are 
confusingly similar. Petitioner discusses the cases relied upon by the examiner in 
his decision and points out how he thinks the facts in the present case are dissimilar 
to and contrary to the facts in each of the cited cases. 

Respondent contends that the weight of authority as evidenced by the decisions 
relied upon by the examiner and those cited by the respondent are to the effect 
that a descriptive term can never be the dominant feature of a trade-mark because 
of its inherent incapability of indicating the personal origin of the goods and when 
the marks are considered in their entireties only little weight may be given to the 
descriptive or non-technical portions. Respondent also contends that in determining 
whether his mark is sufficiently different from petitioner’s mark it is essential that 
they be compared as a whole and that when so compared it will be seen that 
“Trim-a-Seal,” the slogan “Makes The Weather Behave” and the design distinguish 
respondent’s combination storm windows, screens and doors from appellant’s metal 
windows, window frames, and doors carrying “Trim-Set.” 

It is true that marks must be considered in their entireties but pictorial repre- 
sentations cannot be spoken and the goods would be called for by means of the 
name and not by the picture. The slogan “Makes The Weather Behave” is so in- 
conspicuous in the mark that it is clearly subordinate to the words “Trim-a-Seal.” 
Both petitioner’s mark and respondent’s mark have “Trim” as the first word which 
would be spoken in calling for the goods and as the first part of the mark “Trim” 





784 TRADE-MARK REPORTER 42 T.M.R. 





obviously forms a conspicuous part thereof and whether arbitrary, suggestive or 
descriptive cannot be ignored. 

Being a newcomer in the field and having adopted the identical first term of 
another as the first term of his mark respondent clearly has the duty of selecting 
such word or words for the remainder of his mark that there can be no possibility 
of confusion. This respondent has failed to do since the words “Seal” and “Set” 
look somewhat alike and sound somewhat alike when spoken in connection with 
the word “Trim.” It is true that respondent has a vowel “a” inserted between 
“Trim” and “Seal” but this is capable of being slurred to the point of extinction. 
The courts have repeatedly held that the public ought not be required to dissect 
and analyze trade-marks in order that confusion and deception might be avoided. 
The Simoniz Company v. Permanizing Stations of America, 18 C. C. P. A. 1374, 
49 F. 2d 846, 9 U. S. P. Q. 440. The courts have also repeatedly held that there 
is neither legal nor moral excuse for even an approximate simulation of a known 
mark to similar goods. Kaut-Reith Shoe Co. v. International Shoe Co., 239 O. G. 
939, 45 App. 545; O. @ W. Thum Co. v. Dickinson, 240 O. G. 237, 46 App. D. C. 
306; Thomas Mfg. Co. v. Aeolian Co., 249 O. G. 505, 47 App. D. C. 376; Waltke 
v. Schafer, 273 O. G. 630, 49 App. D. C. 254, 262 F. 650; Coca-Cola Co. v. Chero- 
Cola Co., 288 O. G. 432, 51 App. D. C. 27, 273 F. 755. 

After careful consideration of respondent’s brief and the examiner’s decision 
I am of the opinion that the two marks possess so much in common as to give 
rise to likelihood of confusion as to the origin of the goods. 

The decision of the Examiner of Interferences is reversed. 





HAMILTON ROSS INDUSTRIES, INC. v. DOMINION ELECTRIC 
CORPORATION 


Commissioner of Patents—July 11, 1952 


INTERFERENCES—PLEADING AND PrAcTICE—GENERAL 
Upon receiving request for interference, held that Examiner of Interferences should 
have informed party to make request in his application or have referred request to 
Examiner of Trade-Marks who has authority to institute interference. 


OpposITIONS—PLEADING AND PRACTICE—GENERAL 

On facts of record, opposer’s reason for vacating prior adverse decision held not 
sufficiently supported. 

Decision dismissing prior opposition between the parties, involving same mark 
and goods, held not to constitute res judicata, because basis of that decision, made on 
motion before answer filed, was defective pleading, i.e., that no issue of law or fact 
was there presented and defect could not be cured since time to oppose had expired. 

Amendment of fatally defective notice of opposition is not permitted after time 
for filing an opposition has expired. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Hamilton Ross Industries, Inc. against Dominion 
Electric Corporation. Applicant appeals from decision sustaining notice of opposi- 
tion. Reversed. 
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I. Irving Silverman, of Chicago, IIl., for Opposer. 
Woodling © Krost, of Cleveland, Ohio, for Applicant. 
FEepEeRICcO, Examiner in Chief: 

This is an appeal by the applicant, Dominion Electric Corporation, from a 
decision of the Examiner of Interferences which sustained the opposition to 
registration brought by Hamilton Ross Industries, Inc. 

The nature of the issue involved requires explanation of another opposition 
involving the same parties. 

Each of the parties in this case filed an application for registration of the 
identical trade-mark used upon the identical goods, within less than three months 
of each other. The Examiner of Trade-Marks failed to declare an interference 
between the applications, but each application was published for opposition under 
Sec. 12(a) of the Trade-Mark Act and each of the applicants, upon seeing the 
publication of the mark of the other, filed a notice of opposition. 

The application of Hamilton Ross Industries, Inc., the opposer in the present 
case, was the later one filed. The opposition to this application, No. 30,014, was 
terminated before answer was filed on a motion to dismiss; the notice of opposition 
did not set up any prior right of the opposer, nor did it contain any allegations 
which would deny the right of applicant to obtain a registration, in other words, 
no grounds for opposition were stated. After the dismissal of Opposition No. 
30,014, Dominion Electric Corporation, the opposer in that case, requested that an 
interference be declared between its application and the application involved in 
that opposition. The Examiner of Interferences, in a paper in Opposition No. 
30,014 dated July 16, 1951, ruled that there could be no interference, stating, 
“The final determination of this proceeding will be conclusive upon the question 
of ownership, as between the parties, of the mark here involved.” 

Coming to the present opposition, an answer was filed by the applicant and 
the Examiner of Interferences set times for taking testimony and a date for final 
hearing in the usual manner. Nothing whatsoever was done by the opposer, and 
when the date for final hearing had passed the Examiner of Interferences wrote a 
decision dismissing the opposition for default. After this dismissal Hamilton Ross, 
the opposer, moved that the dismissal be vacated and that either the notice of 
opposition be sustained as res adjudicata in view of the decision in the other 
opposition or, in the alternative, that this opposition be reopened for taking of 
testimony and final hearing. The reason for the motion was simply that the 
attorney had not received the notice setting the times and dates. The Examiner 
of Interferences wrote a decision dated January 25, 1952, in which he states that 
he adhered to “his ruling of July 16, 1951,” in Opposition No. 30,014, and 
allowed the applicant a time within which to show cause why the decision dis- 
missing the present opposition should not be vacated and the opposition sustained. 
After the filing of briefs, the examiner granted the motion to vacate the previous 
default decision and sustained the notice of opposition for the reasons indicated 
in the previous action. 

This decision is the one involved in this appeal. The examiner’s decision 
was based in part at least upon his previous holding in the other opposition, dated 
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July 16, 1951, referred to above. This previous “ruling” or “holding” of the 
Examiner of Interferences, made in response to a request for an interference, 
appears to have been made without authority. The authority to institute inter- 
ferences resides in the Examiner of Trade-Marks and when the Examiner of 
Interferences received a request to set up an interference, his action should have 
been either to inform the party that the request must be made in his application, 
which would then go to the Examiner of Trade-Marks for consideration, or to 
refer the request to the Examiner of Trade-Marks for his action. 

In the present opposition it does not seem to me that the reason given by the 
opposer was sufficiently supported to serve to vacate the prior adverse decision 
and substitute a favorable decision. Nor do I believe that the decision in the other 
opposition, made under circumstances in which it was made, can be considered 
as res judicata. The decision was made on motion to dismiss before answer was 
filed; the basis of the decision was in effect that no issue whatsoever, either of 
fact or of law, was presented by the notice of opposition; and nothing was decided 
except that the pleading was insufficient to raise any issue to be decided. Further- 
more, it should be noted that the Office does not permit amendment of a fatally 
defective notice of opposition after the time for filing an opposition has expired. 

Accordingly, the decision of the Examiner of Interferences of February 13, 
1952, sustaining the opposition is reversed. The order to show cause, dated 
January 25, 1952, on which said decision was based, is vacated. The decision of 
December 20, 1951, dismissing the opposition, accordingly stands, but the case 
is remanded to the Examiner of Interferences to reconsider the motion to vacate 
the default judgment and take appropriate action. 





BUNTE BROTHERS v. GEORGE W. HORNER & COMPANY, LIMITED 
Commissioner of Patents—July 14, 1952 


TrADE-Marks—ConFUSING SIMILARITY—GENERAL 
In determining question of likelihood of confusion, composite mark must be 
considered in its entirety and it is well settled that a pictorial representation cannot 
be spoken. 


TraDE-Marks—ConFusiInG SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of “Dainty Dinah,” associated with picture of girl in 
old fashioned clothing, held confusingly similar to “Diana,” used on similar goods, 
under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Bunte Brothers against George W. Horner & Com- 
pany, Limited. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 

John B. Hosty, of Chicago, IIl., for Opposer. 
Morrison T. Hankins, of New York, N. Y., for Applicant. 
McCann, Examiner in Chief: 
This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
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ferences which sustained the opposition of Bunte Brothers to the registration 
applied for by George W. Horner & Company, Limited. The opposition is based 
upon that clause of section 2(d) of the Act of 1946 relating to the likelihood of 
confusion or deception of purchasers. 

The mark disclosed in applicant’s application consists of the notation ‘Dainty 
Dinah” associated with a half-length pictorial representation of a girl dressed in 
old fashioned clothing, and is applied to “hard candies, fruit drops, toffees, and 
chocolates.” 

The opposer relies upon its ownership of renewed registrations Nos. 104,316 
and 104,317 for marks consisting respectively of the notation “Diana” and a full- 
length picture of a girl walking a dog, which is said to be a representation of the 
mythical goddess Diana. These marks are both applied to goods identical in kind 
with those of applicant. Opposer’s allegation of priority is established by its regis- 
trations, both of which issued many years prior to any use to which applicant is 
here entitled. Neither party has filed testimony and both have filed briefs and 
were represented at the hearing. 

The issue to be determined on this appeal is whether or not the use by the 
parties of their respective marks for identical goods would be likely to cause con- 
fusion or mistake or to deceive purchasers as to the source of origin thereof. 

Applicant points out that his mark shows a teen-age girl dressed in old- 
fashioned clothing, below which are the words “Dainty Dinah” and that the 
opposer’s marks consist respectively of the word “Diana” and the picture of a 
woman walking with a dog. It is applicant’s position that the only similarity in 
the appearance of the marks is that both depict a female and no argument is 
required to show that the opposer has no exclusive rights to such a picture. It is 
noted that in the notice of opposition the opposer did not plead that the trade-mark 
sought to be registered by applicant so closely resembled the trade-mark regis- 
tration No. 104,317, which consists of a representation of the goddess Diana walk- 
ing a dog, that confusion or mistake in the mind of the public would be likely. 
The notice of opposition and pleadings were limited to the claim that the trade- 
mark sought to be registered by applicant so nearly resembled opposer’s trade-mark 
“Diana” as to be likely to cause confusion or mistake in the minds of the public 
and to deceive and mislead purchasers as to the source of origin of the products 
being purchased. 

Applicant’s mark is a composite mark and is to be considered in its entirety. 
However, it is well established that a pictorial representation cannot be spoken 
and the goods would be known and called for by name and not by picture. 
John Walker & Sons, Limited v. W. & H. Walker, Inc., 470 O. G. 953, 30 
U. S. P. Q. 375; United Battery Mfg. Co., Ltd. v. United Metal Box Co., Inc., 24 
C. C. P. A. 1220, 90 F. 2d 260, 33 U.S. P. Q. 614; Rice-Stix Dry Goods Co. v. 
Industrial Undergarment Corp., 33 C. C. P. A. 813, 152 F. 2d 1011, 68 U.S. P. Q. 
186. I agree with the Examiner of Interferences that the word “Dinah” con- 
stitutes the most distinctive feature of applicant’s mark and since “Dinah” and 
“Diana” are both feminine names and are somewhat similar in appearance and 
when pronounced are practically indistinguishable, it is thought that the similarity 
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between applicant’s mark and opposer’s mark for use on the identical goods is 
such as would be likely to cause confusion notwithstanding the fact that the name 
“Dinah” is modified by the name “Dainty.” Celanese Corporation of America v. 
E. I. du Pont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143, 69 
U. S. P. Q. 69; Skol Company, Inc. v. Nels L. Olson, 33 C. C. P. A. 715, 151 
F. 2d 200, 67 U. S. P. Q. 96; The Simoniz Co. v. Permanizing Stations of America, 
Inc., 18 C. C. P. A. 1374, 49 F. 2d 846, 9 U.S. P. Q. 440. 
The decision of the Examiner of Interferences is affirmed. 





MERCANTILE STORES COMPANY, INC. v. KNIGHTHOOD 
CORPORATION 


Commissioner of Patents—July 15, 1952 


TRADE-MAarKS—CONFUSING SIMILARITY—PaRTICULAR INSTANCES 
“Knighthood” held confusingly similar to composite mark consisting of ‘Royal 
Knight” and pictorial representation of a knight’s helmet, used on similar goods, 
under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Mercantile Stores Company Inc. against Knight- 
hood Corporation. Applicant appeals. Affirmed. 

Norman C.. Armitage and Louisa E. Norton, of Greenwich, Conn. and Walter E. 

Mueller, of Pendleton, S. C., for Opposer. 

Jerome W. Paxton, of Washington, D. C., for Applicant. 
McCann, Examiner in Chief. 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition to application Serial No. 585,124, for registra- 
tion of “Knighthood” as a trade-mark for “men’s outer shirts, pajamas, underwear 
and neckties” which was filed on September 21, 1949. The statutory ground for 
opposition is based on Section 2(d) of the Act of 1946 relating to the likelihood 
of confusion or deception of purchasers. 

The opposer relies upon its ownership and prior registration No. 324,185, 
registered May 14, 1935, for the mark “Royal Knight” in which the words “Royal” 
and “Knight” are separated by the pictorial representation of a knight’s helmet, 
as applied to goods described as “men’s clothing,—namely, belts, bathing suits, 
coats, garters, leather and fabric gloves, hosiery, jackets, mufflers, pajamas, loung- 


ing robes, suspenders, sweaters, spats, leather shoes, neckties, and underwear,” and 


registration No. 277,303, registered November 11, 1930 and renewed September 26, 
1951 for the same mark as applied to “men’s and boys’ dress and negligee shirts.” 
Applicant admits that the goods of the two parties are similar and that the 
only point in issue is whether “Knighthood” and “Royal Knight” used on the 
goods under consideration would be likely to cause confusion in the minds of the 
purchasing public. 
In his statements the examiner called attention to the decision in the case of 
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Reeves, Parvin © Co. v. Schuckl & Co., Inc., 611 O. G. 1025, 77 U. S. P. Q. 507, 
wherein the Assistant Commissioner held that the marks “Black Knight” and 
“Knighthood” were confusingly similar. The examiner states that he is unable 
to find any distinction between the marks “Black knight” on the one hand and 
“Royal Knight” on the other; especially since the dominant portion of the mark 
resides in the words rather than in the small pictorial representation of the helmet 
interposed between the words. 


Applicant states that in ascertaining whether the marks are confusingly similar 
the sound, appearance and meaning of the respective marks should be carefully 
considered. Applicant contends that there is little or no similarity between the 
sound of “Knighthood” on the one hand and “Royal Knight” on the other and 
that purchasers would pronounce opposer’s mark as two words with the stress 
being laid on “Royal” whereas in applicant’s mark, since it is but a single word, it 
would be logical to assume that purchasers would pronounce “Knighthood” as a 
single word. 


It seems to me that there is some similarity in the sound of the words 
“Knighthood” and “Royal Knight” and while “Knighthood” is written as one 
word it obviously is a two-syllable word which would be pronounced as such. The 
common part of the two marks, i.e., the word “Knight” renders them somewhat 
similar. 

With respect to the appearance of the marks applicant contends that even 
a cursory inspection thereof discloses the differences therebetween and since one 
is written as a single word and the other as two separate words separated by 
a night’s helmet they are readily distinguishable in appearance. It is thought that 
applicant is correct in this respect since the two marks are not confusingly similar 
in appearance. 

With respect to the meaning applicant contends that the mark “Royal Knight” 
means an individual who is serving the king or sovereign of a country while appli- 
cant’s mark “Knighthood” has reference to a state of being. It seems to me that 
applicant is trying to draw too fine a distinction between the meaning of the words 
“Knighthood” and “Royal Knight.” To the average member of the public the 
words “Knight” and “Knighthood” signify the same thing and I do not believe 
that this significance is changed by the mere addition of the prefix “Royal” to 
the word “Knight.” 

After careful consideration of applicant’s argument I agree with the Examiner 
of Interferences that the words “Royal Knight” and “Knighthood” possess too 
much in common so far as their sound and meaning are concerned and would be 
likely to cause confusion in the minds of purchasers if applied to similar goods. 
Cohn-Hall-Marx Co. v. American Silk Mills, Inc., 646 O. G. 1415, 89 U.S. P. Q. 
215. 


The decision of the Examiner of Interferences is affirmed. 
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THE UPJOHN COMPANY v. NANCE 
Commissioner of Patents—July 29, 1952 


TRADE-MarKks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Preparation for the relief of coughs due to colds held substantially the same as 
preparation for the treatment of colds, coughs and other bronchial and pulmonary af- 
fections. 


TRADE-MarRKS—-CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Crecol” held confusingly similar to “Cheracol,”’ used on similar goods, under 
1946 Act. 


CANCELLATIONS—EVvIDENCE—GENERAL 
Material not placed in evidence during period for taking testimony, but offered at 
hearings before Examiner and on appeal, not considered. 
On facts of record, respondent held to have failed to produce sufficient evidence 
to show such common use of suffix “col” that public would not give consideration to it. 


CANCELLATIONS—EVIDENCE—EFFECT OF THIRD Party REGISTRATIONS 
Registrations of third parties held to prove nothing concerning continued use after 
registration and extent of use of marks disclosed. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by The Upjohn Company against John 
S. Nance. Respondent appeals from decision sustaining petition for cancellation. 
Affirmed. 

Kenyon & Kenyon, of New York, N. Y., for Petitioner. 
A. Yates Dowell, of Washington, D. C., for Respondent. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Interferences sustaining 
a petition to cancel a registration. The registration involved is No. 523,131, issued 
March 28, 1950, disclosing the mark “‘Crecol,” used for “a preparation for the relief 
of coughs due to colds.” The application for registration was filed October 19, 1948, 
and use since June 1, 1948 is alleged. 

Petitioner alleges prior use of the registered mark “Cheracol” applied to “a 
preparation for the treatment of colds, coughs, and other bronchial and pulmonary 
affections.” This mark was registered February 8, 1927, and renewed, Registration 
No. 223,696, alleging use since October 30, 1924. A second mark relied on by the 
petitioner was not considered by the examiner on the ground that it is not as 
pertinent as the mark mentioned. 

Opposer’s registration is long prior to any date of use claimed by petitioner 
and priority of use by the opposer is not disputed. Opposer introduced testimony 
showing its continuous use of the mark since 1924 and also showing the extent of 
its use, the sales increasing from $47,000 in 1924, to over two and a half million 
dollars in 1948 and 1949. 


There is some contention relating to the goods of the respective parties and 
their nature, but both are intended for coughs and differences in composition as 
well as whether the word “relief” or “treatment” is used are considered immaterial. 
The goods of the parties are such that the use of the same or confusingly similar 
marks on them would be likely to cause confusion, in fact the goods are considered 
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substantially the same insofar as considerations relating to the use of trade-marks 
are concerned. 

The examiner considered and compared the marks of the parties and held 
them to be so nearly alike in sound and appearance that there would be a reasonable 
likelihood of confusion. The examiner cited Vanity Fair Mills, Inc. v. Pedigree 
Fabrics, Inc., 73 U. S. P. Q. 438, holding “Pediglo” and “Pechglo” confusingly 
similar; McKesson & Robbins, Inc. v. Morse, 80 U.S. P. Q. 377, holding “Ostocal” 
and “Phos-cal” confusingly similar; McKesson & Robbins, Inc. v. Archer-Taylor 
Drug Co., 79 U.S. P. Q. 271, “Lavatum” and “Albatum”; Ayerst, McKenna & 
Harrison, Ltd. vy. Vitamin-Erg Co., Inc., 78 U.S. P. Q. 27, “Emodex” and “Emono- 
plex”; and Seeck @ Kade, Inc. v. R. J. Moran Co., 84 U.S. P. Q. 249, “Partussin” 
and “‘Syrutussin.” 

I agree with the conclusions of the examiner based on the record in the case, 
unless effect can be given to respondent’s argument based upon common use of 
trade-marks with the suffix “col” for medicinal preparations. Respondent has intro- 
duced in evidence 28 registrations! of trade-marks to others for medicinal products, 
including a number for products similar to that of the parties, which contain the 
suffix “col,” stating, “It is clear, therefore, that the suffix ‘col’ is in wide use on 
goods for medicinal purposes, specifically for the relief of colds and cold symptoms,” 
and, “Since it has been in such common use, the suffix ‘col’ is no longer so distinctive 
that it has sufficient trade-mark significance to cause confusion or deception of 
purchasers when it is combined with different prefixes and used on specifically 
different medicinal goods.” 

Assuming that use of other marks by third parties can be considered, and assum- 
ing that registrations of others can be accepted as evidence of use of the marks in a 
proceeding not involving the registrations (which may be doubted, see Stardust, 
Inc. v. The Finer Full Fashioned Hosiery Co., 85 U.S. P. Q. 507), the registrations 
prove nothing concerning continued use after the registration, nor do they prove any- 
thing concerning the extent of use of the marks disclosed. Since the argument is, in 
effect, that the public is so familiar with trade-marks containing the particular suf- 
fix, that members of the public would give little or no consideration to the syllable, 
the extent of familiarity by the public is material and respondent has offered noth- 
ing on this matter. Respondent has not produced sufficient evidence to show such 
common use of the suffix as to bring about the result desired by him. Nothing of a 
descriptive nature in connection with the syllable has been suggested, nor does it 
appear that there is any descriptive connotation which might be so familiar to the 
public that judicial notice could be taken thereof. 

The decision of the Examiner of Interferences is accordingly affirmed. 


1. Respondent also offered a pharmaceutical directory at the hearing before the 
Examiner of Interferences but this was refused consideration because it had not been placed 
in evidence during the period for taking testimony in accordance with the rules. Respondent 
repeated the offer of the pharmaceutical directory at the hearing on this appeal, and it was 
again refused for the same reason. 





792 TRADE-MARK REPORTER 42 T.M.R. 





CAMPBELL SOUP COMPANY v. EASTERN SHORE CANNING CO., INC. 
Examiner of Interferences—July 25, 1952 


OpposiTions—IssuEs—REs JUDICATA 
Prior suit between same parties held not res judicata, though entitled to considera- 
tion as an authoritative precedent, since question of registrability was not there involved. 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Predominant similarity in sound alone has been held sufficient to create likelihood of 


confusion. 


TRADE-MAaRKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“VA” held confusingly similar to “V-8,” used on similar goods, under 1946 Act. 


Trade-Mark opposition by Campbell Soup Company against Eastern Shore 
Canning Co., Inc. Notice of opposition sustained and applicant adjudged not 
entitled to registration. 

Watson, Johnson, Leavenworth and Blair, of New York, N. Y., for Opposer. 
M. S. Meem, of Washington, D. C., for Appellant. 
BaiLey, Examiner of Interferences: 

This is an opposition in which neither party has filed testimony, and both 
have filed briefs and were represented at the hearing. 

The mark disclosed in the applicant’s application consists of the notation “VA,” 
displayed in large, three-dimensional characters as viewed from a point to the right 
thereof, and is used upon canned vegetables, and canned tomato juice. Registration 
is sought under Section 2(f) of the Act of 1946, for the reason that the letters of 
which the mark is composed constitute an abbreviation for the State of Virginia, 
wherein the applicant is located. 

The opposer relies upon the mark “V-8,” reproduced in large characters 
similar to those of the applicant’s mark, as shown in its registration No. 507,653, 
for use upon vegetable juices, catsup, and chili sauce. As grounds of opposition it 
is averred that these marks of the parties bear such near resemblance as to be likely, 
when applied to the specified goods, to cause confusion in trade. 

The opposer’s claim of priority of use is established by its registration, which 
issued on an application filed November 15, 1947, considerably prior to the appli- 
cant’s record date of September 3, 1948. Charles of the Ritz, Inc. v. Elizabeth 
Arden Sales Corporation, 73 U.S. P. Q. 413, C. C. P. A.; C. B. Shane Corporation 
v. Desmond’s, 60 U.S. P. Q. 196, C. C. P. A. The only statutory question requir- 
ing determination, therefore, is that of the likelihood of confusion. 

It is the contention of the applicant that the issue here presented is res judicata 
because of the final determination of a civil action for trade-mark infringement and 
unfair competition involving the same parties and, in part, similar subject matter. 
Such civil action, however, was not concerned with the matter of registrability of 
the mark depicted in the applicant’s application. If for no other reason, therefore, 
the doctrine of res judicata is inapplicable here. Alumatone Corporation v. Vita- 
Var Corporation, 86 U. S. P. Q. 359, C. C. P. A.; Van Camp Sea Food Co., Inc. v. 
The Alexander B. Stewart Organizations, 412 O. G. 274, 48 F(2) 950, C. C. P. A. 
And while the final decision in that case, insofar as it might be relevant to the par- 
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ticular statutory question here involved, would be entitled to respectful consideration 
as an authoritative precedent, a review thereof indicates that the opinion of the 
court was largely influenced by matters foreign to anything which may be taken 
into account in the present proceeding. 

As appears from the final decision of the appellate court in the civil action 
referred to (Standard Brands, Inc. et al. v. Eastern Shore Canning Co., Inc. 172 
F(2) 144), the action of the lower Court, in dismissing the complaint, was predi- 
cated upon visual differences between the labels of the parties, coupled with the 
specific differences between their goods, and the conclusion that “VA” as employed 
in association with other material on the defendant’s labels in connection with a 
business then conducted within the State of Virginia would possess an unmistakable 
geographical connotation, in approving which views the Court of Appeals made 
the following observations: 

‘Nevertheless, it must be borne in mind that all of the factors which enter into a 
case of trade-mark infringement are to be considered in determining the crucial 
question whether the defendant’s actions are likely to lead an appreciable number of 
prospective purchasers to regard its goods as coming from the same source as plain- 
tiff’s and that this question must be left to the determination of the trier of fact. 
Restatement of Torts, §728, Comment a. In the pending case that question was 
carefully considered by the District Judge and his determination seems to us to be 
correct. It is significant, as poirited out in his opinion, that V-8, as used by the 
plaintiff, has become associated in the public mind with a specific combination of 
vegetable juices, that defendant does not manufacture this product and has used its 
accused mark only on products which no one would mistake for the combination; 
and that the letters VA are customarily used as an abbreviation of the name of the 
state in which the defendant produces and distributes its goods, and when used in 
connection with defendant’s name, which includes the well known designation of a 
geographical subdivision of the state, would be understood as indicating the terri- 
torial origin of the product rather than the goods of a corporation of nation wide 
fame. Against this factual array the phonetic similarity of the two marks cannot pre- 
vail, even if it be supposed, in the absence of any testimony on the point, that the 
defendant’s goods are asked for as VA rather than Virginia tomato juice or lima 
beans.” 


The subordinate matter appearing on the applicant’s label, however, consti- 
tutes no part of the notation “VA” for which it seeks registration; nor can the 
extraneous material on the opposer’s label detract from its exclusive rights in its 
registered mark “V-8.” In comparing the marks of the parties, therefore, attention 
must be confined to these notations “VA” and “V-8” as shown in the respective 
application and registration. The Procter @ Gamble Co. v. J. L. Prescott Co., 459 
O. G. 673, 77 F(2) 98 C. C. P. A.; Goodrich Drug Co. v. Cassada Mfg. Co., 237 
O. G. 918, 46 App. D. C. 146. As stated by the court in the latter case: 

“The label and box are no part of the mark and can be changed at the will of the 


user. Hence, instead of being a distinction, they may become an inducement to 
deception and an aid in accomplishing the very thing the statute aims to prevent.” 


Likewise, it is apparent that the question of conflict in the trade-mark rights of the 
parties was treated in said civil action as a regional problem, restricted to the State 
of Virginia, wherein it may be supposed that the purchasing public would be par- 
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ticularly conscious of the geographical implication of “VA,” whether displayed with 
or without the indication customarily employed to denote that a letter or combina- 
tion of letters is intended as an abbreviation. As evidenced by its application, how- 
ever, the applicant has extended its business into interstate trade, which now or 
ultimately may reach places remote from the State of Virginia. And it seems mani- 
fest to the examiner that to the purchasing public in practically any such places 
the notation “VA,” as applied to the applicant’s goods, commonly would be re- 
garded simply as a trade-mark, and would be directly and entirely relied upon as 
such in identifying its goods as to source of personal, as distinguished from geographi- 
cal, origin. Nor can the applicant well take a contrary position on the point, since, 
should its mark be regarded merely “as indicating the territorial origin of the 
product,” as suggested by the Court in the above quoted excerpt, this in itself 
would defeat the applicant’s claim to the right of registration thereof. Ex Parte 
Jack Daniel Distillery, Lem Motlow, Prop., Inc. 92 U. S. P. Q. 364; 93 U.S. P. Q. 
71. From the standpoint of interstate marketing, at least, it therefore may be 
assumed for the purpose of this case that applicant’s goods ordinarily would be 
identified by nothing other than the letters “VA” of which the mark it seeks to 
register exclusively consists; and it is to be noted in this regard that the applicant, 
in a paper filed September 29, 1949 in its application, has expressly conceded that 
its goods “would be called for by purchasers as V, A, each letter being pronounced.” 

It has been recognized in innumerable cases, of which the following are only 
illustrative, that ordinary grocery items, including products differing much more 
widely than those here involved, are so related commercially that their sale under 
the same or confusingly similar marks would be likely to cause confusion in trade: 
Hy-V Co., Inc. v. Campbell Soup Co., 92 U.S. P. Q. 212, C. C. P. A.; W. B. Rod- 
denbery Co. v. Kalich, 72 U. S. P. Q. 138, C. C. P. A.; Forst Packing Co., Inc. v. 
C. W. Antrim Sons, 529 O. G. 514, 119 F(2) 576, C. C. P. A.; Revere Sugar Refin- 
ery V. Salvate, 409 O. G. 562, 48 F(2) 400, C. C. P. A.; Skookum Packers Associa- 
tion v. Pacific Northwest Canning Co., 403 O. G. 515, 45 F(2) 912, C. C. P. A; 
California Prune @ Apricot Growers v. Dobry Flour Mills, Inc., 504 O. G. 292, 
101 F(2) 838, C. C. P. A.; Joseph Tetley G Co., Inc. v. Bay State Fishing Co., 468 
O. G. 278, 82 F(2) 299, C. C. P. A.; Cheek-Neal Coffee Co. v. Hal Dick Mfg. Co., 
Inc., 395 O. G. 10, 40 F(2) 106, C. C. P. A. Likewise, it repeatedly has been found 
that predominant similarity between trade-marks in sound alone is sufficient to create 
a likelihood of confusion, regardless of differences between them in other respects. 
McKinnon v. Hy Vis Oils, Inc., 484 O. G. 746, 88 F(2) 699, C. C. P. A.; Marion 
Lambert, Inc. v. O'Connor, 477 O. G. 244, 86 F(2) 980, C. C. P. A.; Weco 
Products Co. v. Milton Kay Co., 568 O. G. 375, 143 F(2) 985, C. C. P. A.; Hat 
Corporation of America v. Bry Blok Mercantile Corp., 53 U.S. P. Q. 647; Morton 
Mfg. Corp. v. Ame Cosmetic Co., 67 U. S. P. Q. 121; R. B. Semmler, Inc. v. 
Harris, 68 U. S. P. Q. 31; Schulman v. Irma Hosiery Co., 90 U. S. P. Q. 40; Ex 
Parte O. D. Taragin & Brothers, 68 U.S. P. Q. 153; Schering Corp. v. Salvatore 
Reina, 71 U. S. P. Q. 93; Hat Corporation of America v. M. D. Simon Co., 71 
U. S. P. Q. 268; Edward Barq, Sr. v. Grage, 39 U. S. P. Q. 549; The Barbasol Co. 
v. Gillette Safety Razor Co., 82 U.S. P. Q. 58; S. H. Kress & Co. v. Excel Auto- 
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matic Products, Inc., 82 U.S. P. Q. 76; Kaylon, Inc. v. Rosenberg, 78 U. S. P. Q. 
209; Botany Mills, Inc. v. Cohn-Hall-Marx Co., 83 U.S. P. Q. 396. And as to the 
marks “VA” and “V-8” here involved, it is the opinion of the examiner that the 
difference between them in sound frequently would be so infinitesimal that their 
contemporaneous use upon products as closely related as those specified, and in 
particular upon the respective canned vegetable juices, would be quite likely to 
cause confusion or mistake or deception of purchasers. 

It appears that the applicant’s application does not comply with provisions of 
Trade-Mark Rule 8.1 relative to the contents of statements of applications filed 
under Section 2(f) of the Act. Should the applicant finally prevail upon the inter 
partes issues hereof, appropriate amendment of its application therefore will be 
required. 

Accordingly, the notice of opposition is sustained; and it is further adjudged 
that the applicant is not entitled to the registration for which it has made appli- 
cation. 

Limit of appeal: August 25, 1952.1 





EX PARTE ELECTRIC STEAM RADIATOR CORPORATION 


Commissioner of Patents—June 18, 1952 


TrapeE-Marks—Marks Not ConFusinGiy SIMILAR—PARTICULAR INSTANCES 
Composite mark consisting of words “Baby Chef Jr.” and design showing baby 
wearing a chef’s hat and holding a beribboned card held not confusingly similar to 
“Handi-Chef,” used on similar goods, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Electric Steam Radiator Corpo- 
ration. Applicant appeals from refusal of registration, under 1946 Act. Reversed. 
Barnes, Kisselle, Laughlin G Raisch, of Detroit, Mich., for Applicant. 

McCann, Examiner in Chief: 

This is an appeal from the refusal of the Examiner to register applicant’s 
mark on the ground that it is confusingly similar to the mark “Handi-Chef” which 
issued on April 29, 1947 as certificate No. 429,248 under the Act of February 20, 
1905, and is used on “portable electric table cookers and heating elements therefor.” 
Applicant’s mark consists of a combination of the words “Baby Chef Jr.” and a 
design showing a diapered baby holding a beribboned card and wearing a chef’s 
hat, and is used on electrically operated combination baby bottle heaters and 
cooking appliances. 

The Examiner takes the position that the description of registrant’s goods are 
of such a broad nature that they are believed to be inclusive of the goods of the 
applicant and the goods of both parties could therefore be said to be identical 
for purposes of registration. It is the Examiner’s position that in applicant’s mark 
the word “Baby” modifies the word “Chef” and the abbrevation “Jr.” along with 


1. Editor’s Note: No appeal taken. 
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the representation of the infant in a chef’s cap merely accentuate the modification 
of the word “Chef.” 

Applicant contends that the only similarity in the two marks is in the word 
“Chef.” He points out that the disclaimer of the word “Handi” does not lessen 
its importance in the composite mark. He also contends that the word “Chef” 
does not dominate his mark in view of the modifying words and the very dis- 
tinctive design. 

It is not seen wherein the word “Chef” can be said to be the dominant part 
of applicant’s design. It seems to me that the words “Baby” and “Jr.” as well as 
the pictorial illustration of the diapered baby wearing a chef’s hat are just as 
dominant as the word “Chef.” In other words both the pictorial illustration as 
well as the words of the mark both contribute to give the same overall impression, 
that is, of a baby chef which is different from “Handi-Chef.” This is not a case 
where the applicant has incorporated the entire mark of another into his mark 
and I do not believe that the registration of applicant’s mark would be likely to 
cause confusion or mistake when considered in connection with the mark of the 
reference relied upon by the examiner. 

The decision of the Examiner of Trade-Marks is reversed. 





EX PARTE SYLVAN SWEETS CoO. 


Commissioner of Patents—June 20, 1952 


TraDE-Marks—SuBJECT MATTER—GENERAL 


TraDE-Marks—REGISTRABILITY—GENERAL 
“Lucky Camel” held not registrable as trade-mark for candy cigarettes sold in 
package imitating “Camel” cigarettes for reason that feature of thing so imitated 
cannot be considered part of imitator’s trade-mark. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Sylvan Sweets Co. Applicant 
appeals from refusal of registration, under 1946 Act. Affirmed. 
James C. Wobensmith and Zachary T. Wobensmith, 2nd, of Philadelphia, Pa., 

for Applicant. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refus- 
ing to register the words “Lucky Camel” as a trade-mark for candy cigarettes. 

The specimens filed in this case are the boxes in which the candy cigarettes 
are sold. The boxes are of approximately the same size as a package of cigar- 
ettes, and imitate a package of cigarettes sold under the trade-mark Camel. One 
face of applicant’s package has a design in the same colors and arrangement used 
on the face of a package of Camel cigarettes, showing a practically identical 
camel and desert scene with the word “Camel” in the same position and the same 
size and style of lettering as it appears on the Camel cigarette package. Above the 
word “Camel” on applicant’s box is the word “Lucky” in considerably smaller 
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letters. These two words, arranged as on the specimens, constitute the mark shown 
on the drawing. 

Registration has been refused by the examiner on the bases of two prior registra- 
tions of the proprietors of Camel cigarettes, one for the word “Camel” alone and 
the other for the word and design, the examiner’s position being that applicant’s 
use of the word “Camel” would be likely to cause confusion or mistake or to 
deceive purchasers. 

It appears to me that the question raised by this application is somewhat 
more fundamental then the question of likelihood of confusion. What applicant 
sells is an imitation package of Camel cigarettes and in this sense it might be con- 
sidered somewhat analagous to a literary parody imitating the style and manner- 
isms of a noted author rather than a counterfeit. The packages are sold to 
children who sonsume them imitating their elders smoking cigarettes. It is not 
believed that any feature of the thing thus imitated can in any way be considered 
as a part of applicant’s trade-mark and for this reason it is believed that the 
registration should be refused. 

The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE RAYTHEON MANUFACTURING COMPANY 
Commissioner of Patents—July 15, 1952 


TRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Pop-A-Kob” held descriptive of popcorn. 


TraDE-MarKs—REGISTRABILITY—GENERAL 
Since issues must be determined in accordance with facts and circumstances of 
each case, citations of prior decisions are of little importance. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark Raytheon Manufacturing Company. 
Applicant appeals from refusal of registration, on Principal Register, under 1946 
Act. Affirmed. 

Elmer J. Gorn, of Waltham, Mass., for Applicant. 
McCann, Examiner in Chief: 

This is an appeal from the refusal of the examiner to register on the Principal 
Register applicant’s mark consisting of the words “Pop-A-Kob” used on goods 
described as “popcorn which is covered with an edible oil and salted.” 

The examiner points out that the specimens filed with the application carry 
the notation “Fresh Tasty Popcorn Popped Right On The Cob By ‘Radarange’ 
In Only 30 Seconds,” and it is the examiner’s position that the words “Pop-A-Kob” 
are clearly descriptive in that they convey information as to the mode of preparation 
of applicant’s goods. 

Applicant calls attention to the Commissioner’s decision in Ex parte Fuller 
Label & Box Company, 581 O. G. 526, 67 U. S. P. Q. 299 wherein it was held 
that the mark “Chute-A-Pack” for a container with a parachute attached for 
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aerial dropping of articles from airplanes was highly suggestive but not descriptive 
and it is applicant’s position that that case is completely controlling in the present 
situation. 

It seems clear that the words “Pop-A-Kob” are intended to and do in fact 
clearly indicate the mode of preparation of applicant’s article, i.e., the corn is 
popped on the cob and in this sense is clearly descriptive. This distinguishes this 
case from the Ex parte Fuller Label G Box Company decision, supra, relied upon 
by applicant wherein the words “Chute-A-Pack” were held to be suggestive but 
not descriptive. 

Furthermore, it has been consistently held that citations of prior decisions 
in trade-mark cases are of little importance since the issues must be determined in 
accordance with the facts and circumstances of each case. Kensington Steel Co. 
v. Nichols Engineering & Research Corp., 38 C. C. P. A. 979, 188 F. 2d 397, 89 
U. S. P. Q. 330; In re Dutch Maid Ice Cream Co., 25 C. C. P. A. 1009, 95 F. 2d 
262, 37 U.S. P. Q. 202, and decisions cited therein. In the instant case I am of the 
opinion that the examiner properly refused registration of applicant’s mark as 
being descriptive. 

The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE KLEMER 
Commissioner of Patents—July 15, 1952 


TraDE-Marxks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Pak-a-Robe” held descriptive of automobile or stadium robe and carrying case. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Walter F. Klemer. Applicant 
appeals from refusal of registration on Principal Regisier, under 1946 Act. 
Affirmed. 

James Atkins, of Washington, D. C., for Applicant. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the term “Pak-a-Robe” on the Principal Register as a trade-mark for 
a combined automobile or stadium robe and carrying case therefor. 

The refusal to register is based on the ground of descriptiveness. The 
examiner states that the expression “Pak-a-Robe” is a phonetic spelling of “pack 
a robe” and is descriptive of the robe which is folded into a bundle or pack to 
be placed in the case for carrying. I agree with the examiner that the expression 
is descriptive in connection with the goods, whether the word “pack” is con- 
sidered a noun or a verb. 

The applicant relies heavily upon Ex parte Fuller Label & Box Co., 67 
U. S. P. Q. 299, in which the expression “Chute-A-Pack” for a container with a 
parachute attached for dropping articles from airplanes was held not to be 
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descriptive. It does not appear to me that this case should be followed. The 
conclusion that the expression involved was not descriptive seems strained in view 
of the statement in the decision: 
“‘Chute’ is an abbreviation of ‘parachute’ and when the container is packed 
the container is a pack. The ‘A’ of the mark might be understood to be an 


abbreviation of ‘and’. The expression ‘parachute and pack’ would be clearly de- 
scriptive of the article.” 


Apparently no consideration was given to the fact that “chute” was not an 
abbreviation coined by the applicant but is a commonly used short expression for 
parachute, even found in the dictionary, nor to the fact that parachute is a verb 
as well as a noun. 

The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE MONARK SILVER KING, INC. 
Commissioner of Patents—July 15, 1952 


TrapE-Marxs—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Use of identical marks on bicycles and automobile tires held likely to cause 
confusion of public. 


TrapE-Marks—LIKELIHOOD OF CONFUSION—GENERAL 
Newcomer who bodily adopts long registered and widely used mark has duty to 
use all precautions to insure that public will not be deceived as to origin of goods. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Monark Silver King Inc. Appli- 
cant appeals from refusal of registration, under 1946 Act. Affirmed. 

Dawson & Ooms, of Chicago, IIl., for Applicant. 
McCann, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the word “General” as a trade-mark for bicycles on the Principal Register 
under the Trade-Mark Act of 1946. Registration was finally refused under section 
2(d) of the Act of 1946 in view of the prior registrations of The General Tire & 
Rubber Company which are as follows: 

No. 114,963, registered Jan. 16, 1917 (renewed) for “General” for “rubber 
tires, or tire casings of rubber with suitable strengthening material, and inner tubes 
for pneumatic tires,” in Class 35, Belting, hose, machinery packing and non-metallic 
tires. 

No. 345,165, registered April 20, 1937 for “General Allgrip” for “Non-metallic 
tires of fabric and rubber,” in Class 35, Belting, hose, etc. 

No. 371,904, registered October 10, 1939 for “General” and design, for “Vehicle 
tires of rubber and fabric, inner tubes for vehicle tires, repair patches of rubber and 
fabric,” in Class 35, Belting, hose, etc. 

No. 372,525, registered October 31, 1939 for “The General Tires” for “‘Auto- 
mobile Tires and Tubes,” in Class 35, Belting, hose, etc. 


It is the examiner’s position that the use by applicant of the mark in question 
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on bicycles would be likely to cause confusion or mistake and deceive purchasers as 
to the source or origin of the goods. 

An affidavit has been filed by an officer of the applicant-corporation which 
sets forth that Monark Silver King Inc. has grown to be second largest manu- 
facturer of bicycles in the United States and that they are sold primarily to teen- 
agers and under. The affiant also sets forth that he is familiar with the products 
of The General Tire & Rubber Company and states that it does not and never 
has made bicycle tires but makes instead automobile tires and that Monark Silver 
King Inc. has purchased tires for its bicycles throughout the years and the marks 
“The U. S. Rubber Company” and “Goodyear” of the makers have appeared on 
the tires. 

Applicant stresses that since its bicycles are made primarily for children and 
teen-agers there would be no likelihood of confusion since such children and teen- 
agers are intensely familiar with bicycles but are not at all familiar with automobiles 
and automobile tires. Applicant also contends that there is some obligation on 
the part of the trade-mark owner to show use of the mark in other fields and that 
certainly a rubber manufacturer could not sit back and claim right to his mark 
on a myriad of articles employing rubber and sold throughout the country by other 
manufacturers. In reply to the Examiner’s Statement that both The United States 
Rubber Company and The Firestone Rubber Company make myriads of articles 
and accessories, applicant states that both of these companies have registered its 
mark on a great variety of their products and do not depend for protection on their 
original registration. 

I have carefully considered applicant’s argument and find no error in the 
examiner’s refusal to register applicant’s mark. Section 2(d) of the Trade-Mark 
Act of 1946 prohibits the registration on the Principal Register of a mark which so 
resembles a mark registered in the Patent Office, or a mark or trade name previously 
used in the United States by another and not abandoned, as to be likely when 
applied to the goods of the applicant to cause confusion or mistake or deceive pur- 
chasers. In the instant case applicant admits the identity of the marks so that 
the only question is whether there would be a likelihood of confusion to the public 
if the mark were also applied to applican’t goods. In a case like the present where 
a newcomer bodily adopts a long registered and widely used trade-mark it is 
incumbent upon him to use all precautions to insure that the public will not 
be deceived as to the origin of the goods. This applicant has not done since he 
has applied an old and well-known trade-mark to bicycles and it is reasonable to 
assume that a person purchasing a “General” automobile tire in an automobile 
accessory store and seeing therein offered for sale a bicycle with the same trade- 
mark “General” thereon would naturally think that they were made by the same 
firm. This seems to be all the more likely in view of the fact that several of the 
larger rubber firms are making products in various fields and at least one rubber 
company, namely, the Firestone Rubber Company, is also offering bicycles for 
sale under its name in stores along with other of its products, including automobile 
tires. Applicant’s argument that the purchasers of the bicycles are mostly children 
and teen-agers who would not be apt to be confused seems to be highly questionable 
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since it seems to me that the somewhat immature mind of a child or teen-ager 
would be more likely to be confused by the similarity of the marks than an adult. 
The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE L. R. NELSON MFG. CO., INC. 
Commissioner of Patents—July 15, 1952 


Trape-Mark Act or 1946—REGIsTRABILITY—SECTION 2(f) 


TrapE-Marks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Perfect Clinching” held highly descriptive of hose couplings and hose menders 
and not registrable under Section 2(f) of 1946 Act, in absence of proof of distinctiveness. 


TraADE-MARKS—PLEADING AND PracTICE—PrRoOoF OF DISTINCTIVENESS 
On facts of record, applicant held to have failed to show that mark has become 
distinctive. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by L. R. Nelson Mfg. Co., Inc. 
Applicant appeals from refusal of registration, under section 2(f) of 1946 Act. 
Affirmed. 

Clarence J. Loftus, of Chicago, IIl., for Applicant. 
McCann, Examiner in Chief: 

This is an appeal by the L. R. Nelson Mfg. Co., Inc., the applicant, from the 
refusal of the Examiner of Trade-Marks to register on the Principal Register its 
mark “Perfect Clinching” for goods described as “hose couplings and hose menders 
comprising double ended tubular nipples with clamps to secure two hose ends 
thereon,” under the provisions of section 2(f) of the Act of July 5, 1946. Applicant 
alleges use since 1910 and use in commerce which may lawfully be regulated by 
Congress since that date. 

The examiner refused registration on the ground that the mark is believed to 
be so basically and fundamentally descriptive of the goods as to be generic in the 
combination of words as claimed and incapable of functioning to distinguish the 
origin of the goods in commerce. 

It is not thought that the words “Perfect Clinching” can be called generic 
since they do not give information as to the material and class of the article. They 
are, however, highly descriptive and unless it can be shown that these words have 
become distinctive applicant is not entitled to registration thereof under section 
2(f). Applicant has filed three affidavits, one by the vice-president of the corpora- 
tion and the other two by officers of hardware dealers located in the same town as 
applicant. These affidavits are identical in form and set forth that long prior to 
1943 the affiants were fully familiar with the sales and marketing of hose couplings 
and hose menders in this country and have been fully familiar with the trade 
which buys, sells and uses this equipment; that long prior to 1943 the L. R. Nelson 
Mfg. Co., Inc., of Peoria, Illinois has applied the trade-mark “Perfect Clinching” 
to its hose couplings and hose menders which it has sold in the trade in this 
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country; that no other person, firm or corporation, to the best of their knowledge 
has used the words “Perfect Clinching” or any mark or word similar thereto in 
sound or appearance, upon such devices, or upon any similar devices; and that 
the words “Perfect Clinching” have become distinctive of the above named devices 
of the L. R. Nelson Mfg. Co., Inc., in the trade and designate and distinguish 
the products of that company. 

The examiner stated that he is not convinced by these affidavits that appli- 
cant’s mark is capable of distinguishing the goods in commerce much less being 
convinced that it is a distinctive trade-mark. 

In the application applicant averred that the mark had become distinctive 
of applicant’s goods due to the substantially exclusive and continuous use thereof 
by applicant and its predecessor since 1910 and in view of this and the affidavits 
applicant contends that the examiner was in error in holding the proof not 
sufficient under section 2(f). 

In Ex parte The Kalart Company Inc., 643 O. G. 1068, 88 U. S. P. Q. 221, 
it was stated that where a mark is highly descriptive it might not be proper to 
accept merely the applicant’s affidavit of use as showing that the mark had 
become distinctive of the applicant’s goods but it would appear that the evidence 
submitted should be more convincing. I think that statement applies with equal 
force to the present case. Applicant has attempted to supply additional evidence 
in the form of the affidavits mentioned above. There is nothing in these affidavits, 
however, to indicate that the public in general had or would recognize applicant’s 
mark primarily as indicating the source or origin of the goods. Ex parte American 
Map Company, Inc., 633 O. G. 1024, 85 U. S. P. Q. 51; Ex parte Oshkosh 
Trunks and Luggage, 637 O. G. 1293, 86 U. S. P. Q. 321; Ex parte Chicago 
Rawhide Manufacturing Company, 647 O. G. 1022, 89 U. S. P. Q. 507; Kellogg 
Company v. National Biscuit Company, 39 U. S. P. Q. 296, 305 U. S. 111. 

After careful consideration of applicant’s argument I agree with the examiner 
that applicant has not submitted sufficient evidence to show that his mark has 
become distinctive in the sense of the statute. 

The decision of the examiner is affirmed. 
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